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UNITED STATES DISTRICT COURT 
FOR THE DISTRICT OF COLUMBIA CIRCUIT 
Civil Action No.: 


Frank Peter DoYLe 
42 Hillside Gardens, Betchworth, Surrey, England, 
Joun Hersert CHartes NaYLER 
31 Clowders Road, Catford, London S.E. 6, England, 
Gerorce Newsoitt Roiinson 
Flat 3, Brockham Park, Betchworth, Surrey, England, 
Plaintiffs, 
v. 


Epwarp J. BRENNER, 
Commissioner of Patents, Washington, D. C., 
Defendant 


Complaint For A Review of Decision of Commission of Patents 


To the Honorable Judges of the District Court of the 
United States for the District of Columbia 


Frank Perer Dorte, Joun Herpert Cartes Naver, 
Gxorce Newsour Rorrysoy, the Plaintiffs herein, bring this 
Complaint against Epwarp J. Brenner, Defendant, and al- 
lege that: 

1. The plaintiffs herein, FRANK PETER DOYLE, 
JOHN HERBERT CHARLES NAYLER and GEORGE 
NEWBOLT ROLINSON, are residents of 42 Hillside 
Gardens, Betchworth, Surrey, England, 31 Clowders Road, 
Catford, London S§.E. 6, and Flat 3, Brockham Park, Betch- 
worth, Surrey, England, respectively. 

2. The Defendant, EDWARD J. BRENNER, is the United 
States Commissioner of Patents, and is officially a resident 
of Washington, in the District of Columbia, within the 
jurisdiction of the Court. 


3. This action is in the nature of Mandamus and is brought 
under the provisions of the United States Code, Title 25, 
Section 1361. 
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4. On or about the 13th day of July, 1959 FRANK PETER 
DOYLE, JOHN HERBERT CHARLES NAYLER and 
GEORGE NEWBOLT ROLINSON, the Plaintiffs herein, 
duly made application in writing to the United States Patent 
Office for the grant of Letters Patent to them for SUB- 
STANCES PRODUCED FROM PENICILLIN-PRODUC- 
ING MOULDS, which application was given serial no. 
826,491, said application being a division of Plaintiffs prior 
co-pending application serial no. 750,075, now patent no. 
2,941,995 filed July 22, 1958, which application was in turn 
entitled to the benefit of the filing date of British application 
870,395, filed August 2, 1957. 


5. Prosecution on this application progressed through the 
Patent Office and this prosecution included a petition dated 
August 13, 1964, wherein Plaintiffs’ then attorneys re- 
quested the Board of Appeals of the Patent Office to remand 
the application to the Examiner to consider an amendment 
which copied claims from a co-pending application for the 
purposes of obtaining an interference with that application. 


6. On or about October 21, 1964 the Examiner’s answer 
on remand indicated that action on the Plaintiffs’ applica- 
tion was suspended for six months to determine whether an 
interference would be declared and requested that at the 
end of six months, Plaintiffs should call the application up 
for action. 


7. On December 22, 1965, some two months later, a final 
rejection was issued, which rejected the claims of Plain- 
tiffs’ application which were copied from that co-pending 
application which later became Sheehan United States pa- 
tent no. 3,159,617 issued December 1, 1964, as unpatentable 
over the Sheehan patent and omitted any mention of any 
possible interference. 


8. Subsequently, an extension of time for responding to 
the final rejection was granted setting a full six-month 
statutory period, namely to June 22, 1965, so that Plaintiffs’ 


4 


newly appointed attorneys could take over prosecution of 
the application and study the situation. 


9. In a paper dated June 21, 1965, Plaintiffs, through 
their newly appointed attorneys, filed a renewed request for 
interference, together with a Rule 116 response and a Notice 
of Appeal. This was supplemented with the Affidavit of 
Plaintiffs and a supplement to the renewed request for 
interference. 


10. On or about August 3, 1965 the Patent Office issued 
an advisory action allowing certain of the claims in Plain- 
tiffs’ application but refusing to allow or to declare an 
interference as between any of the claims copied from the 
Sheehan patent and the Sheehan patent itself. 


11. Subsequently, on or about August 10, 1965 Plaintiffs 
obtained through their attorneys, an extension of time for 
filiig the appeal brief for the purpose of obtaining addi- 
tional Affidavits to support their request for the declaration 


of an interference, and on or about September 7, 1965, 
filed a Rule 116 response and request for remand of the 
application for the declaration of an interference, and in- 
eluded therewith an Affidavit of John Herbert Charles 
Nayler in support thereof. 


12. On or about September 28, 1965 Plaintiffs filed 
through their attorneys, a Supplemental Rule 116 Amend- 
ment, together with the Affidavits of Maurice John Soulal 
and Sir Robert Robinson in support of their request for 
an interference. 


13. On or about October 4, 1965 the Patent Office issued 
a further advisory action refusing to declare an interference 
between Plaintiffs’ application and the issued Sheehan 
patent. 


14. On or about October 22, 1965 Plaintiffs filed, through 
their attorneys, a petition to the Commissioner from the 
refusal of the Examiners in Group 120 of the Patent Office 
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to declare an interference between Plaintiffs’ application 
and Sheehan patent no. 3,159,617 under the provision of 
the Rules of Practice of the United States Patent Office 
Rules Nos. 181 to 183. 


15. A further extension of time until November 19, 1965 
was obtained because a decision had not been rendered on 
the Petition; Plaintiffs then received a paper dated Novem- 
ber 17, 1965 denying their petition to the Commissioner and 
refusing to exercise the supervisory authority of the Com- 
missioner in accordance with Rules 181, to 183, supra. 


16. The Commissioner of Patents has granted a further 
ten-day extension of time in order to allow Plaintiffs to file 
a request for a stay of the appeal before the Board of 
Appeals, which request was denied on November 19, 1965, 
and the appeal brief is due in Plaintiffs’ application by No- 
vember 29, 1965. 


17. Plaintiffs, therefore, request that this Honorable Court 
exercise jurisdiction over the Commissioner of Patents and 
order the Commissioner of Patents to declare an interfer- 
ence between Plaintiffs’ application serial no. 826,491 and 
Sheehan patent no. 3,159,617 and further that the appeal 
before the Patent Office Board of Appeals be stayed pending 
the outcome of the interference between Plaintiffs’ pending 
application and the issued Sheehan patent, since the inter- 
ference itself will undoubtedly render the appeal moot. 

Wuererore, Plaintiffs respectfully pray as follows: 


A. For an order that the Commissioner of Patents declare 
an interference between claims 19, 20 and 22 to 25 of Plain- 
tiffs’ pending application serial no. 826,491 and claims 1 to 
6 of Sheehan patent no. 3,159,617. 


B. For an order staying the appeal on Plaintiffs’ applica- 
tion no. 826,491 before the Board of Appeals until a final 
decision on the interference between Plaintiffs’ pending 
application and Sheehan patent no. 3,159,617 can be rendered 
any and all avenues of appeal exhausted. 
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C. That Plaintiffs have such other and further relief as 
the nature of this case may admit and require and as this 
Court may deem just and proper. 


Jacoss & Jacoss 
/s/ Aupert L. Jacozs, JR. 
Apert L. Jacoss, JR. 
Attorneys for Plaintiffs 
521 Fifth Avenue 
New York, New York 10017 
Dated: November 23, 1965 


Of Counsel: 


/s/ James W. Dent 

James W. Dent, Esq. 
425 13th Street N.W. 
Washington, D. C. 20004 


* * * * 


Motion For Temporary Restraining Order 


To the Honorable Judges of the District Court of the 
United States for the District of Columbia 


Plaintiffs hereby respectfully request this honorable Court 
to grant a temporary restraining order against the Commis- 
sioner of Patents, Defendant, ordering him to stay the ap- 
peal of Plaintiff’s application serial no. 826,491 before the 
Board of Appeals pending the decision of this Court on 
Plaintiffs’ motion for a preliminary injunction, which mo- 
tion shall be heard within ten days of the granting of this 
temporary restraining order or within such other time as 
this Honorable Court may set. 

Plaintiffs have filed a Bill of Complaint in the nature 
of Mandamus asking this Court to exercise its jurisdiction 
over the Defendant, Commissioner of Patents, Edward J. 
Brenner, and issue an order that the Commissioner of 
Patents declare an interference between Plaintiffs’ applica- 
tion serial no. 826,491 and Sheehan patent no. 3,159,617. 
Plaintiffs’ application serial no. 826,491 is presently up on 
appeal before the Board of Appeals and an appeal brief 
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is due by November 29, 1965. Plaintiffs have petitioned the 
Commissioner of Patents for a stay of the appeal and this 
petition was denied by the Commissioner on November 19, 
1965. A stay of the appeal is requested under the provisions 
of Rule 65(b) of the Federal Rules of Civil Procedure, on 
the ground that immediate and irreparable injury and loss 
will result to Plaintiffs and Plaintiffs’ assignee if they are 
forced to pursue an appeal before the Board of Appeals 
before this Court hears their Bill of Complaint requesting 
a decree ordering the declaration of an interference between 
their application serial no. 826,491 and Sheehan patent no. 
3,159,617. It is furthermore submitted that a decree order- 
ing the declaration of the requested interference will render 
the appeal before the Board of Appeals entirely moot and 
completely and totally unnecessary and irrelevant. 

Plaintiffs have raised serious questions as to the interpre- 
tation of the new interference rules, particularly those effec- 
tive July 1, 1965 and the Commissioner of Patents has re- 
fused to exercise his supervisory authority to interpret 
these rules as Plaintiffs have requested. In particular, Plain- 
tiffs have questioned the authority of the Primary Examiner 
in Group 120 to decide that no interferences will be declared 
between foreign applicants and United States patentees 
when such a decision completely lacks any basis whatever 
in the Interference Rules. Moreover, if Plaintiffs are re- 
quired to pursue the appeal, Plaintiffs would have to prove 
to the satisfaction of the Board of Appeals that they will 
prevail in the interference with Sheehan patent no. 3,159,617. 
If Plaintiffs succeed, the Board may then render a decision 
to allow the Examiners in Group 120 to recommend the 
declaration of an interference for the purpose of reproving 
in an inter parte proceeding with the Sheehan patent that 
Plaintiffs were the prior inventors of the subject matter in 
the interference. 

It is believed that this honorable Court will appreciate 
the differences in the rules governing interference proceed- 
ings as opposed to those governing appeals before the 
Patent Office Board of Appeals, and will realize that they 
will place Plaintiffs at a gross disadvantage if they are 
required to prove to the satisfaction of the Board of Appeals 
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that they can prevail as to priority of inventorship, yet at 
the same time not being able to adduce to the Patent Office 
the types of proof they would be able to present before the 
Patent Office Board of Interference. In particular, an inter- 
ference proceeding would allow Plaintiffs to take deposi- 
tions or written interrogatories and would provide them 
with the opportunity to present expert witnesses, who could 
testify as to aspects of the Sheehan patent and would present 
Plaintiffs with an opportunity to cross examine any witness 
which might be presented by Sheehan to support the effec- 
tive date of his issued patent which Plaintiffs maintain has 
erroneously been accorded the benefit of the filing date of 
an earlier abandoned application. While Plaintiffs have a 
voluminous amount of proof in affidavit form presently in 
the record, which they believe presents a prima facie case 
that Sheehan is not entitled to become accorded the benefit 
of the filing date of his earlier abandoned application, and 
that this proof meets the requirements of Rule 204(b) of 
the Patent Office Rules of Practice so that an interference 
should have been declared Plaintiffs on appeal to the Board 
of Appeals would be limited solely to the proof of record to 
prove that the claims in question here are patentable to 
them over the issued Sheehan patent. This is the crux of 
the problem since the Patent Office is taking the position 
that Plaintiffs must establish that they were the prior 
inventors, and in that way antedate the filing date of the 
earlier abandoned Sheehan application, when in reality 
this is the very issue which would be decided in an inter 
parte interference proceeding rather than an ex parte ap- 
peal. 

This places Plaintiffs in the position of going to great 
trouble and expense to produce proof the nature of which is 
limited by the ex parte appeal procedure when an inter 
parte question is involved. Once an interference has been 
declared, Plaintiffs would have to reprove their entire case. 
Furthermore, while Plaintiffs might present sufficient proof 
to prevail as to the priority of inventorship in an inter parte 
interference proceeding through witnesses, depositions, in- 
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terrogagories, etc., the Board of Appeals might render a 
decision which would prevent the declaration of an interfer- 
ence and force Plaintiffs to appeal the Board’s decision to 
the United States Court of Customs and Patent Appeals. 
This would only delay Plaintiffs’ attempt to adjudicate the 
issue of who was the prior inventor, and if Plaintiffs’ as- 
signee’s present action in this country might be considered 
to infringe any of the claims in the issued Sheehan patent, 
great injury will befall Plaintiffs and their assignee since 
continued delay and harassment of their attempt to adjudi- 
cate priority of inventorship will only cause them to incur 
accumulated damages. Moreover, Plaintiffs’ interests are 
heavily tied in a pecuniary sense to the invention, the 
priority of which is sought to be determined and, therefore, 
great financial loss may be caused to Plaintiffs and their 
assignee by continued delay on the declaration of an inter- 
ference which would settle and adjudicate the rights of 
Plaintiffs as opposed to the right of Sheehan, and this 
damage and injury would further require them to pursue 
on appeal their question of priority of inventorship, which 
is properly the subject of an inter parte interference pro- 
ceeding. As mentioned above, Plaintiffs would be greatly 
restricted in the proofs that they could adduce to prove to 
the Board of Appeals that they should prevail as to priority 
of inventorship, and in fact would be restricted to the preset 
record on appeal, which while Plaintiffs feel constitutes a 
prima facie case, has nevertheless failed to convince the 
Patent Office to declare the interference. 

It is believed to be entirely unreal and a complete mis- 
interpretation of the interference rules to require Plaintiffs 
to prove their entire case showing that they would be entitled 
to priority of inventorship, when they would not be allowed 
to produce proper and complete evidence. The Patent Office 
is requiring Plaintiffs to prove priority of inventorship be- 
fore Plaintiffs will be allowed to contest priority of inven- 
torship in an interference. At such time, Plaintiffs would 
have the right to then prove all over again that they must 
already have proved to obtain a Declaration of Interference. 
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Moreover, Plaintiffs have raised many grave and serious 
questions dealing with the interpretation of the new inter- 
ference rules, which the Patent Office has completely and 
totally refused even to consider. The decision denying Plain- 
tiff’s petition to the Commissioner of Patents to exercise 
his supervisory authority to order the declaration of an 
interference is so erroneous as to cause doubt even that the 
Petition to the Commissioner was even read. Plaintiffs fur- 
ther object to the fact that the decision on the petition to 
the Commissioner was referred to a supervisor in Group 
120 and this is believed to be erroneous and inappropriate 
since Plaintiffs had specifically invoked jurisdiction of Rules 
181 to 183 of the Rules of Patent Practice in order that the 
Commissioner of Patents would review the actions of the 
various Examiners who passed upon the application of 
Plaintiffs in Group 120 and all of whom refused to declare 
an interference between Plaintiffs’ application serial no. 
826,491 and Sheehan patent no. 3,159,617. 

Xt is further submitted in support of this request for a 
temporary restraining order that it will not be possible to 
serve notice requesting a preliminary injunction upon the 
Commissioner of Patents and for this Court to set a hearing 
date so that a preliminary injunction could stay the appeal 
brief which is presently due by November 29, 1965 before 
the Board of Appeals. 

It is respectfully submitted that the issuance by this Court 
of the temporary restraining order staying the appeal of 
Plaintiffs’ application before the Board of Appeals will not 
in any way cause any injury, loss or damage to the Patent 
Office, and therefore, no damage can possibly accrue from 
the issuance of an order requested in this motion and fur- 
ther the Court would then within ten days have the oppor- 
tunity to fully hear a motion for a preliminary injunction 
which Plaintiffs request be issued to stay the appeal until 
this Court has had the opportunity to consider this action, 
which is in the nature of Mandamus to compel the Com- 
missioner of Patents to declare an interference between 
Plaintiffs’ application serial no. 826,491 and Sheehan patent 
no. 3,159,617. 
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In further support of this motion for a temporary re- 
straining order, the affidavit of Albert L. Jacobs, Esq. is 
attached. 


Jacoss & Jacoss 

/s/ Avserr L. Jacoss, Jz. 
Apert L. Jacoss, JR. 
Attorneys for Plaintiffs 
521 Fifth Avenue 
New York, New York 10017 


Dated: November 23, 1965 


Of Counsel: 

/s/ James W. Dent 
James W. Dent, Esq. 
425 13th Street N.W. 
Washington, D. C. 20004 


Affidavit 


To the Honorable Judges of the District Court of the 
United States for the District of Columbia 


J, ALBERT L. JACOBS, a patent attorney, duly regis- 
tered to practice before the United States Patent Office, and 
a Member of the Bar of the District of Columbia and of 
the Supreme Court of the United States, and having an 
office at 521 Fifth Avenue, New York, New York 10017, 
hereby depose and swear that: 


1. I am thoroughly familiar with Plaintiffs’ application 
serial no. 826,491 and as to the prosecution history of this 
application before the United States Patent Office and in- 
eluding the Petition to the Commission of Patents, which 
was filed requesting review of the refusal of the Examiners 
in Group 120 to declare an interference between Plaintiffs’ 
application serial no. 826,491 and Sheehan patent no. 3,159,- 
617, and furtherfore, I am familiar with the Bill of Com- 
plaint and Motion for a Temporary Restraining Order which 
have been filed before this Honorable District Court. 
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2. It is my opinion, based on my knowledge of the present 
situation involving Plaintiffs’ application serial no. 826,491 
and my study of the new interference rules, particularly 
those effective July 1, 1965 that Plaintiffs and their assignee 
are suffering and will continue to suffer great loss, damage 
and irreparable injury because of the refusal of the Patent 
Office to declare an interference between Plaintiffs’ applica- 
tion serial no. 826,491 and Sheehan patent no. 3,159,617. 


3. In particular, I am familiar with the decision by the 
Primary Examiner in Group 120 of the United States Pa- 
tent Office, which decision has taken the position that inter- 
ferences will not be declared between foreign applicants and 
United States patentees, and I believe that this decision is 
not only totally without any foundation in any rule of prac- 
tice before the United States Patent Office or any judicial 
or quasi-judicial decision, but furthermore, it is discrimina- 
tory against Plaintiffs, who are British subjects. 


4. I am further familiar with the decision issued by a 
supervisory Examiner of Group 120 on Plaintiffs’ petition 
to the Commissioner, and I believe that it is not only in- 
appropriate but clearly erroneous that this petition to the 
Commissioner should be referred to Group 120 for decision 
when the petition further invoked the supervisory authority 
of' the Commissioner of Patents to review the decision of 
the various Examiners in Group 120, who formally or in- 
formally collaborated to refuse to declare an interference 
between Plaintiffs’ application serial no. 826,491 and Shee- 
han patent no. 3,159,617. 


5. I further believe that it was prejudicial to Plaintiffs 
and clearly erroneous for the Decision on the Petition to 
the Commissioner of Patents to have been issued by a 
Supervisory Examiner in Group 120, and in any event from 
a review of the decision it is apparent that the decision has 
not adequately treated the important questions and points 
raised in the petition and which required the attention of 
a Patent Office Official not directly involved with the admin- 
istration of Group 120. 
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6. I am further cognizant of certain acts presently being 
carried on by Plaintiffs’ assignee in this country, which acts 
might be construed to infringe portions of Sheehan patent 
no. 3,159,617, and for this reason, Plaintiffs have sought to 
adjudicate through an interference proceeding priority of 
inventorship between Plaintiffs and Sheehan, and the Pa- 
tent Office has refused to declare an interference so that 
Plaintiffs’ rights can be adjudicated, thus placing Plain- 
tiffs and Plaintiffs’ assignee in a position where damages 
may be multiplied and accumulated and irreparable injury 
not only of a pecuniary nature, but also to the reputations 
of Plaintiffs and their assignee may be involved. Moreover, 
a great deal of time, money and effort has been spent not 
only in attempting to obtain the declaration of interference 
so that priority of inventorship between Plaintiffs and Shee- 
han may be speedily determined, but also considerable sums 
on money have been spent in research, development and 
their allied fields in connection with the production and sale 
of compounds which may be produced according to processes 
disclosed in Sheehan patent no. 3,159,617. 


7. I am familiar with the rules governing interference 
proceedings as well as rules governing appeals to the Board 
of Appeals, and based on my knowledge and experience in 
both these areas, it is my belief that by forcing Plaintiffs 
to pursue an appeal, which would be rendered moot by the 
reversal of the decision of the Commissioner of Patents and 
the institution of an interference proceeding, Plaintiffs are 
greatly prejudiced and restricted in the proofs which can 
be presented before the Board of Appeals to prove priority 
of inventorship between Plaintiffs and Sheehan. 


8. In particular, Plaintiffs would be restricted to their 
present record on appeal to the Board of Appeals, yet at 
the same time, the Patent Office has taken the position that 
Plaintiffs must prove that they can antedate the filing date 
of an abandoned Sheehan application, whereas the appli- 
cable rules only require that Plaintiffs ‘‘get around’’ that 
filing date, and that either proof would be tantamount to 
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prove priority of inventorship in an inter partes interfer- 
ence’ proceeding. However, in an interference proceeding 
they would not be restricted to their present record on ap- 
peal, although Plaintiffs have in fact produced a number 
of affidavits to support their position and setting forth a 
prima facie case as required by the interference rules, but 
upon the declaration of an interference, Plaintiffs would have 
the opportunity to take depositions, interrogatories, conduct 
experiments, produce expert witnesses, cross examine any 
witnesses which Sheehan might produce and in general to 
avail themselves of the wide range of common procedures 
employed in a litigational setting, all of which are denied 
to Plaintiffs on appeal to the Board of Appeals of the 
Patent Office. 


9. Continued delay in the declaration of an interference 
between Plaintiffs’ application no. 826,491 and Sheehan pa- 
tent no. 3,159,617 can only result in damage both pecuniarily 
and! reputation-wise, both to Plaintiffs and their assignee 
and! may cause economic consequences so great that the 
exact nature may not at this time be fully appreciated by 
Plaintiffs themselves. 


10. Further Affiant sayeth not. 


/s/ Avsert L. Jacozs 
Ausert L. JAacoss 


State or New York |... 
County or New York 5 


Sworn to and subscribed before me this 23rd day of 
November 1965. 


/s/ JEANNE JOBDAN 
JEANNE JORDAN 
Notary Public, State of New York 
State of New York, No. 31-7120478 
Commission Expires March 20, 1966 
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Filed November 24, 1965 
Order 


This court having heard Plaintiffs’ motion for a Tem- 
porary Restraining Order in the above cause and studied 
the motion and affidavit attached thereto, it is hereby Ad- 
judged, Ordered and Decreed as follows: 

Edward J. Brenner, Commissioner of Patents, is hereby 
ordered to stay the Appeal Brief of Plaintiffs’ patent appli- 
cation Serial No. 826,491, Appeal No. 562-14 before the 
Patent Office Board of Appeals and extend the due date 
for the Appeal Brief in that application to December 3rd, 
1965. 

This Temporary Restraining Order has been granted to 
enable Plaintiffs to serve the Defendant with Preliminary 
Injunction to stay the due date for the Appeal Brief of 
Plaintiffs’ application pending determination by this court 
of the action brought in the Bill of Complaint to review the 
decision of the Defendant, Commissioner of Patents re- 
fusing to declare the requested interference. This Order 
has been granted without notice to Defendant on the ground 
that irreparable injury, loss and damage will result both to 
Plaintiffs and to Plaintiffs’ assignee. The injury, loss and 
damage will be irreparable since Plaintiffs’ assignee is cur- 
rently engaged in acts within the United States which might 
subject them to cumulative damages and further might 
subject both Plaintiffs and Plaintiffs’ assignee to irreparable 
injury to their reputations which would result in further 
immediate and irreparable injury, loss and damage. 


/s/ Josera R. Jackson 
Judge, District Court for the 
District of Columbia. 
November 24, 1965. 


* * * * *. * * * 
Motion For A Preliminary Injunction 


To the Honorable Judges of the District Court of the 
United States for the District of Columbia 

The Plaintiffs hereby respectfully request this honorable 
Court to grant a preliminary injunction against the Com- 


16 


missioner of Patents, Defendant, ordering him to stay the 
appeal of Plaintiffs’ application Serial No. 826,491 before 
the Board of Appeals until such time as this Court has an 
opportunity to render a decision on Plaintiffs’ Bill of Com- 
plaint. 

Plaintiffs have filed a Bill of Complaint in the nature of 
Mandamus asking this Court to exercise its jurisdiction over 
the Defendant, Commissioner of Patents, Edward J. Bren- 
ner, and issue an order that the Commissioner of Patents 
declare an interference between Plaintiffs’ application Serial 
No. 826,491 and Sheehan patent 3,159,617. Plaintiffs’ appli- 
cation is presently up on appeal before the Board of Appeals 
and the due date for the appeal brief is now December 3, 
1965. Plaintiffs had petitioned the Commissioner of Patents 
for a stay of the due date for the appeal brief and this peti- 
tion was denied by the Commissioner on November 19, 1965. 
Plaintiffs, after filing the Bill of Complaint, moved this 
Court for a temporary restraining order staying the due 
date for the appeal brief in their application until this 
Court could hear the motion for a preliminary injunction. 

This motion for a preliminary injunction is brought under 
the provisions of rule 65(b) of the Federal Rules of Civil 
Procedure, on the ground that immediate and irreparable 
injury, loss and damage will result both to Plaintiffs and 
Plaintiffs’? Assignee if they are forced to file an appeal 
brief before the Board of Appeals before this Court hears 
their Bill of Complaint and renders a decision in the action 
brought therein which is in the nature of Mandamus. It is 
furthermore submitted that an order to the Commissioner 
of Patents to declare an interference will render an appeal 
before the Board of Appeals entirely moot and completely 
and totally unnecessary and irrelevant. 

Plaintiffs are attempting to obtain the declaration of an 
interference of their pending application and Sheehan pa- 
tent 3,159,617. The Commissioner of Patents has promul- 
gated subject rules governing the declaration of interfer- 
ence and these rules are promulgated under the authority 
granted to him by 35 USC 135. Plaintiffs have complied with 
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the provisions of the interference rules and specifically have 
complied with the provisions of rules 201(b); 204(b) and 
205(b). It is specifically noted that rule 204(a) states that 
the issuance of a patent will not prevent an interference. 

Also Plaintiffs have complied with the requirements laid 
down by the Commissioner in his new rules, some of which 
were effective January 1, 1965, and the remainder of which 
were effective July 1, 1965. The Primary Examiner in 
Group 120 has refused to declare an interference and has 
interpreted these new rules so as to present an interpreta- 
tion completely in disagreement with the complete clear 
meaning of the rules themselves. More specifically, the Pri- 
mary Examiner in Group 120 has required that Plaintiffs 
prove ‘‘conclusively’’ that they will prevail in an interfer- 
ence whereas the greatest quantum of proof that could pos- 
sibly be provided for in rule 204(b) that Plaintiffs must 
make a ‘‘prima facie’’ showing that they would prevail in 
an interference. 

In addition, Plaintiffs have raised serious interpretative 
questions dealing with the sections of the new interference 
rules, such as rule 207 which deals with according patents 
and applications the benefit of filing dates earlier than that 
of the actual document involved. 

Plaintiffs have petitioned the Commissioner of Patents 
requesting him to exercise his supervisory authority so 
that Group 120 will follow the interference rules in the same 
manner that all other groups are expected to follow them. 
Plaintiffs’ petition to the Commissioner was referred to a 
supervisor in Group 120 for a decision and a reading of the 
decision on the petition to the Commissioner cast grave 
doubts that the petition to the Commissioner was even super- 
ficially considered. 

Plaintiffs have, therefore, filed a Bill of Complaint in the 
nature of Mandamus asking this Court to exercise its juris- 
diction over the Commissioner of Patents to review these 
questions since an interpretation of the rules in accordance 
with their claim and normal meaning will show that Plain- 
tiffs have complied with the requirements laid down by the 
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Commissioner of Patents and therefore an interference 
should be declared. It is clear that the Board of Appeals 
doés not have the power or authority to review the action 
by the Commissioner of Patents and it is therefore only 
through this Court that Plaintiffs may turn to right the 
wrong done to them. 

If this preliminary injunction is not granted staying the 
due date for the appeal brief until this Court can consider 
fully the nature of the action brought by the Plaintiffs and 
the serious questions as to the interpretation of the new 
interference rules which are raised, Plaintiffs and their 
Assignee will suffer irreparable and immediate injury, loss 
and damage and they will be forced to file an appeal brief 
before the Board of Appeals, which appeal brief cannot be 
properly raised forth to be strong in this action since the 
Board of Appeals has no authority to hear the issues sought 
to be raised in the present action. 

Some doubt is raised that even if Plaintiffs should file a 
Bill of Complaint from a final decision from the Board of 
Appeals and therefrom bring an action under the provision 
of 35 USC 145 that they would be able to raise the issues now 
sought to be raised before this Court. Even if Plaintiffs 
would follow this course of action, the reputation of Plain- 
tiffs and their assignee may be irreparably damaged be- 
tween the 8 or 9 month period required to hear this matter, 
before this Court, appealed from the Board of Appeals. 
Additionally, Plaintiffs’ Assignee is engaged in acts within 
the United States which could subject them to damages 
mounting perhaps into millions of dollars and that by the 
interpretation of this question of prior inventorship as be- 
tween Plaintiffs and Sheehan, Plaintiffs’ Assignee will be 
subjected to a vast accumulation of damages which could 
have serious economic repercussions not only in the United 
States but in Great Britain as well. 

Tt is also believed that this Court will appreciate the differ- 
ences in the rules governing ex-parte appeals and the rules 
governing inter-parte procedures. Thus, if Plaintiffs will 
adduce the proofs of providing priority of inventorship in 
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an interference proceedings, Plaintiffs will be able to take 
depositions, written interrogatories, employ expert witnesses 
and the like to tell in great detail as to the aspects of the 
Sheehan patent, all of which will clearly show that the 
Sheehan patent must be restricted to its 1959 filing date as 
the effective date and that further Plaintiffs are entitled to 
all their 1957 British priority dates and that Plaintiffs will 
prevail as the prior inventors. On appeal, the Plaintiffs will 
not be able to submit any further proofs to the affidavits that 
are already in the record, which affidavits present a prima 
facie showing that Plaintiffs are the prior inventors rela- 
tive to the effective filing date of the Sheehan patent. If 
Plaintiffs are required to meet the provisions required by 
Group 120 with the proof requirement laid down by the 
interference rules, Plaintiffs will be required to produce a 
greater quantum of proof to show that they are the prior 
inventors than they would ever have to produce to prevail 
as to priority of inventorship in an interference proceeding 
itself. It is, therefore, believed that the granting of this 
preliminary injunction is necessary in order to prevent the 
irreparable damage to Plaintiffs and Plaintiffs’ Assignee, 
both as to their reputation and as to the accumulated damges 
which may well amount in the millions of dollars and which 
will continue to accumulate the longer the settlement of 
priority of inventorship is delayed. If the rules of interfer- 
ence are interpreted and given their prime and usual mean- 
ing, the Patent Office should declare an interference as a 
matter of course since in an advisory action dated October 
4, 1965, the Patent Office has admitted that the Plaintiffs 
have met the burden of proof, which Plaintiffs ascertain 
is that which is clearly required by the interference rules. 

It is furthermore submitted that the issuance of the pre- 
liminary injunction staying the due date for the appeal 
brief in Plaintiffs’ application before the Board of Appeals 
cannot and willnot in any way cause any injury, loss or 
damage to the Patent Office and therefore, no damage can 
possibly accrue from the issuance of an order for a pre- 
liminary injunction until this Court has had an opportunity 
to render a decision of this action. 
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In support of this motion for a preliminary injuction, the 
affidavit of Albert L. Jacobs, Esquire, is incorporated by 
reference as this affidavit was filed in support of Plaintiffs’ 
motion for a temporary restraining order and has been 
duly served upon the Commissioner of Patents. It is be- 
lieved that this fully sets forth the applicable reasons why 
this preliminary injunction should be granted. 


Jacogs & JacoBs 
/s/ Auserr L. Jacoss, JR. 
Ausert L. Jacoss, JR. 
Attorneys for Plaintiffs 
521 Fifth Avenue 
New York, New York 10017 
Dated: November 24, 1965 


Of Counsel: 


/s/ James W. Dent 
James W. Dent, Esq. 
425 13th Street N.W. 
Washington, D. C. 20004 


Filed December 1, 1965 


» * * * * * * * * * 


Amended Complaint For A Review of Decision of Commissioner 
of Patents 


To the Honorable Judges of the District Court of the 
United States for the District of Columbia 


Frank Perer Doytz, Jonn Hessert Cuartes Naytor, 
Gsorce Newsotr Rournson, the Plaintiffs herein, bring this 
Complaint against Epwarp J. Brenner, Defendant, and al- 
lege that: 


j. This action is brought under the provisions of the 
United States Code, Title 5, Section 1009 and Title 28, Sec- 
tion 1361 to review the refusal of the Commissioner of 
Patents to declare an interference between Plaintiffs Ap- 
plication Serial No. 826,491 and United States Patent No. 
3,159,617 and to interpret the new Interference Rules. 
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2. The Plaintiffs herein, Franx Peter Dorie, Jonn Hen- 
BERT Cuartes Nayuer and Gzorce Newsort Roinson, are 
residents of 42 Hillside Gardens, Betchworth, Surrey, Eng- 
land, 31 Clowders Road, Catford, London §.E. 6, England, 
and Flat 3, Brockham Park, Betchworth, Surrey, England, 
respectively. 


3. The Defendant, Epwazp J. Brenner, is the United 
States Commissioner of Patents, and is officially a resident 
of Washington, in the District of Columbia, within the 
jurisdiction of the Court. 


4. On or about the 13th day of July, 1959 Frawx Petree 
Doyzz, Jom~ Herpert Caantes Nayier and Georcz New- 
soit Rourxson, the Plaintiffs herein, duly made application 
in writing to the United States Patent Office for the grant 
of Letters Patent to them for Susstances PRopUCED FROM 
PeniciLix-Propucine Movutps, which application was given 
serial no. 826,491, said application being a division of 
Plaintiffs prior co-pending application serial no. 750,075, 
now patent no. 2,941,995 filed July 22, 1958, which applica- 
tion was in turn entitled to the benefit of the filing date of 
British application 870,395, filed August 2, 1957. 


5. Prosecution on this application progressed through 
the Patent Office and this prosecution included a petition 
dated August 13, 1964, wherein Plaintiffs’ then attorneys re- 
quested the Board of Appeals of the Patent Office to remand 
the application to the Examiner to consider and amend- 
ment which copied claims from a co-pending application 
for the purposes of obtaining an interference with that ap- 
plication. 


6. On or about October 21, 1964 the Examiner’s answer 
on remand indicated that action on the Plaintiffs’ applica- 
tion was suspended for six months to determine whether an 
interference would be declared and requested that at the 
end of six months, Plaintiffs should call the application 
up for action. 
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7. On December 22, 1964, some two months later, a final 
rejection was issued, which rejected the claims of Plaintiffs’ 
application which were copied from that co-pending appli- 
tion which later became Sheehan United States patent no. 
3,159,617 issued December 1, 1964, as unpatentable over 
the Sheehan patent and omitted any mention of any possi- 
ble interference. 


8. Subsequently, an extension of time for responding to 
the final rejection was granted setting a full six-month 
statutory period, namely to June 22, 1965, so that Plain- 
tiffs’ newly appointed attorneys could take over prosecution 
of the application and study the situation. 


9. In a paper dated June 21, 1965, Plaintiffs, through 
their newly appointed attorneys, filed a renewed request 
for interference, together with a Rule 116 Response and a 
Notice of Appeal. This was supplemented with the Affi- 
davits of Plaintiffs and a supplement to the renewed re- 
quest for interference. 


10. On or about August 3, 1965 the Patent Office issued 
an advisory action allowing certain of the claims in Plain- 
tiffs’ application but refusing to allow or to declare an 
interference as between any of the claims copied from the 
Sheehan patent by Plaintiffs and the Sheehan patent itself. 


11. Subsequently, on or about August 10, 1965 Plaintiffs 
obtained through their attorneys, an extension of time for 
filing the appeal brief for the purpose of obtaining addi- 
tional Affidavits to support their request for the declaration 
of an interference, and on or about September 7, 1965, filed 
a Rule 116 Response and request for remand of the applica- 
tion. for the declaration of an interference, and included 
therewith an Affidavit of John Herbert Charles Nayler in 
support thereof. 


12. On or about September 28, 1965 Plaintiffs filed, 
through their attorneys, a Supplemental Rule 116 Amend- 
ment, together with the Affidavit of Maurice John Soulal 
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and Sir Robert Robinson in support of their request for an 
interference. 


13. On or about October 4, 1965 the Patent Office issued 
a further advisory action refusing to declare an interfer- 
ence between Plaintiffs’ application and the issued Sheehan 
patent. 


14. On or about October 22, 1965 Plaintiffs filed, through 
their attorneys, a petition to the Commissioner from the 
refusal of the Examiners in Group 120 of the Patent Office 
to declare an interference between Plaintiffs’ application 
and Sheehan patent no. 3,159,617 under the provisions of 
the Rules of Practice of the United States Patent Office 
Rules Nos. 181 to 183. 


15. A further extension of time until November 19, 1965 
was obtained because a decision had not been rendered on 
the Petition; Plaintiffs then received a paper dated No- 
vember 17, 1965 denying their petition to the Commissioner 


and refusing to exercise the supervisory authority of the 
Commissioner in accordance with Rules 181, to 183, supra. 


16. The Commissioner of Patents has granted a further 
ten-day extension of time in order to allow Plaintiffs to 
file a request for a stay of the appeal before the Board of 
Appeals, which request was denied on November 19, 1965, 
and the appeal brief is due in Plaintiffs’ application by 
November 29, 1965. 


17. Plaintiffs, therefore, request that this Honorable 
Court exercise jurisdiction over the Commissioner of Pat- 
ents and order the Commissioner of Patents to declare an 
interference between Plaintiffs’ application serial no. 826,- 
491 and Sheehan patent no. 3,159,617 and further that the 
appeal before the Patent Office Board of Appeals be stayed 
pending the outcome of the interference between Plaintiffs’ 
pending application and the issued Sheehan patent, since 
the interference itself will undoubtedly render the appeal 
moot. ; 
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Wrezerore, Plaintiffs respectfully pray as follows: 


A. For an order that the Commissioner of Patents de- 
clare an interference between claims 19, 20 and 22 to 25 of 
Plaintiffs’ pending application serial no. 825,491 and claims 
1 to 6 of Sheehan patent no. 3,159,617. 


B. For an order staying the appeal on Plaintiffs’ appli- 
cation no. 826,491 before the Board of Appeals until a final 
decision on the interference between Plaintiffs’ pending ap- 
plication and Sheehan patent no. 3,159,617 can be rendered 
and any and all avenues of appeal exhausted. 


C. That Plaintiffs have such order and further relief as 
the nature of this case may admit and require and as this 
Court may deem just and proper. 


Jacozs & JacoBs 
/s/ Avpert L. Jacoss, Jz. 
Ausert L. Jacoss, JR. 
Attorneys for Plaintiffs 
521 Fifth Avenue 
New York, New York 10017 
Dated: November 30, 1965 


Of Counsel: 
/s/ James W. Dent 
James W. Dent, Esq. 
425 13th Street N.W. 
Washington, D. C. 20004 
* + * * * * ° * * * 


Opposition to Plaintiffs’ “Motion For A Preliminary Injunction” 


Defendant, Edward J. Brenner, Commissioner of Pa- 
tents, opposes plaintiffs’ motion for an injunction ‘‘order- 
ing him to stay the appeal of Plaintiffs’ application Serial 
No.' 826,491, before the Board of Appeals until such time 
as this Court has an opportunity to render a decision on 
Plaintiffs’ Bill of Complaint.’’ 

The basis for defendant’s opposition is set forth in the 
attached Points and Authorities. 
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Pormrs anp AUTHORITIES 


1. Plaintiff’s complaint, referred to in the Motion was 
filed November 23, 1965 purportedly under Title 28 USC, 
section 1361. It is said to be an action in the nature of 
Mandamus, in which plaintiffs seek an order from this Court 
directing the defendant ‘‘to declare an interference between 
plaintiffs’ application Serial No. 826,491 and a Sheehan 
patent No. 3,159,617’’; and for an order staying the appeal 
on Plaintiffs’ application No. 826,491 before the Patent 
Office Board of Appeals until a final decision on the inter- 
ference between plaintiffs’ pending application and Sheehan 
Patent No. 3,159,617 can be rendered . . . and all avenues 
of appeal exhausted.’’ 


(Complaint—paragraph 17 and prayer B) 


2. Notwithstanding that the complaint asserts jurisdic- 
tion under Title 28, Section 1361, which defendant do and 
hereby deny, defendant agrees for the purposes of this 


proceeding only that this Court in its general equity juris- 
diction may be considered to have jurisdiction to consider 
plaintiffs’ motion, it being understood that this concession 
is without prejudice to defendant’s right to question juris- 
diction in connection with the allegations of the complaint. 


(Star v. Wickard, 321 U.S. 288). 


3. Farther, notwithstanding plaintiffs’ failure to assert 
jurisdiction under Section 10(d) of the Administrative Pro- 
cedures Act (5 USC 1009(d)) defendant recognizes the 
general authority provided by the Act to an appropriate 
reviewing court ‘‘to issue all necessary and appropriate 
process to postpone the effective date of any agency action 
or to preserve status or rights pending conclusion of the 
review proceedings,’’ but it is to be noted that such authority 
is to be exercized upon ‘‘such conditions as may be required 
and to the extent necessary to prevent irreparable inquiry.’’ 


(5 USC 1009(d)) 
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4. However, Section 10 of the Administrative Procedures 
Act does not extend the jurisdiction of any court to cases 
not otherwise within its competence. No new remedies are 
created, and no new jurisdiction is conferred, and the Act 
excepts from review action for which there is some other 
adequate remedy. 


‘  Almour v. Pace, 90 U.S. App. D. C. 93 Kansas City 
Power & Light Co. v. McKay 96 App. D. C. 273, cert. 
den. 350 U.S. 884. 

5. Moreover, Section 10(¢) expressly states that ‘‘any 
preliminary, procedural or intermediate agency action or 
ruling not directly reviewable shall be subject to review upon 
the review of the final agency action’’ 


(5 USC 1009(c)) 


6. In the instant proceeding, as set forth in the complaint, 
claims of plaintiffs’ pending patent application, which were 
copied from the Sheehan Patent No. 3,159,617, granted De- 
cember 1, 1964, were finally rejected by the examiner as 
unpatentable over the Sheehan patent, and the declaration 
of an interference, requested by plaintiffs with said patent, 
was refused by the examiner. 


(Complaint—paragraphs 8-10 incl.) 

7. Where claims of an application are rejected by the 
examiner, the law provides that the applicant ‘‘may appeal 
from the decision of the examiner to the Board of Apepals.”’ 

(35 USC 134) 

§. Whenever an application is made for a patent, which 
in the opinion of the Commissioner, would interfere with 
any pending application, or with an unexpired patent, he 
shall give notice thereof to the applicants, or applicant and 
patentee, as the case may be. 


(35 US C135) 


9. Congress by statute has given the Commissioner the 
power to judge whether an interference exists and this 
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discretionary power is not merely a matter of administra- 
tion or ministerial duty. 


Ewing v. U.S. ex rel. Fowler Car Co. 244 US. 1 


10. The Commissioner acts in interference matters in a 
quasi-judicial capacity, and his judgment cannot be con- 
trolled by mandamus. 


U.S. ex rel. Trussed Steel Co. v. Ewing 42 App. D. C. 
179. 


11. When Congress specifies an administrative remedy, 
this is usually considered to exclude any other remedy which 
is not specifically set forth. 


Stock v. N.Y. Cent. R. Co., 258 F.2d 739. 


12. Courts normally do not interfere with administrative 
proceedings which are not on their face incapable of afford- 
ing due process before final administrative action adverse 
to an applicant has been taken. 


Unit Elec. Radio & Mch. Workers of America v. Brow- 
nell 98 App. D. C. 130, 232 F.2d 689. 


13. Congress by statute has established the administrative 
agency, the Patent Office, headed by a Commissioner, to 
cause an examination to be made of applications for patent, 
and to issue patents, if on such examination, it appears that 
the applicant is entitled to a patent under the law. 


(35 USC 1, 6 and 131) 


However, if upon such examination, it appears that the ap- 
plicant is not entitled to a patent under the law, an adverse 
decision is then rendered by the examiner. 


14, Congress, by statute, has provided for administrative 
review of decisions of examiners, by establishing within the 
Patent Office a Board of Appeals, which, ‘‘on written appeal 
of the applicant, shall review adverse decisions of examiners 
upon applications for patents;’’ and has further provided 
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that an applicant ‘‘dissatisfied with the decision of the 
Board of Appeals’? may have court review of such decision. 


(35 USC 7, 141 and 145) 


15. The statutory scheme and policy are clear. The decision 
of the examiner, if adverse to the applicant, is presumably, 
though not conclusively, correct. An applicant dissatisfied 
with an examiner’s adverse decision has been provided with 
adequate legal means of proving that the adverse decision 
is erroneous, first, by appeal to the administrative tribunal, 
the Board of Appeals, and second, if that tribunal affirms 
the examiner’s decision, then by appropriate appeal to the 
Court of Customers and Patent Appeals, or by civil action 
in the United States District Court for the District of 
Columbia. 


16. Clearly the administrative procedure, on its face, af- 
fords plaintiffs due process and should not be interfered 
with. 

United Elec. Radio & Mch. Workers of America v. 
Brownell, 98 U.S. App. D. C. 130; 232 F.2d 687. 


17. By the authority vested in the Commissioner under 
35 USC 6 to ‘‘establish regulations .. . for the conduct of 
proceedings in the Patent Office,’’ Rule 192 provides that 
an applicant who appeals to the Board of Appeals shall file 
“ta brief of the authorities and arguments on which he shall 
rely to maintain his appeal,’’ within a specified time, or 
any extension thereof granted by the Board or the Com- 
missioner. 


18. Plaintiffs do not contend that the rule is unrelated to, 
or in conflict with the policy of the law, or so arbitrary or 
burdensome as to be legally unreasonable. Under these cir- 
cumstances, it is the generally judicial policy to accept any 
properly adopted agency regulation, where Congress has 
granted authority to the agency to make such regulations. 


Dyer v. Sec. & Exchange Com. 366 F.2d 33. 
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19. Though issuance of a preliminary injunction rests 
solely in the sound discretion of the court, it is submitted 
that to grant the injunction sought here requiring defendant 
to stay the filing of a brief before the Board of Appeals as 
required by Rule 192 would be contrary to sound judicial 
policy and to the policy set by Congress. 


20. Plaintiffs’ allegation of irreparable injury, loss and 
damage if they are forced to file an appeal brief before the 
Board of Appeals before the Court hears and decides the 
issues raised by the complaint is unsupported, groundless 
and manifestly erroneous. Compliance with Rule 192 places 
no undue or harsh burden on plaintiffs, and furthermore 
does not prevent plaintiffs’ from seeking and obtaining a 
stay of decision of the Board of Appeals, pending the Court’s 
decision on plaintiffs’ prayer of the complaint requesting 
an order to the Commissioner to institute the requested in- 
terference. The mere requirement that a brief be filed can 
by no stretch of the imagination be considered unreasonable 
or to create a situation where irreparable injury, loss or 
damage will result. 


21. In the instant case, plaintiffs are in the same position 
as any applicant whose claims are considered to be unpa- 
tentable over a prior publication or patent, and who has 
available to him the administrative procedure for showing 
error in the examiner’s decision. The mere fact that the 
plaintiffs disagree with the examiner’s conclusions that 
plaintiffs must show that the claims are patentable to them 
before an interference can be properly instituted does not 
justify the Court in relieving plaintiffs from their obligation 
under the rules and statute of proving to the Board of 
Appeals that the examiner’s decision was wrong. 


22. Plaintiffs’ reference to the affidavit of counsel in sup- 
port of the motion is noted. Many of the reasons set forth 
therein for the issuance of a temporary restraining order 
are exclusively related to the question of interference and 
totally unrelated to the question of staying the appeal be- 
fore the Board of Appeals. Further, those set forth in para- 
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graphs 3, 4 and 5 are wholly irrelevant since they directly 
challenge the right of the Commissioner to delegate to sub- 
ordinates the decision as to certain matters. Defendant need 
only to refer to paragraph (g) of Rule 181 of the Rules 
of Practice, which states that 


_ **(g) Determination of petitions of various kinds may 
be delegated by the Commissioner to the Supervisory 
Examiners or to the Solicitor and Law Examiners.’’ 
to show that affiant’s statements are not only patently er- 
roneous, but also without basis in the law or rules. 


23. In summation, defendant asserts that plaintiffs’ have 
an adequate remedy at law to prove that the examiner 
erred in rejecting the claims copies from the Sheehan patent 
and in refusing to institute an interference with that patent; 
that this Court should not, under these circumstances, inter- 
fere with a timely resolution of that question under the 
orderly procedures established by Congress and the rules of 
the Patent Office; that the issuance of a stay order with re- 
spect to a brief before the Board of Appeals, as requested, 
would accomplish no more, insofar as plaintiffs’ ultimate 
goal is concerned, than if plaintiffs’ file their brief before 
the Board and request the Board to stay a decision thereon 
pending disposition of plaintiffs’ complaint in this Court; 
and that, since the question of instituting an interference 
with ‘the Sheehan patent, is of paramount importance, plain- 
tiffs should be required to proceed in an orderly manner 
with the prosecution of this case, until such time as defend- 
ant may answer or move to dismiss the complaint for lack 
of jurisdiction. 

Respectfully Submitted 
/s/ J. ScurmmMen 
Office 
Acting Solicitor, U.S. Patent 
Attorney for Defendant 
December 1, 1965. 
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Order 


Upon consideration, after hearing, of plaintiffs’ oral Mo- 
tion To Stay The Filing Of a Brief on the Appeal Before 
The Board of Appeals, in application Serial No. 826,491, 
pending the filing of an appeal to the United States Court 
of Appeals for the District of Columbia Circuit, from this 
Court’s denial of Plaintiffs’ Motion for Preliminary In- 
junction and in view of defendants objection thereto, it is 
this 3rd day of December, 1965. 


Orperep, that said motion be and it is hereby denied. 


/s/ Jackson JupGE 
JAcKSON JUDGE 
Judge 

December 3, 1965 


* * * * * * 
Motion to Dismiss 


Defendant, Edward J. Brenner, Commissioner of Patents, 
moves that the complaint and amended complaint in the 
above entitled civil action be dismissed on the following 
grounds: : 


1. The Court lacks jurisdiction over the subject matter of 
the complaint. 


2. The complaint and amended complaint fail to state 
a claim against defendant upon which relief can be granted. 
An oral hearing is requested. 


Respectfully submitted, 


/s/ JoserH ScHIMMEL 
Josera SCHIMMEL 
Acting Solicitor, United States Patent Office 
Attorney for Defendant 


January 25, 1966. 
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Points anD AUTHORITIES 


1. The patent statutes grant the Commissioner of Patents 
broad supervisory authority in casting upon him the duty 
and obligation of superintending and performing all duties 
required by law respecting the granting and issuing of 
patents, including the institution of interference proceed- 
ings. 

35 USC 6 

35 USC 135 


2. Plaintiffs in their complaints seek intervention by this 
Court to direct and control the action of the Commissioner 
in the performance of his statutory duties. Particularly; 
plaintiffs are requesting the Court (1) to order the Com- 
missioner to declare an interference between plaintiffs pend- 
ing application and Sheehan Patent No. 3,159,617, even 
though the claims of plaintiffs’ application upon which the 
request for interference is based, have been held to be un- 
patentable to plaintiffs; and (2) to order the staying of an 
appeal as to the question of the patentability of said claims 
to plaintiffs, until a final decision on the interference to 
be ordered can be rendered and any and all avenues of 
appeal exhausted. 


3. The Court has no jurisdiction or authority to grant 
plaintiffs’ request directing the Commissioner to declare 
the interference. The question of instituting an interference 
is one placed entirely within the discretion of the Commis- 
sioner by the statutory language, ‘‘in the opinion of the 
Commissioner.’’ (35 USC 135). The Commissioner acts 
in these matters in a quasi-judicial capacity. It is the Com- 
missioner who is to judge whether an interference exists, 
and,' if so, to set in motion the administrative machinery 
for determining who is the prior inventor. This Court has 
no power or authority to direct or control his conduct in 
matters involving his discretion. 


Ewing v. U.S. ex rel. Fowler Car Co., 244 U.S. 1 
US. v. Ickes, App. D.C. 101 F.2d 248 
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U.S. ex. rel. Trussel Steel Co. v. Ewing, 42 App. D.C. 
179. 


4. Under Rule 205 of the Patent Office before an inter- 
ference will be declared with a patent ‘‘the applicant must 
present in his application copies of all the claims of the 
patent which also define his invention, and such claims 
must be patentable in the application.’? The examiner has 
decided that the claims are not patentable to plaintiffs’ in 
their application, and that decision was appealed to the 
Board of Appeals in accordance with the right granted by 
law. (35 USC 134). 


5. A court will not interfere with an administrative pro- 
ceeding which is on its face capable of affording due process 
before final administrative action adverse to an applicant 
has been taken. In the instant case, the question of the 
patentability to plaintiffs of the claims copied from the 
Sheehan patent are before the Board of Appeals, and should 
the Board’s decision be adverse to plaintiffs the statute 
provides an adequate remedy by appeal to the Court of 
Customs and Patent Appeals, under the provisions of 35 
USC 141-144, or by civil action to this Court, under the 
provisions of 35 USC 145. 


United Elec. Radio & Mach. Worker of America v. 
Brownell, 98 App. D. C. 130, 232 F.2d 687. 


6. Plaintiffs’ request for an order staying the appeal to 
the Board of Appeals runs counter to the statutory scheme 
set forth in 35 USC 134 and 35 USC 141-145. Mandamus 
cannot and should not be used to perform the office of the 
appeal provided by law. 


Moore v. U.S. ex. rel., Lindmark, 33 App. D. C. 597 
U.S. ex. rel. Frey v. Robertson, 61 App. D.C. 288, 61 
F.2d 1015. 
7. The Administrative Procedure Act (5 USC) upon 
which plaintiffs predicated jurisdiction in the amended com- 
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plaint, preserves the doctrine of exhaustion of administra- 
tive remedies, and, therefore, the complaints fail to state 
a claim against defendant upon which relief can be granted. 


F.P.C. v. Col. Interstate Gas Co. 348 U.S. 492. 


8. The Administrative Proecdures Act does not render 
competent a court which lacks jurisdiction on any other 
ground. 


Blackmar v. Guerve, 342 U.S. 512 
Armour v. Pace, 90 App. D.C. 63, 193 F.2d 699 


9. The Administrative Procedures Act does not apply to 
the instant case. That Act creates no new remedies and 
does not extend the jurisdiction of any court to cases not 
otherwise within its competence. Since matters committed 
to agency discretion are specifically excluded, and the re- 
fusal to declare an interference until plaintiffs can show 
that the claims are patentable to them is a matter within 
the discretion of Commissioner, there is no jurisdiction 
based upon that Act. 


10. Further, as pointed out in defendant’s opposition 
to plaintiffs’ Motion For a Preliminary Injunction’’, which 
motion was denied by the Court on December 3, 1965, there 
is no jurisdiction based upon Title 28, Section 1361 as al- 
leged in the complaints. For the reasons and in view of 
the authoritative adjudications referred to in that op- 
position, the complaint should be dismissed. 


Respectfully submitted 


/s/ Josrrx ScummMen 
JosepH ScHIMMEL 
Acting Solicitor, United States Patent Office 
Attorney for Defendant 
January 25, 1966. 
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Stipulation 


It is stipulated by and between the parties hereunto 
through their respective Counsel, this honorable Cout con- 
senting, that the time for the Plaintiffs to file an opposition 
with points and authorities to the Motion to Dismiss filed 
by Defendant be extended for fifteen [15] days. 


Principal Counsel for Plaintiffs is in New York city and 
the five [5] days set down by the rules of this Court is 
not sufficient time for Counsel to complete the opposition 
with points and authorities. 


Respectfully submitted, 


/s/ James W. Dent 
James W. Dent 
Counsel for Plaintiffs 


/s/ Joserax ScHiMMEL 

JosePg ScHIMMEL 
Acting Solicitor, United States Patent Office 

Attorney for Defendant 
* * * e * * * * * 
Stipulation 
It is hereby stipuated by and between the parties hereunto 
through their respective Counsel, this honorable Court con- 
senting, that the time for the Plaintiffs to file an opposition 
with points and authorities to the Motion to Dismiss filed by 
Defendant be extended to and including March 15, 1966. 


Respectfully submitted, 
/s/ James W. Dent 


James W. Dent 
Counsel for Plaintiffs 


/s/ Joserpa ScHIMMEL 
JosEepH ScHIMMEL 
Acting Solicitor, United States Patent Office 
Attorney for Defendant 
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Plaintiffs’ Opposition to Defendant’s Motion to Dismiss 


Plaintiffs, Frank Peter Doyle, John Herbert Charles Nay- 
ler and George Newbolt Rolinson, hereby oppose Defend- 
ant’s Motion to Dismiss Plaintiffs’ Bill of Complaint and 
Amended Bill of Complaint in the above entitled civil action, 
respectfully request that said motion be denied and that 
this case be allowed to proceed to trial, on the grounds that: 


J. This Court has jurisdiction over the cause of action 
presented here under Title 5, Section 1009 and under Title 
28, Section 1361 taken singly or conjunctively. 


2. This Court has the power and authority to grant relief 
to Plaintiffs based on their complaint and amended bill of 
complaint in that this Court can: 


1) order the declaration of an interference between Plain- 
tiffs’ application Serial No. 826,491 and Sheehan Patenta 
No. 3,159,617; 


2) order the Commissioner of Patents to declare such an 
interference ; 


3) order the Commissioner of Patents to review the re- 
fusal of Group 120 to declare the requested interference; or 


4) order the Commissioner of Patents to interpret and 
follow the new interference rules promulgated by him as 
requested by Plaintiffs in their Petition to the Commissioner 
dated October 21, 1965; as well as granting such other and 
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further relief as this Court may deem just and proper under 
the circumstances. 


An oral hearing is requested. 


Respectfully submitted, 


Jacoss & JacoBs 


March 14, 1966 
/s/ Avsext L. Jacoss, JB. 
Axsert L. Jacoss, JE. 
a member of thee firm 
Attorneys for Plaintiffs 
521 Fifth Avenue 
New York, New York 10017 
Of Counsel 


/s/ James W. Dent 
’ James W. Dent 
James W. Dent, Ese. 
425 13th Street N.W. 
Washington, D. C. 20004 
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Memorandum in Support of Plaintiffs’ Opposition to Defend- 
ant’s Motion to Dismiss and Plaintiff's Request for Denial 
of Said Motion. 


1. Plaintiffs have predicated the jurisdication of this 
Court on two statutory provisions, namely Title 5, Section 
1009 and Title 28, Section 1361. Title 5, Section 1009 pro- 
vides for a judicial review of administrative action except 
when a statute specifically precludes judicial review or 
when the agency action sought to be reviewed is stated by 
law to be within the discretion of the agency. Plaintiffs’ 
position is that there is no question of discretion being 
involved in the instant cause of acton before this Courte 
and since no statutory provision specifically excluding 
judicial review has been relied upon by the Commissioner 
of Patents, Plaintiffs assert that judicial review is proper 
under Title 5, Section 1009. Alternatively, Plaintiffs assert 
that if the present cause of action is found to include a re- 
quest for review of a discretionary act performed by the 
Commissioner of Patents, then Plaintiffs assert that the 
Commissioner has abused his discretion, and that an action 
in the nature of Mandamus clearly lies to control or review 
such an abuse of discretion (55 Corpus Juris Secundum Sec- 
tion 63), Title 28, Section 1361 provides for an action in the 
nature of Mandamus and it is clear also from Sleeth v. Dairy 
Products Co. (CA W Va) 228 F.2d 165, Cert. Den. 76 S CT 
1031, 351 U.S. 966, 10 L Ed. 1485 that Mandamus lies to cor- 
rect an abuse of discretion. Mandamus can properly be em- 
ployed to compel the performance of certain acts or duties 
which involve judgment and discretion—see Parrot v. Carey 
(DS Colo.) —234 F Supp 572. 


2. Plaintiffs are fully aware of 35 U.S.C. Section 6 and 
35 U.S.C. Section 135 both of which are relied upon by 
Defendant in asserting that discretion is involved in the 
declaration of interferences. In brief, Plaintiffs have re- 
quested the declaration of an interference between their 
application Serial No. 826,491 and Sheehan No. 3,159,617 on 
the ground that Plaintiffs complied with the interference 
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rules promulgated by the Commissioner. These rules were 
promulgated pursuant to the Commissioner’s discretion. 
However, since Plaintiffs have complied with these rules 
they are clearly entitled to the declaration of an interference 
to determine priority of inventorship relative to Sheehan. 
Plaintiffs have copied claims from the Sheehan patent and 
no question has been raised concerning Plaintiffs support 
for these claims in their specification. Plaintiffs fully sup- 
port the copied claims and seek to contest inventorship. The 
only reason Group 120 refused to declare the interference 
was that Plaintiffs have not sworn back of the patent with 
which they seek to contest priority in an interference. They 
have, however, made a prima facie showing that Sheehan 
cannot rely on the 1957 date on which his abandoned parent 
case was filed, but rather he is only entitled to his May 1, 
1959 date which is almost two years later than Plaintiffs’ 
date. 


3. Plaintiffs agree that the Commissioner of Patents 
has discretion as to the declaration of interferences but 
point out that the Commissioner has exercised his discretion 
by promulgating certain rules pursuant to 35 U.S.C. Section 
135. Once the Commissioner has promulgated these rules 
governing the circumstances under which interferences will 
be declared, he has fully exercised his discretion. The deter- 
mination as to whether his rules have been complied with 
is purely a ministerial function which is subject to Court 
review both under the Administrative Procedure Act, Title 
5, Section 1009 as well as by an action in the nature of Man- 
damus under Title 28 Section 1361. Moreover, having pro- 
mulgated these rules pursuant to his discretion, the Com- 
missioner of Patents is obligated to follow his own rule. 


4. Plaintiff have sought the declaration of an interference 
by copying the claims from the Sheehan patent and placing 
them in Plaintiffs’ application and by filing numerous affi- 
davits all of which go to show that the Sheehan patent 
is not entitled to rely on the filing date of its abandoned 
parent application, but rather should be restricted to the 
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filing date of the application which matured into Patent 
No. 3,159,617, namely May 1, 1959. It is uncontested that 
Plaintiffs are entitled to rely on their August 2, 1957 
British priority date. It is noted that the question of whether 
or not the Sheehan patent was entitled to the benefit of the 
filmg date of its abandoned parent application has never 
been decided, since that was not in issue in the Court pro- 
ceeding in This Honorable District Court which resulted in 
the issuance of the Sheehan patent. Having copied claims 
from the Sheehan patent, and having submitted affidavits 
which showed, prima facie, that Plaintiffs could prevail 
as to priority of inventorship relative to the effective filing 
date of Sheehan as required by interference rules 201-205, 
promulgatd by the Commissioner of Patents, Plaintiffs re- 
quested the declaration of an interference. This was refused 
by the Examiners handling this case in Group 120. Plain- 
tiffs petitioned the Commissioner of Patents to exercise his 
supervisory authority and review the refusal of Group 120 
to declare the interference, and further Plaintiffs requested 
the Commissioner of Patents to interpret certain portions of 
the new interferenc rules, which only became effective July 
1, 1965, which Plaintiffs asserted had been completely mis- 
construed and/or ignored by the Examiners in Group 120 
who refused to declare the interference. The Commissioner 
of Patents delegated a decision on Plaintiffs’ petition to 
a supervisory Examiner in Group 120 who denied the peti- 
tion and completely refused to review or interpret any of the 
new interference rules. 


5. Plaintiffs further take the position that while the 
Commissioner of Patents does have discretion to delegate 
the decision on certain petitions to subordinates, the referral 
of this particular petition back to Group 120 was prejudicial 
error and an abuse of discretion, and that the failure of the 
Commissioner of Patents to review the action of Group 120 
and to interpret the new interference rules was not an act 
sanctioned from court review as lying within the discretion 
of the Commissioner. Rather a duty owed to Plaintiffs has 
been violated, since Plaintiffs had properly petitioned the 
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Commissioner to exercise his supervisory authority. It is 
therefore asserted that this Court has jurisdiction over the 
refusal of the Commissioner of Patents to review the action 
of Group 120 and his refusal to interpret the new inter- 
fearence rules. In this regard it is pointed out that Title 5, 
Section 1009 provides for judicial review of any act or order 
of an administrative agency which aggrieves or injures any 
party, and which action is not specifically excluded by Con- 
gress from judicial review.—Cobb v. US (DC Ark.) 240 F 
Supp 574. Moveover, the Courts have power to compel cor- 
rection of an abuse of discretion in the event that this Court 
finds that discretion was involved in the present fact situa- 
tion Mastrapasqua v. Shaughnessy (CA NY) 180 F.2d 999. 
The Defendant has pointed to no statutory language which 
would make Congressional intention to preclude judicial re- 
view of these administrative acts clear, and it is asserted 
that this Court therefore has jurisdiction over the instant 
proceeding. That Congressional intention to preclude judi- 
cial review of administrative action must be clearly and posi- 
tively reflected is clear from both Barefield v. Byrd (CA 
Miss.) 320 F.2d 455, Cert. Den. 84 S CT 675, 376 U.S. 928, 
11 L Ed 2d 624 and Freeman v. Brown (CA Ga.) F.2d 205. 
The mere fact that almost every agency action involves some 
degree of discretion and judgment does not render every 
agency act unreviewable under the Administrative Proce- 
dure Act which prohibits judicial review of administrative 
agency action which by law is committed to agency dis- 
cretion—see Ferry v. Udall (CA Ariz.) 336 F.2d 706, Cert. 
Den. 85 S. CT 1449, 381 U.S. 904, 14 L Ed 2d 286. 


6. Under Title 28, Section 1361 the District Courts have 
original jurisdiction of any action in the nature of Manda- 
mus to compel an officer or employee of the United States 
or any agency thereof to perform a duty owed to a Plaintiff. 
In Gottlieb v. Rubenstein (CA 6) 252 F.2d 779 the Court 
of Appeals for the Sixth Circuit stated that it was author- 
ized in a Mandamus proceeding to require a district court 
judge to make a ruling in a cause pending before him despite 
the fact that this involved exercising his discretion, but that 
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the Court would not direct what the ruling would be. The 
Seventh Circuit Court of Appeals in Goldberg v. Hoffman 
(CA 7) 226 F.2d 681 stated that Mandamus lies to control 
abuse of discretion. It is also clear that Mandamus lies to 
compel a person in whom discretion is lodged to proceed 
with its exercise—see Connett v. City of Jerseyville (CCA 
T11.) 125 F.2d 121; Higginson v. Schoeneman (CA DC) 
190 F.2d 32; Edgerton v. Kingsland (CA DC) 168 F.2d 128; 
and Thomas v. Vinson (CA DC) 153 F.2d 636. 


7. It is submitted therefore that while the Commissioner 
of Patents has discretion to determine when interference 
shall be declared, once he has exercised that discretion by 
promulgating rules which state the requirements which must 
be met, compliance with these rules must result in the 
declaration of an interference. The Commissioner then has 
no discretion to refuse to follow his own rules nor does 
he have the discretion to refuse a properly formed request 
for review of the action of a group within the Patent Office 
which both refuses to follow the rules and/or misinterprets 
those rules. Lastly, the Commissioner of Patents does not 
have the discretion to refuse to interpret the rules which 
he himself has promulgated within the exercise of his dis- 
cretion upon a properly worded petition requesting that 
these rules be interpreted. The refusal of the Commissioner 
of Patents to review the action of Group 120 in refusing 
to declare an interference, the referral of Plaintiffs’ prop- 
erly worded petition to the Commissioner requesting him 
to exercise his supervisory authority back to a supervisory 
Examiner in Group 120 for decision, and both the refusal 
of the supervisory Examiner to review the refusal of Group 
120 to declare an interference and the refusal to interpret 
the new interference rules coupled with the Commissioner’s 
own refusal to exercise his own supervisory authority to 
interpret the rules, are all legal wrongs done to Plaintiffs 
which are reviewable by this Court under Title 5, Section 
1009 singly or in combination with Title 28, Section 1361. 
The Commissioner of Patents does not have the right to 
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act in @ capricious manner but clearly must follow the rules 
which he himself has laid down, though the rules themselves 
were promulgated by him pursuant to his right to act in 
a discretionary manner. It is therefore respectfully urged 
that the Defendant’s Motion to Dismiss on the ground that 
this Court lacks jurisdiction is without merit and should be 
denied. 


8. The Defendant has also alleged as a ground for request- 
ing dismissal of Plaintiffs’ cause of action that Plaintiffs 
have failed to set forth a claim against the Defendant Com- 
missioner of Patents upon which relief can be granted. It is 
believed that This Honorable Court will appreciate, after 
having considered the foregoing, that the Court really has 
quite a wide range of possible types of relief which it can 
grant to Plaintiffs. As one alternative, this Court could 
order the declaration of an interference between Plaintiffs’ 
application Serial No. 826,491 and Sheehan Patent 3,159,617. 
This type of relief could be granted on the basis that Plain- 
tiffs have proved during the course of the trial that they 
have fully complied with Rules 201 through 205 of the 
interference rules promulgated by the Commissioner, and 
that the decision as to whether or not Plaintiffs have or 
have not complied with these rules is purely a minis- 
terial function which is properly reviewable by this 
Court. Alternatively, this Court could order the declaration 
of an interference on the ground that the Commissioner of 
Patents abused his discretion in that he: 


1) failed to review the action of Group 120 as requested 
by Plaintiffs in their petition; 


2) referred decision on the petition to an Examiner hav- 
ing supervisory authority in Group 120; and 


3) that the supervisory Examiner who decided the peti- 
tion as well as the Commissioner, refused to interpret the 
new interference rules, as requested by Plaintiffs. 
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9, As a further alternative this Court could: 


1) interpret the new interference rules; or 


2) order the Commissioner of Patents to review the re- 
fusal of Group 120 to declare an interference and/or specifi- 
cally order the Commissioner of Patents to interpret the new 
interference rules, as Plaintiffs already requested the Com- 
missioner to do in their petition. In this regard, it is sub- 
mitted by Plaintiffs that there is no discretion involved in 
the Commissioner’s refusal to review the refusal of Group 
120 to declare the interference and in the Commissioner of 
Patents’ refusal to interpret the interference rules. In the 
event that either of these is discretionary it can be found 
by this Court that the refusal of the Commissioner of Pa- 
tents to do each of these acts either singly or in combination 
constituted an abuse of discretion which is properly review- 
able by this Court. See Mastrapasqua v. Shaughnessy, supra, 
Connett v. City of Jerseyville, supra., Higginson v. Schoene- 
man, supra., Edgerton v. Kingsland, supra., and Thomas v. 
Vinson, supra. As a further alternative it can be found by 
this Court that it has the power and authority to order the 
Commissioner to further review this case without neces- 
sarily ordering the Commissioner to reach any specific deci- 
sion. This would allow the Commissioner to exercise any 
discretion he might have yet at the same time insure to 
Plaintiffs that the Commissioner himself personally reviews 
the situation and takes cognizance of the action that Group 
120 has taken and further is cognizant of Plaintiffs’ request 
to interpret the new interference rules which the Commis- 
sioner has promulgated pursuant to the exercise of his dis- 
eretion. 


10, It is lastly submitted that a great deal of the material 
in Defendant’s motion to dismiss which is directed to the 
impropriety of staying the appeal before the Patent Office 
Board of Appeals has been rendered moot in that the Acting 
Solicitor has joined with Plaintiffs’ counsel in requesting 
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that the Board of Appeals stay its action pending a final 
judicial determination of the cause of action presented. The 
appeal before the Board of Appeals has therefore been 
stayed until this cause of action has been determined and all 
avenues of appeal have been exhausted. While it is desired 
to thank the Acting Solicitor for joining in that request as 
he indicated he would in open court at the time Plaintiffs’ 
motion for a Preliminary Injunction against the Board of 
Appeals and the Commissioner of Patents was argued, it is 
believed significant that the Acting Solicitor did agree to 
the staying of the appeal before the Board of Appeals until 
this cause of action was finally determined and in accord- 
ance therewith it is submitted that this cause of action should 
be allowed to proceed to trial so that all the points raised 
by Plainiffs can be fully developed before this Court rather 
than being treated in a truncated manner by the granting 
of a motion to dismiss. 


11. The entire question raised here can be viewed as one 
of first impression both as to the review of actions of this 
type taken by the Commissioner of Patents or rather the 
refusal of the Commissioner of Patents to take requested 
action, as well as the interpretation of new interference 
rules which only recently came into effect and which the 
Commissioier of Patents has refused to interpret, although 
Plaintiffs placed before him a properly worded petition re- 
questing him to interpret his own interference rules. It is 
therefore respectfully submitted that it is incumbent upon 
this Court to act where the Commissioner of Patents has 
refused or failed to act to interpret the interference rules. 
Once the new interference rules have been interpreted, it 
is a purely ministerial function to determine whether or not 
Plaintiffs have complied with the requirements. If Plaintiffs 
have met the requirements of the rules, an interference must 
be declared between Plaintiffs’ application Serial No. 826,- 
491 and Sheehan Patent No. 3,159,617. 
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Denial of Defendant’s motion to dismiss is therefore be- 
lieved to be in order. 


Respectfully submitted, 


Jacozs & JAcoBs 
/s/ Avpert L. Jacoss, JR. 
’ Apert L. Jacoss, JR. 
Attorneys for Plaintiff's 
521 Fifth Avenue 
New York, New York 10017 


March 14, 1966 


Of Counsel: 


/s/ James W. Dent 
James W. Dent, Esq. 
425 13th Street N.W. 
Washington, D. C. 20004 


* * * ° * * 


Filed March 2, 1966 


Upon consideration of defendant’s Motion to Dismiss, 
memoranda of the parties relating thereto, and the oral 
arguments advanced at the hearing had the twenty-second 
day of March, 1966, it is this 25th day of March, 1966, 

Orperep, that the Motion to Dismiss be, and it is hereby 
granted, and that the Complaint be, and it is hereby dis- 
missed. See Brenner v. Manson, 148 USPQ 689, 693 (1966). 


Josern R. Jackson 
United States District Judge 
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Notice of Appeal To Court of Appeals for the District of 
Columbia 

Notice is hereby given that Frank Peter Doyle, John Her- 
bert Charles Nayler, and George Newbolt Rolinson, plain- 
tiffs above named, hereby appeal to the U.S. Court of 
Appeals for the District of Columbia from the March 25, 
1966 order of Judge Joseph R. Jackson, U.S. District Judge 
for the District of Columbia, granting Defendant’s Motion 
to dismiss Plaintiffs’ Complaint and dismissing Plaintiffs’ 
Complaint entered in this Action on March 25, 1966. 


Jacozs & Jacoss 

/s/ Ausertr L. Jacoss, JB. 
Arsert L. Jacoss, JB. 
Attorneys for Plaintiff's 
521 Fifth Avenue 
New York, New York 10017 


May , 1966 
Of Counsel: 


/s/ James W. Dent 
James W. Dent, Esq. 
425 13th Street N.W. 
Washington, D. ©. 20004 


TRANSCRIPT OF PROCEEDINGS 
DECEMBER 2, 1965 
The Deputy Clerk: The case of Frank Peter Doyle, 
John Herbert Charles Naylar and George Newbolt Rolinson 
versus Edward J. Brenner, Commissioner of Patents. 
The Court: Whose motion for a preliminary injunction is 
this, the plaintiffs’? 
Mr. Jacobs: Yes, it is, Your Honor. 
The Court: Very well, let me hear from you. 
Argument on Behalf of The Plaintiffs 
Mr. Jacobs: May it please the Court. The plaintiffs are 
requesting a preliminary injunction for the purpose of stay- 
ing the due date of the appeal brief before the Board of 
Appeals. 
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The Court: Talk a little louder. 

Mr. Jacobs: I am sorry. There is precedent for granting 
a preliminary injunction against the Commissioner of Pa- 
tents. In particular—— 

The Court: Is that denied by the Patent Office? 

Mr. Jacobs: No, it has not been denied. 

The case in which it was granted is Monsanto Company 
versus Kamp et al. at 146 U.S.P.Q. 431. In that case the 
Court of Appeals of the District of Columbia reversed a 
denial of a preliminary injunction from the District Court 
and granted the preliminary injunction in that case to 

| prevent the Commissioner of Patents from issuing 
4 a patent to a prevailing applicant in an interference. 
This goes a good deal—— 

The Court: Who is the applicant now in this case? 

Mr. Jacobs: In this case the plaintiffs are an applicant, 
but there has not been an interference. 

The bill of complaint which we have filed has asked this 
Court to review the refusal of the Commissioner of Patents 
to review the refusal by Examiners in Group 120 to declare 
an interference. So in this case the plaintiffs haven’t gotten 
into an interference in the first place. That is what they are 
seeking to do. 

Now the reason we are asking for a preliminary injunc- 
tion is for the purpose of staying the due date of the appeal 
brief so that this Court can hear our action and render a 
decision on it. 

The Court: Well, your original paper says December 3rd. 

Mr. Jacobs: That was the due date for the appeal brief as 
it presently stands. 

The Court: Well, that is tomorrow. 

Mr. Jacobs: That is correct. 

That is why we are asking for the preliminary injunction, 
to stay the due date of the appeal brief until the Court 

can render a decision in the action. 
5 The Court: All right. 
Mr. Jacobs: If I might beg the Court’s indulgence 
for a few moments, I would like to give a very brief back- 
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ground of the case, which would help, I think, in understand- 
ing the type of relief we are asking for. 

The Court: Go ahead. 

Mr. Jacobs: The plaintiffs have sought to get into an inter- 
ference by complying with the new interference rules which 
have been promulgated by the Commissioner of Patents. 

The Court: With what party? 

Mr. Jacobs: With Sheehan. 

The Court: Oh, yes. Go ahead. 

Mr. Jacobs: Now the bill of complaint, I believe, clearly 
shows that the plaintiffs have exhausted all of their admin- 
istrative remedies, and the only place that they can turn 
to get into an interference is to this Court. 

In particular—and I think this is where the Solicitor has 
erred in his opposition papers—we have filed a petition to 
the Commissioner already asking him to invoke his super- 
visory authority, and to review the refusal of the Examiners 
in Group 120 to declare the interference and, further, have 
asked him to interpret the new interference rules. 

The Court: Is there anything to indicate this interference 

is not going to be declared? 
Mr. Jacobs: Yes. 
The Court: All right, tell me about it. 

Mr. Jacobs: In particular, the Examiners have required 
plaintiffs to produce a greater burden of proof in order to 
get into the interference than they would ever have to 
provide in order to prevail. 

The Court: What is that? 

Mr. Jacobs: They have required that the plaintiffs con- 
clusively prove that they are the prior inventors over the 
Sheehan patent. 

The Court: What do you mean by the word ‘‘conclu- 
sively’’? 

Mr. Jacobs: This is the word that the Examiner has used 
in his Advisory Action of October 5. And I believe that 
that word ‘‘conclusively’’ implies the burden is greater than 
a mere preponderance of the evidence. It would go to, I 
would say, proof without any doubt whatsoever. In other 
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words, the strongest possible proof, which would be un- 
equivocal, I think. 

The Court: What would that be? 

Mr. Jacobs: Well, the Patent Office has also taken the 
position—and this ties in with the word ‘‘conclusively’’— 
that the plaintiffs must antedate the filing date of an aban- 
doned Sheehan application. Now the patent is alleged to be 

a continuation-in-part of an application which was 
7 filed in 1957. Now this is not what the rules say. And 

in this regard I would like to call to your attention 
several rules which are in question here. 

The Court: What is Sheehan’s situation? Is he an appli- 
cant now? 

Mr. Jacobs: Sheehan is now a patentee. 

The Court: All right. 

Mr. Jacobs: The plaintiffs have copied claims from the 
Sheehan patent. They copied them before the patent was 
issued. They copied them as a result of the decision from 
this Court. 

The Court: Why shouldn’t they ask you to do some- 
thing that would actually show that your date was prior to 
Sheehan’s? 

Mr. Jacobs: Well, we have. This is a difficult problem. 
Now the rules and, particularly Rule 204(b) I would like 
to present this [indicating] for Your Honor’s consideration 
so that you can see the language with which we are dealing. 
At the same time I would like you to consider Rule 204(c) 
and Rule 131. 

Do you have any objection to my passing these enlarge- 
ments up to the Court, Mr. Schimmel? 

Mr. Schimmel: Assuming those are verbatim copies, I 

have no objection. 
Mr. Jacobs: These are enlarged photocopies of the 
applicable rules. 


[Enlarged photocopies of Patent Office Rules $ 1.204(b) 
and (c) and 131. were passed up to the Court.] 


Mr. Jacobs: Now Rule 204(b), which is the rule which 
the plaintiffs have been proceeding under in an attempt to 
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get into the interference, merely requires that there be a 
showing that the applicants did acts with respect to the in- 
vention which was sufficient to establish priority of inven- 
tion relative to the effective filing date of the patentee. 

The Court: Go ahead. 

Mr. Jacobs: Now what plaintiffs have done is to present 
a voluminous amount of evidence in affidavit form to show 
that Sheehan is not entitled to rely on the benefit of his 
1957 filing date, but must be restricted to his 1959 filing date, 
which is the filing date of the application which matured into 
the issued patent. 

Now, in contrast, Rule 204(c) requires a prima facie show- 
ing that the invention was made, and that the person seeking 
to get into the interference would obtain an award of prior- 
ity relative to the effective filing date. 

Now the difference between Rule 204(b) and Rule 
9 204(c) deals with the difference in time between the 
effective filing dates of the parties. 

Rule 204(b) deals with the situation where the difference 
in dates between the patentee and the applicant would be 
less than three months. 

Rule 204(c) deals with the situation where the difference 
in time between the effective filing dates is greater than 
three months. 

So that the strongest possible proof which is required 
would be under Rule 204(c), which requires merely a prima 
facie showing relative to the effective filing date. 

Now the language of Rule 131, which deals with swearing 
back of a reference, requires a showing of completion of 
the invention before the filing date in question. 

Now I think there is an important distinction in the 
language. Now what the Patent Office is doing, and they 
actually said this, I believe, in their Advisory Action of 
August 3, 1965, the Patent Office has required that the plain- 
tiffs antedate the effective filing date of the Sheehan patent. 

The Court: Isn’t that correct? 

Mr. Jacobs: No, I believe that is a misconstruction of the 
language. 
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The Court: All right, go ahead. 
10 Mr. Jacobs: I think there is a distinct difference 
between showing a date such as would entitle you to 
an award of priority relative to the filing date or a require- 
ment that you antedate. If you antedate or if you go before 
the date, that implies a swearing back of. That is the lan- 
guage set forth in Rule 131. 

It seems to me, if this were the intention of the drafters 
of the new interference rules—and these rules have come 
into effect as of July 1, 1965—that they would have used the 
same language as was already present in Rule 131 to convey 
the same meaning. They would not have changed the words 
for aesthetic purposes or for grammatical variance. The 
word ‘‘relative’’ I think implies a wider possibility of proof. 
Certainly, under the word relative you could swear back of 
the effective filing date. This would be one possibility. But 
much more important would be in a situation such as this, 
where it is impossible for the plaintiffs to swear back of the 
reference because they are a foreign applicant; they can’t 
go back of their British filing date under 104. But what they 
can show is that Sheehan, in the first instance, is not entitled 
to rely on that earlier date. He must be restricted to his 
1959 filing date. This would make a showing that they would 

prevail as to an award of priority relative to the effec- 
11 tive filing date, because the effective filing date in 

that case would be the 1959 actual filing date of the 
patent in question. And I think this is a complete miscon- 
struction of the statute. This is why the plaintiffs, in the 
first instance, brought a petition to the Commissioner. 

The Patent Office was requiring, first of all, that the proof 
of prior#ty of inventor should be conclusive. And the pre- 
vailing case law on the point, particularly Creamer v. Kirk- 
wood and Torre, 134 U.S.P.Q. 330, which is from the 
C.C.P.A., and Apstein versus Brimley and Cance, which is 
from the Patent Office Board of Patent Interferences, at 
133 U.S.P.Q. 604 only require that the junior party in an 
interference prevail by a preponderance of the evidence. So 
this could be the greatest possible burden which the plain- 
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tiffs would have to sustain if they were actually in the 
interference, and if they were the junior party. We believe 
we should be the senior party in the interference. 

But assuming we were the junior party, the greatest bur- 
den of proof would be merely to show priority of inventor- 
ship by a preponderance of the evidence. And this is a good 
deal less than proving priority of inventorship conclusively. 

And by submitting the affidavits, which are in the record, 
to show that Sheehan is not entitled to that earlier filing 

date, we have come within the term ‘‘relative.’’ We, 
12 obviously, can’t go back of, we can’t antedate, but 
that is not what the rules say. 

And the only thing we are asking this Court to do at this 
stage is to grant us a preliminary injunction so that the 
Court can hear the entire action and can review and inter- 
pret the new interference rules. These are new rules and 
they have not ben interpreted yet. There is a long line of 
decisions, which I am sure I don’t need to recite, which say 
that agency rules do have the effect of law and this Court 
does have jurisdiction to review them. 

Now the Commissioner of Patents refused to exercise his 
supervisory authority and review the situation and interpret 
the rules. 

In fact—and we think this was error in itselfi—the Com- 
missioner referred our petition up to a supervisory examiner 
within Group 120. Now Group 120 is the group which has 
been applying its own interpretations to the interference 
rules. Now to send the petition back up to that group, the 
very group which has already made up its mind—and the 
case has been around and we have been fighting it out within 
the Patent Office for several months trying to get the inter- 
ference, and to explain to them that the words must be 
given their normal and plain meanings—we think is not 

correct. 
13 Secondly, the interpretation of the rules is not 
merely confined to this specific case nor even to Group 
120, but the rules apply to a wide variety of interference 
situations. It is nothing peculiar to Group 120. It is some- 
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thing which is of sufficient gravity so that it should have 
been considered by the Commissioner of Patents or his 
Assistant. 

What the Patent Office is, in effect, doing by this inter- 
pretation is saying there can never be an interefrence be- 
tween a foreign applicant and a U.S. patentee, because in 
the normal case the U.S. patentee would have an earlier 
filing date. This would make the foreign applicant a junior 
party, since the foreign applicant cannot rely on anything 
earlier than his foreign filing date under 35 U.S.C. 104. He 
can never, in any circumstances, swear back of the filing 
date. That is not what the rules say. There is no provision, 
there is no statement in any of the rules or in any of the 
diseussion that these types of interferences are now being 
eliminated. But yet that is the way Group 120 is interpret- 
ing’ them, there will be no interferences between foreign 
applicants and U.S. patentees. 

The plaintiffs are foreign applicants and are seeking to 
get'into an interference and this has been denied. 

I would like to reserve a few minutes for rebuttal, 
14 Your Honor. 
The Court: You may. 
Now I will hear from the Solicitor. 


Argument on Behalf of The Defendant 


Mr. Schimmel: If the Court please, I think Mr. Jacobs 
is arguing a merit situation instead of a motion for pre- 
liminary injunction, which I believe is up before Your Honor 
this afternoon. And the main complaint is not involved in 
this particular proceeding. 

What we have here, basically, is a normal operation of a 
Patent Office action. The Examiner has refused certain 
claims, to these particular applicants; and he has rejected 
those claims on the Sheehan patent saying that, in his 
opinion, the effective date of the Sheehan patent is the filing 
date of the parent application. 

Incidentally, I might point out that essentially when the 
Sheehan case was before Your Honor in 1964, the Spring 
of 1964, that the decision that was rendered, the Opinion, 
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calls attention to the fact, that the date considered had to 
be the date of the first Sheehan case in that particular 
case. Now that is what the Examiner has done here. 
Now the law and the rules of practice provide for what 
happens in that kind of a situation. The legal remedy is 
there. The Board of Appeals has been set up in order 
15 to review the Examiner’s decision where there has 
been a rejection or a denial of an applicant’s claim. 
That is all we have here, what we have in a normal situation. 
The Examiner presumptively is correct. However, the Board 
has been established by Congress to review that. And if the 
Examiner is out of line, as Mr. Jacobs indicates, certainly 
the Board will put him back onto the proper path. And if the 
Board should be out of line, either this Court or the Court 
of Customs and Patent Appeals is available to do that job. 
So it seems to me, to come to this Court and ask this 
Court to interject itself into the normal procedures of the 
Patent Office is wholly premature. There is an adequate legal 
remedy available to the plaintiffs here. All he has to do is 
file his brief before the Board of Appeals asserting before 
the Board what he has asserted before the Court here in 
his motion for a temporary restraining order and in the mo- 
tion for a preliminary injunction. The Board has the case; 
the appeal is there. It seems to me, to go into the merits 
of the situation as to whether actually, under the facts of 
this particular case, the Sheehan effective date is 1957, or 
only its actual filing date, is something wholly out of line at 
this stage of the proceeding. 
I might say this, as far as the main complaint is con- 
cerned—I have hinted at it in my opposition—that we 
16 don’t think, of course, that this Court has jurisdiction 
of the main complaint, in essence, to order the Com- 
missioner to institute an interference. And I will develop 
that subsequently and I hope to file a motion to dismiss 
on that ground. 
But apart from that, we are concerned only with adequate 
legal remedies that have been provided by law and by the 
rules of the Office. And any attempt that Mr. Jacobs makes 
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to indicate that the Commissioner has abdicated his func- 
tions or anything of that sort is absolutely erroneous. 

The Board is there. The Board is ready to hear the com- 
plaint against the Examiner any time after the plaintiffs 
file a brief before the Board. 

Now I might add this, as I have in my memorandum, the 
appropriate time and the appropriate persons to ask for 
a stay of the proceedings with respect to the application is 
the Board of Appeals until the Court disposes of this com- 
plaint. And it is not unusual for the Board of Appeals to 
do that on appropriate application. And that is what I think 
is involved here. It seems to me that the motion for tem- 
porary injunction is definitely premature, is out of order 
and should be denied. 


Further Argument on Behalf of The Plaintiffs 


Mr. Jacobs: With all due deference to the learned 
17 Solicitor, I think he makes a fundamental error in 
this case which I think is extremely important. We 


are not seeking to review the action by the Examiner. 

The Court: What are you seeking to review? 

Mr. Jacobs: We are seeking to review the Commissioner 
of Patents’ refusal to interpret the new interference rules 
and to declare an interference. 

The Examiner admits, in an Advisory Action of October 
5, 1965, which, if Your Honor would like, I can provide him 
a correct photocopy of —— 

The Court: It is not necessary. Go ahead. 

Mr. Jacobs: The Examiner admits that the plaintiffs have 
sustained a prima facie burden of proof. And if our inter- 
pretation of the rules is sustained—which we feel is just 
reading the words in the manner they were intended to be 
read—there is no question but what the interference must 
be declared. 

The Court: What have you filed? 

Mr. Jacobs: We have filed four affidavits, in addition to 
argument within the record, which shows that a single Ex- 
amople in the earlier abandoned Sheehan application which 
was carried forward into the later 1959 application which 
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became a patent, that the Example carried forward there 

is not capable of showing anything. There is no proof 
18 that the product which was alleged to have been pro- 

duced was, in fact, produced; that the Example, in 
short, is just meaningless. There is no teaching from the 
Example. No chemist skilled in the art could make any- 
thing out of that Example, could ever follow it to reproduce 
what was alleged to have been reproduced; that not sufficient 
detail was set forth in that Example—— 

The Court: Well, wouldn’t that all come before the Board? 

Mr. Jacobs: No, that wouldn’t. 

The Court: Why? 

Mr. Jacobs: Because what we are sceking to do, and this 
is why we have not gone before the Board, if our interpreta- 
tion of the interference rules is correct, and only a prima 
facie showing of priority of inventorship is required to get 
into the interference, the appeal will be moot. There will be 
no appeal because we will have met the burden. The Patent 
Office admits we have sustained a prima facie burden al- 
ready. And if this is the interpretation given to the rules, 
we will have complied with Rule 204(b) and we should, 
automatically, be into the interference. 

I might mention, initially, when this was discussed with 
the Examiners at the time the first papers were filed by our 

firm back in June—our firm having taken over from 
19 another firm of attorneys in the case—we discussed 

this matter at length with the Examiner, we went 
over the details of Rule 204, and we received an indication 
that an interference would be declared in the normal course 
of events because we met the requirements of the Rule. And 
it was quite a surprise when we received, instead of a decla- 
ration of interference, an Advisory Action giving us a rejec- 
tion over the Sheehan patent. It is not a question of patent- 
ability over the Sheehan patent. That is the action the Patent 
Office is seeking to take up before the Board of Appeals. 
We are being rejected on 102(e) and on 103. But that is 
entirely irrelevant. The rules governing interference provide 
that an interference will be declared when the subject matter 
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is patentable to both parties involved subject to the de- 
termination of priority of inventership. The patentablity 
requirement is merely that you have sufficient support in 
your application to make the count. There is no question 
but we have sufficient support to make the count. 

Now we have support. The claims are patentable to us as 
they are to Sheehan, subject only to a determination of 
priority of inventership. 

The Court: Well, that has to be done by the Board, doesn’t 
it? 

Mr. Jacobs: Well, the Board cannot interpret the 
20 new interference rules, only the Court can. This is 
why we are bringing—— 

The Court: Why can’t it? 

Mr. Jacobs: Because the Board has no authority to review 
the refusal of the Commissioner of Patents to interpret the 
interference rules. The Commissioner has refused. If we go 
up on appeal we are pursuing a fruitless appeal. We can 
never meet the conclusive proof which the Patent Office has 
required before the Board. We can’t antedate the Sheehan 
patent. No foreign applicant can ever antedate a US. 
patentee. 

The Court: I attended a little dinner last night given by 
the Patent Bar Association here. There was a man named 
Casey—I think probably you know him, Mr. Schimmel. 

Mr. Schimmel: Yes, sir. 

The Court: Mr. Casey made a speech there last night that 
I thought was very, very good. And much of the stuff you 
are talking about now he was talking about last night. It 
seems to me that there has to be some kind of an agreement 
between the patent authorities here and the patent authori- 
ties on the other side with respect, particularly, to filing 
dates. It hasn’t been done yet but they are on their way to it, 
and I believe he is on the committee that is striving to have 

this thing corrected. Now as you both spoke I was 
21 thinking about what Mr. Casey said last night. It was 
remarkably good and it is something that should be 
had so that you would have some kind of a uniform system 
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between all the Patent Offices, whereby nobody would seem 
to be left out in the cold; including the Jaw in England and 
the law here, 

What do you think about the last statement of counsel, that 
the Board has no authority? 


Further Argument on Behalf of The Defendant 


Mr. Schimmel: I think counsel has erroneously given the 
Court some facts. The record shows, Your Honor, that when 
the Sheehan patent was granted in December of 1964, all 
the claims of the plaintiffs’ application were rejected on 
Sheehan. Mr. Jacobs is talking about a time prior to Decem- 
ber, 1964, when the Examiner told him at that time, which 
was back in June, I believe, that all the claims would be 
allowable and the question of interference might be in the 
picture. But in December, 1964, he rejected all of the claims 
on the newly issued Sheehan patent and told the applicant 
that he considered the effective date to be the 1957 prior 
application. 

In June of 1965 a notice of appeal was filed to the Board 
of Appeals against the Examiner’s rejection of Claims 1, 3 
to 7, 15 to 25, all the claims in the application, and that 

included the claims that had been copied from the 
22 Sheehan patent. So the Examiner had finally rejected 

those claims. The applicants appealed to the Board 
of Appeals. The Board has jurisdiction to consider that re- 
jection. It is in the normal operating procedure set up by 
Congress and by the rules of the Office. All this business 
about the Board can’t interpret the interference rules is 
hogwash. The Board can interpret the Examiner’s rejection, 
and if the Examiner’s rejection is so erroneous they can 
reverse it; and in that reversal they can interpret what the 
interference rules say because the Examiner’s rejection is 
based on giving Sheehan an effective date of 1957. 

The Court: What is the situation now? 

Mr. Schimmel: The situation is now that your restraining 
order is effective up until midnight tomorrow night as far 
as the brief before the Board of Appeals is concerned, the 
temporary restraining order you signed. So that unless a 
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brief is filed, assuming this motion is denied, before the 
Board by midnight tomorrow, under Rule 192 the Board 
of Appeals will dismiss the appeal for failure to file the 
brief timely. 

So all he has to do is file a brief before the Board of 
Appeals. That continues the case, and I would be perfectly 
willing to recommend to the Board not to write a decision 

in the case, to stay a decision in the case, until 
23 a final disposition is made of the complaint that was 
filed here on November 23rd. 

So the matter is before the Board. Plaintiffs put it before 
the Board of Appeals. 

The Court: That is the way it appears to me. It is there. 

Mr. Schimmel: It is properly there. The Commissioner 
couldn’t take it away from them under the rules and regu- 
lations, because his Rule 181 specifically says that he only 
comes into the picture when merits are not involved. And 
this is certainly a merit situation when the Examiner finally 
rejected those claims on the Sheehan patent. 


Further Argument on Behalf of the Plaintiffs 


Mr. Jacobs: If I might answer that, I think this is the 
basic distinction between our position and the Solicitor’s 
position. 

The Court: I think I understand your position quite well 
from what you have said. 

Mr. Jacobs: The only point I would seek to make is that 
the Board will not have any authority to interpret the rules. 
We are not contesting before this Board patentability over 
Sheehan. We are saying that we have complied with the re- 
quirements for patentability, patentability as set forth in the 

rules, and it is patentability subject to the determina- 
24 tion of priority; and since we have support in our 

application. Now the question of the filing of a notice 
of appeal, which is alleged now to have brought the issue 
before the Board of Appeals—— 

The Court: I think what you should do is follow that 
decision that I made. I read it a few minutes ago and I was 
wondering why this matter was before us today. 
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I will deny your motion. And you file something before 
the Board of Appeals before their closing date tomorrow. 

Mr. Schimmel, you will make out an order? 

Mr. Schimmel: Yes, Your Honor. I will have it in your 
hands tomorrow morning. 

The Court: Very well. 

Mr. Schimmel: We will be here tomorrow morning on 
motions for continuance. 

Mr. Jacobs: Your Honor, may I request an extension of 
the restraining order pending appeal of this motion? 

The Court: What? 

Mr. Jacobs: I would like to request an extension of the 
temporary restraining order pending appeal to the Court 
of Appeals on this motion. 

Mr. Schimmel: I would oppose that, Your Honor. 
25 The Court: You can do it anyhow. You can take 
it to the Court of Appeals. 

Mr. Jacobs: Yes. I would like an extension of the re- 
straining order pending the appeal. I would like to have 
the due date of the brief stayed pending the appeal before 
the Court of Appeals, since there cannot possibly be any 
injury whatsoever to the Patent Office extending the due 
date of the brief pending the appeal of this motion. 

Mr. Schimmel: I might suggest there is no injury to the 
plaintiffs here, because all they have got to do is file a 
paper in the Patent Office before the Board of Appeals. 

The Court: This is my understanding. The motion is de- 
nied. And counsel for the Patent Office will present the 
Court with an order. 

Mr. Schimmel]: Thank you, Your Honor. 

The Deputy Marshal: This Honorable Court stands ad- 
journed until return of Court. 


[ Whereupon, at 2:30 p.m. the proceeding was concluded 
in Civil Action 2928-65 on the motion for preliminary 
injunction.] 
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TRANSCRIPT OF PROCEEDINGS 
MARCH 22, 1966 


The Court: I believe this motion is being presented 
by our new Solicitor. I want to state for the record that the 
Court is infinitely pleased by the appointment of Mr. 
Schimmel. I have known him for many years, and I know 
everyone in the Patent Office, including his superiors, feel 
the same as I do about him. So I congratulate you, Mr. 
Schimmel, and it is always a pleasure for the Court to 
have you. 

Mr. Schimmel: Thank you very much, Your Honor. 

The Court: I hope you will continue to appear here. 

Mr. Schimmel: I intend to continue appearing before you 
and I have no intention of giving up that pleasure, Your 
Honor. 

The Court: Now, let me hear what you have to say. 


Argument on Behalf of The Defendant, Commissioner of 
Patents 


Mr. Schimmel: If the Court please, this afternoon we 
have a motion to dismiss plaintiffs’ complaint, which is a 
mandamus to order the Commissioner to set up an inter- 
ference between the plaintiffs’ application and a patent to 
one John ©. Sheehan, the patent having been allowed as a 
result of a decision by this Court in 1964. 

If the Court please, I would like to hand up a copy of 
the patent [handing a document up to the Court] and call 
Your Honor’s attention to the fact, that in the first para- 

graph of the patent there is a statement ‘‘This appli- 
4 cation is a continuation-in-part of my application 

Serial No. 643,260 filed March 1, 1957, now aban- 
doned.’’ 

The controversy in this case revolves around the allega- 
tion that the patent is a continuation-in-part of that prior 
application. The Examiner has accorded the Sheehan patent 
an effective date of March 1, 1957, and has said, as long 
as the applicants here, Doyle et al., have not antedated 
March 1, 1957, they are not entitled to the interference that 
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they request because the rules of the Office provide, that 
before an interference will be set up the subject matter of 
th claims must be patentable to each applicant. 

Now, it is around this requirement of the rules and the 
Examiner’s interpretation that the Sheehan patent is en- 
titled to a March 1, 1957, date as the effective date of this 
patent that our controversy revolves, as I say. 

The status of the application at this point is that it is 
before the Board of Appeals. And, if Your Honor will recol- 
lect, at an earlier time there was a temporary restraining 
order granted to the plaintiff to defer the filing of the brief 
before the Board of Appeals; and at the time—sometime 
ago—when we appeared here in connection with a per- 
manent restraining order Your Honor refused to grant that 
and a brief before the Board of Appeals has been field. But, 

as a result of my suggestion here and my cooperation 
5 with plaintiffs’ counsel, the Board of Appeals has 
deferred the decision on the case until after-—— 

The Court: Is it still in their hands? 

Mr. Schimmel: The case is still on appeal to the Board 
of Appeals, but they have deferred—— 

The Court: It is something that is really there? 

Mr. Schimmel: It is there before the Board of Appeals, 
but they have deferred their decision until such time as this 
proceeding is terminated. 

The Court: All right. 

Mr. Schimmel: So that the plaintiffs are not being put 
to fighting the same issue in two different places, as it were. 

Our motion to dismiss is predicated upon the fact that 
the plaintiffs have a complete and adequate remedy at law; 
and Title 5, The Administrative Procedures Act, does not, 
under these circumstances, justify a proceeding in this 
Court. 

The Section of The Administrative Procedures Act which 
plaintiffs rely on specifically says: That every agency action 
made reviewable by statute, and every final agency action 
for which there is no other adequate remedy in any Court 
shall be subject to judicial review. Our position is that there 
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is reviewable action by this Court and by the Court of Cus- 

toms and Patent Appeals as to any final agency action 
6 as far as plaintiffs’ right to have these claims allowed 

to them. The explanation which went along with the 
Administrative Procedures Act said that the sub-section in 
question is designed to negative any intention to make re- 
viewable merely preliminary or procedural orders where 
there is a subsequent and adequate remedy at law available. 

Now, if as the plaintiffs say, the Examiner is wrong in 
according the Sheehan patent an effective filing date of 
March 1, 1957, the Board of Appeals has been provided to 
review that action of the Examiner. And if the Examiner is 
wrong the Board of Appeals can set him straight. And if the 
Board does reverse the Examiner then there will be no 
question but that he will have his interference. And, by the 
same token, should the Board of Apepals sustain the Ex- 
aminer, there is provided by statute, as Your Honor knows, 
a direct appeal to the Court of Customs and Patent Appeals 
to review the adverse decision of the Board, or a review by 
this Court under Section 145. So that the basic statute 
under which we are operating provides a complete and ade- 
quate remedy at law for what the plaintiffs are seeking in 
this particular proceeding. 

So, basically, that is our primary reason for the motion 
to dismiss. 

Plaintiffs urge that we are misinterpreting Rule 205 when 
we say he must antedate the very patent from which 
the claims are copies in order to entitle them to ob- 
tain an interference. 

Now, I might point out that this identical question has 
been before the Court of Customs and Patent Appeals on 
many occasions, and one of the most recent decisions is the 
Gemasser Decision, which is reported in 51 C.C.P.A. 726, 
319 Fed 2d 539, and 138 U.S.P.Q. 229, in which they express- 
ly hold that the claim that the appelant is trying to obtain 
must be patentable to him before he is entitled to contest 
priority with a patentee. 

The Court: That is fundamental, isn’t it? 
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Mr. Schimmel: To us it is very fundamental. 

Fortuitously, the Supreme Court yesterday handed down 
a decision in the appeal of the Patent Office in the case of 
Brenner v. Manson which involved identically this question, 
Your Honor. I have a copy of the Court’s Decision here 
[handing up to the Court]. 

The Court: Has counsel a copy? 

Mr. Schimmel: Your Honor, I am handing counsel a 
copy. 

I would like to call Your Honor’s attention, just for the 
purposes of this argument, to the Note on page 8 of the 
Opinion. 

The Court: Yes? 

Mr. Schimmel: Note 12, in which the Court speaks 
8 that: ‘Respondent and the amicus curiae take a 
different view than does the Government of precisely 

what the issue on the merits is.’’ 

Now, looking over on the next page to the paragraph 


beginning ‘‘Both the Board of Appeals and the CCPA re- 
jected this view’’ and going down to—— 

The Court: In the fine print? 

Mr. Schimmel: In the fine print and at about the 
middle of the paragraph to the sentence beginning with the 
word ‘‘Second.’’ 


The Court: Yes, I have it. 

Mr. Schimmel: There the Court says: ‘‘There is no 
basis for the proposition that even where an applicant for 
an interference presents a claim which on its face is un- 
patentable, a complicated and frequently length factual in- 
quiry into priority of invention must inexorably take place. 
On the contrary, Rule 201(a) ‘‘—and that is a rule of the 
Patent Office—’’ defines an interference proceeding as one 
involving two or more parties claiming substantially the 
same patentable invention and may be instituted as soon 
as it is determined that common patentable subject matter 
is claimed.’ And the Application of Rogoff in the 0.C.P.A. 
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is cited. ‘‘The question as to patentability of claims to an 
applicant must be determined before any question of 
9 interference arises and claims otherwise unpatentable 
to an applicant cannot be allowed merely in order to 
set up an interference.”’ 

And then the Court, in the final paragraph, refers to the 
current version of Rule 203(a), which makes it implicit that 
the Examiner, before the declaration of an interference, 
must determine the patentability of the claim as to each 
party. 

T think I need not say anything further on this particular 
issue. I think the Supreme Court having put its complete 
stamp of approval on the practice and the interpretation 
which the Office has placed on its rules I will rest, Your 
Honor. 

The Court: Very well. 

All right, Mr. Jacobs. 

Have you seen this copy of the Supreme Court Decision? 

Mr. Jacobs: Not until Mr. Schimmel handed it to me, 
Your Honor. 

The Court: I see. 

Mr. Jacobs: I would like to distinguish it, however, on 
the basis of his own reference to the decision. 

The Court: Very well. 


Argument on Behalf of The Plaintiffs, Doyle, Nayler and 
Rolinson 
Mr. Jacobs: The defendant’s motion to dismiss is based 
on two premises, one, that this Court lacks jurisdic- 
10 tion over this action and, secondly, that the plaintiffs 
have failed to state a claim on which relief can be 
granted. 

'We have relied on two statutory bases for jurisdiction, 
taken either singularly or conjunctively, and these are 5 
U.S.C. 1009, the Administrative Procedures Act, and also 
28 U.S.C. 1361, providing for an action in the nature of 
mandamus. 

‘Now, in our opposing papers, we have called to the Court’s 
attention a variety of possible types of relief which can be 
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granted in this action; and this ranges anywhere from or- 
dering the declaration of an interference to ordering the 
Commissioner to interpret the rules or to review the situa- 
tion, or for this Court to actually itself interpret the inter- 
ference rules. So that I think the second part of the premise, 
therefore, falls down because there is quite a range of 
relief that this Court can grant. 

Now, as to the lack of jurisdiction, there are several 
decisions which have just come to my attention and there 
are some additional citations to which I would like to call 
this Court’s attention. I would also like to request leave to 
file a supplemental paper setting out these decisions in more 
detail. 

The Court: I may permit you to file a short brief con- 
cerning this Opinion here of the Supreme Court which you 

cannot possibly be familiar with yet. 
11 Mr. Jacobs: Fine. I would appreciate that very 
much, Your Honor. 
The Court: Go ahead. 

Mr. Jacobs: First of all, I would like to refer to Volume 
13, Number 2, of the Federal Bar News, February, 1966, 
Edition, pages 76 and 77. 

This discusses the Solicitor’s job and makes specific men- 
tion of the fact that a portion of the Solicitor’s job is dealing 
with suits which challenge decisions by the Commissioner 
of Patents, and that these suits are usually reviewed under 
5 U.S.C. 1009. 

Secondly, in the new volume of Moore’s Federal Practice, 
Volume 7(a), under the discussion of Section 1361 of Title 
28 it specifically states that Federal Officers may be com- 
pelled to perform duties and to make decisions in matters 
involving exercise of discretion, the only limit being that 
the Court may not direct or influence the Officer in the actual 
making of the decision. 

I think this is squarely in point because one of the pos- 
sible types of relief that this Court could grant us would 
be to order the Commissioner of Patents to interpret the 
rules without, necessarily, telling him in what manner he 
must interpret them. 
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There are also two cases which I think bear—— 
12 The Court: You haven’t any cases directly in point 
though, have you? 

Mr. Jacobs: There is no case that is directly—— 

The Court: That is what I thought. How can you be 
hurt? You can take your appeal if it is against you in the 
Patent Office to this Court or to the C.C.P.A. 

Mr. Jacobs: But I think in doing that we are proceeding 
in the wrong direction. 

The Court: Why is it wrong? 

Mr. Jacobs: What we are seeking here—— 

The Court: If it is a matter of law you can’t invoke 
everything. 

Mr. Jacobs: What we are seeking here is review of a 
decision or a failure of the Commissioner to act. Now, 
we agree that he has discretion as to when interferences will 
be declared. There is no question about that. But we have 
petitioned the Commissioner and asked him to review the 
resfusal of Group 120 to declare the interference on the 
ground that Group 120 has misinterpreted the rule which 
the Commissioner himself has promulgated. 

Now, the Solicitor has referred to the requirement that 
a reference must be antedated, but this is not correct. 

The Court: Why? 

Mr. Jacobs: Because there is nowhere in any of the 
13 rules the specific requirement that a reference must 
be antedated. 

The Court: Why mustn’t it be antedated in order to get 
an interference? 

Mr. Jacobs: It is sufficient under the rules—and Rule 
204(b) is the rule in point here—to make a prima facie 
showing relative to the effective filing date. 

Now, the word ‘‘relative’’, I think, is quite different from 
the word ‘‘antedate’’. 

The Court: What does it mean, according to you? 

iMr. Jacobs: The word ‘‘relative’’ would include not only 
the possibility of swearing back of the reference and ante- 
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dating it, but it would include the additional possibility, 
which we are invoking in these circumstances, of showing 
that while we cannot swear back of this, if we show that 
Sheehan is only entitled to rely on a 1959 filing date this 
is sufficient to meet the requirements of the rule. 

Now, there is no case in point which hold that you must 
go back of a reference where—— 

The Court: It is fundamental in patent law, you know 
that, don’t you? 

Mr. Jacobs: Excuse me, sir? 

The Court: It is fundamental in patent law though. 

Mr. Jacobs: What is fundamental? 
14 The Court: You must swear back, whether you be- 
lieve it or not, in order to get in. 

Mr. Jacobs: That is the language that is used in Rule 131. 

The Court: I know. 

Mr. Jacobs: And in the normal situation there might be 
a reference whose effective date was between the applicant’s 
date and the patentee’s date, but there is no case which 
holds that where the reference the Patent Office applied is 
the very patent on which you are seeking to contest priority 
that you must swear back of it as opposed to making a 
prima facie showing. 

The Court: You can contest priority here in an inter- 
ference proceeding, can’t you? 

Mr. Jacobs: That is what we are seeking to do. 

The Court: But what we are saying is that the Patent 
Office was not correct in deciding on its own that Sheehan 
would be accorded this earlier date. They should have ac- 
corded Sheehan his 1959 filing date. 

The Court: But they didn’t believe you on that. 

Mr. Jacobs: Well, this is the matter which we ask the 
Commissioner to interpret. This is a question of rule 

interpretation. 
15 The Court: I know. But how can this Court do 
something that is solely within the jurisdiction of the 
Commissioner now? 
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Mr. Jacobs: Right now this Court could either interpret 
the rules itself—— 

The Court: Well, the Court will scarcely think of that. 

‘Mr. Jacobs: Then the Court could remand the case to 
the Commissioner. 

‘The Court: The Court needn’t. It is down there now, 
isn’t it? It is in the hands of the Commissioner now, 
isn’t it? 

Mr. Jacobs: It is technically before the Board of Appeals, 
Your Honor. 

The Court: All right. Well, that is part of the Patent 
Office, isn’t it? 

Mr. Jacobs: Right, sir. 

i The Court: If they hold against you then you may have 
your appeal here. If they hold for you then you are all 
right. Is that right? 

‘Mr. Jacobs: Not precisely because the issue before the 
Board of Appeals is not the same issue that we are in this 
Jourt on. 

The Court: What are you trying to get here now? 

16 Mr. Jacobs: We are trying to get this Court to 
order the Commissioner of Patents to interpret his 

own rules, and if he interprets the rules he will promulgate 
the fact that the word ‘‘relative”’ is not the same as the word 
‘‘ontedate’’. And if this is his finding, there are admissions 
in the record already that we have made a prima facie 
showing. If we have made a prima facie showing we are 
in a position to be in the interference. The question of what 
date Sheehan is entitled to rely on is the question that 
should be settled before the Board of Patent Interferences. 

' The Court: The Board did that when it granted a patent, 
didn’t it? 

Mr. Jacobs: That issue was never passed upon. I have 
just had the opportunity to study the transcript of that 
proceeding before this Honorable Court. 

The Court: Well, you know, my notion is just about this: 
I think the motion should be granted. If the decision below 
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is against you, take your appeal here. If it is for you, 
of course, you don’t have to. 

Mr. Jacobs: Except that I think we can avoid the entire 
necessity of-—— 

The Court: You needn’t avoid anything. I am here and 
paid whether I am sitting or not. It makes no difference 

to me. And the patent backlog has been so cut down 

17 that you can get a very early date for a trial here. 

I think when everything is said and done, particu- 

larly in view of this, that there is no necessity for a brief 

here, as I see it. There is no reason at all to deviate from 

the plan of the Patent Office in respect to you. If there was 

a chance for you to lose out it might be different. But you 
don’t lose out. You don’t lose a blessed thing. 

Mr. Jacobs: The only thing that we are saying then is 
that the Commissioner’s decisions are non-reviewable by 
this Court because—— 

The Court: What comes to this Court then? 

Mr. Jacobs: What comes to this Court is our request that 
the Commissioner be ordered to accept our petition. We 
have petitioned him. 

The Court: Where is the petition now, in his hand? 

Mr. Jacobs: The petition was referred to a Supervisory 
Examiner in Group 120, who refused even to consider 
the question of interpreting the rule. 

The Court: Well, it seems to me the Court, if it should 
agree with you and have an order issued sustaining your 
contention here, would be just breaking the usual system of 
things down there. I have been in this patent business for 
many years, since 1937, and I think I know what they do. 

‘And I don’t see how anybody is hurt. If the Commis- 
18 sioner did something hurting you, that would be 

another matter. But that hasn’t been done. And even 
if something is handed out that affects you deleteriously, 
you can bring your appeal here; take it right up here. 
That is all. 

Mr. Jacobs: Except that our feeling is that the Board 
of Appeals does not have the power and authority to pass 
on it. 
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‘The Court: Well, the Court thinks differently. You un- 

derstand my situation? 
Mr. Jacobs: Yes, sir. 

‘The Court: From my long experience in patent work, 
I feel that the motion made by the Solicitor of the Patent 
Office should be sustained. And you are not being hurt. 
If you were being hurt, why, probably I would take it under 
advisement. But I am not going to do it, and neither do 
I' think it is necessary for you to get a chance to write a 
brief on this Decision of the Supreme Court. 

The Court holds for the Solicitor. 
Mr. Schimmel: Your Honor, I suppose, would like an 
order on it? 
The Court: I want you to submit an order. Nobody is 
being hurt. 
Mr. Schimmel: All right, sir, I will send it in. 
The Court: Court now stands adjourned until re- 
19 turn of Court. 
The Deputy Marshal: This Honorable Court now 


stands adjourned until return of Court. 


[ Whereupon, at 2:24 p.m. the motion on March 22, 1966, 
before Judge Joseph R. Jackson in Civil Action No. 
2928-65, Doyle et al. v. Comm’r of Patents, was con- 
cluded.] 
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1. Are decisions of the Commissioner of Patents in re- 
sponse to a Petition under Patent Office Rules 181 to 183 
to be exempted from judicial review in the absence of any 
statute so specifying? 


2. Does 28 U.S.C. 1361 confer jurisdiction on the District 
Court for the District of Columbia to review the refusal 
of the Commissioner of Patents to act after his super- 
visory authority has been invoked according to his own 
rules? 


3. Does 5: U.S.C. 1009 confer jurisdiction on the District 
Court for the District of Columbia to review the refusal 
of the Commissioner of Patents to act after this super- 
visory authority has been invoked according to his own 
rules? 


4. Did the District Court commit prejudicial error when 
it based its decision issued from the bench after oral 
argument dismissing the complaint and civil action 2928-65 
on Brenner v. Manson, 148 U.S.P.Q. 689, 693 and withdrew 
permission for counsel for Doyle, Nayler and Rolinson to 
respond to that Supreme Court case by a supplemental 
memorandum when that case was just decided by the Su- 
preme Court the day before oral argument? 
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Appeal No. 20297 


Frank Peter Doyiz, Joan Herserr CHartes NaY ier, 
Grorce Newsott Rouinson, Appellants 


v. 


Epwarp J. Brenner, Commissioner of Patents, 
Appellee 


Appeal From an Order Dismissing Complaint 


BRIEF FOR APPELLANTS 


JURISDICTIONAL STATEMENT 


Plaintiffs-Appellants Frank Peter Doyle, John Herbert 
Charles Nayler and George Newbolt Rolinson (hereinafter 
referred to as Doyle, Nayler and Rolinson) through their 
attorneys commenced Civil Action No. 2928-65 on Novem- 
ber 23, 1965 against Edward J. Brenner, Commissioner of 
Patents, Defendant-Appellee, in the District Court for the 
District of Columbia under the provisions of Public Law 
87-748 §1(a), October 5, 1962, 76 Stat. 744, U.S.C. 1361. 
On December 1, 1965 Doyle, Nayler and Rolinson filed an 
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Amended Complaint setting forth the Act of June 11, 1946 
C.'324 § 10, 60 Stat. 243, U.S.C. Title 5 Section 1009 (here- 
inafter referred to as 5 U.S.C. 1009) as a further basis 
for jurisdiction. The action requested court review of a 
decision of the Commissioner of Patents in response to a 
Petition filed by Doyle, Nayler and Rolinson which de- 
cision refused to declare an Interference between their 
pending patent application Serial No. 826,491 and Sheehan 
Patent No. 3,159,617 and which further refused to interpret 
the new Interference Rules promulgated by the Commis- 
sioner himself (JA 20-24). 


Doyle, Nayler and Rolinson have been requesting the 
declaration of an Interference between their pending patent 
application Serial No. 826,491 and Sheehan Patent No. 
3,159,617 since August 13, 1964 (JA 3-5; 21-23). On or 
about October 22, 1965, Doyle, Nayler and Rolinson filed 
a Petition to the Commissioner of Patents under the pro- 
visions of Rules 181 to 183 (Appendix A) of the Rules of 
Practice of the United States Patent Office (JA 45; 23) 
requesting the Commissioner to exercise his supervisory 
authority and to order the Declaration of an Interference, 
and to interpret Interference Rules 204(b), 207 issued by 
him and the underlying intention of the Rules regarding 
interferences between foreign applicants for patents such 
as Doyle, Nayler and Rolinson and United States Patentees 
such as Sheehan (Appendix B). 


On November 17, 1965, George D. Mitchell, Acting Di- 
rector of the Chemical Examining Operation, issued a 
decision (JA 5; 23; Appendix C) on the Petition, the 
Commissioner apparently having delegated the decision on 
the Petition to Mr. Mitchell (JA 10; 12). The decision 
refused to declare the requested Interference and refused 
to interpret any of the Interference Rules as requested 
(Appendix C). 


On November 23, 1965, Doyle, Nayler and Rolinson 
through their attorneys filed a Bill of Complaint in the 
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District Court for the District of Columbia (Civil Action 
No. 2928-65) seeking court review of the refusal of the 
Commissioner of Patents to declare the requested inter- 
ference and to interpret his own Interference Rules (JA 
1 to 6). This complaint brought an action in the nature 
of mandamus under the provisions of 28 U.S.C. 1361, supra, 
(Appendix D). 


Section 1361 provides that the district courts shall have 
original jurisdiction of any action in the nature of manda- 
mus to compel an officer or employee of any United States 
agency to perform a duty owed to the plaintiff (Appendix 
D). Doyle, Nayler and Rolinson had petitioned the Com- 
missioner of Patents, an officer or employee of the United 
States Patent Office, and requested that he act in accord- 
ance with his own rules and that he interpret them. The 
Commissioner refused. 


On or about December 1, 1965, Doyle, Nayler and Rolin- 


son filed through their attorneys an amended Bill of Com- 
plaint (JA 20 to 24). This amended complaint was essen- 
tially the same as the original complaint except that it also 
based jurisdiction on 5 U.S.C. 1009, supra (JA 20) (see 
Appendix E for text). 


Section 1009 is a section of the Administrative Pro- 
cedure Act which provides for court review of administra- 
tive decisions unless precluded by law or unless by law 
agency action is committed to agency discretion (Appendix 
E). The decision rendered on Doyle, Nayler and Rolin- 
son’s Petition was final and no review was possible except 
by the courts. 


On March 25, 1966, Judge Jackson sitting in the District 
Court granted the Commissioner’s motion to dismiss and 
dismissed the complaint, without stating any ground or 
reason therefor and citing only Brenner v. Manson 148 
U.S.P.Q. 689, 693 (1966) (JA 46). 
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On May 23, 1966, Doyle, Nayler and Rolinson filed 
through their attorneys a Notice of Appeal to this Court 
pursuant to the provisions of Rule 73 of the Federal Rules 
of Civil Procedure. This appeal was timely filed within 
the' sixty day period provided for in cases where a United 
States agency is a party. This appeal is from a final 
decision of the District Court for the District of Columbia 
and is therefore appealable. 


As required by Rule 15 of the Rules of this Court, a 
Statement of Points and Errors was filed July 8, 1966 
and served on counsel for the Commissioner. 


STATEMENT OF CASE 


This is an appeal from the decision of Judge Jackson 
of the District Court for the District of Columbia which 
decision dated March 25, 1966, granted a motion to dis- 
miss made by the Defendant-Appellee Commissioner of 
Patents and which dismissed the complaint of Plaintiffs- 
Appellants Doyle, Nayler and Rolinson, and Civil Action 
No. 2928-65 (JA 46). The Doyle, Nayler and Rolinson civil 
action requested the District Court to review the refusal 
of the Commissioner to declare a requested Interference’ 
and his refusal to interpret his newly promulgated inter- 
ference rules? (JA 1-6, 20-24). The decision of Judge 
Jackson failed to state any reason for the granting of the 
Commissioner’s motion and the dismissal of the complaint, 


1/An Interference is a proceeding in the Patent Office for determining who 
js the first inventor of subject matter which is claimed to have been first 
invented by two or more different people. Only the first inventor can right- 
fully obtain a patent for the subject matter in question (Public Law 82-593 
C. 950, 66 Stat. 792 as amended, U.S.C. Title 35 Sections 101 and 102; 
hereinafter referred to as 35 U.S.C. —). 


2 Interference rules are part of the Rules of the Patent Office and pertain 
to those requirements which must be complied with before an Interference 
will be declared as well as those rules which govern the conduct of an Inter- 
ference after it has been declared. 

Pursuant to 35 U.S.C. 135, the Commissioner of Patents issued new Inter- 
ference Rules effective for all Interferences declared after July 1, 1965. 
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and there was no finding as to jurisdiction or lack thereof 
or as to whether or not the complaint stated a cause of 
action (JA 46). The Commissioner’s motion to dismiss 
was based on an allegation of lack of jurisdiction coupled 
with an alleged failure to state a claim upon which relief 
could be granted (JA 31-35). The decision of Judge Jack- 
son dismissing the complaint only referred to Brenner v. 
Manson, 148 U.S.P.Q. 689, 693 (1966), (JA 46). 


The present controversy has arisen as a result of Doyle, 
Nayler and Rolinson’s repeated requests for the declara- 
tion of an Interference between their pending patent appli- 
cation Serial No. 826,491 and Sheehan United States 
Patent No. 3,159,617. Doyle, Nayler and Rolinson requested 
the declaration of an Interference on the ground that they 
are the first inventors of subject matter claimed by Shee- 
han in his patent and that having complied with the rules 
governing the declaration of Interferences, which rules 
were promulgated by the Commissioner of Patents himself, 
an Interference must be declared. Doyle, Nayler and 
Rolinson also requested interpretation of certain specific 
Interference Rules which they stated had been misinter- 
preted and/or misapplied by the Patent Office Examiners 
who have steadfastly refused to declare an Interference. 
To rectify this grave injury, a Petition to the Commis- 
sioner was filed requesting him to exercise his supervisory 
authority and to declare the requested Interference and 
interpret the meaning and intention of certain of his rules. 


Doyle, Nayler and Rolinson are all British subjects and 
all currently reside in England. On August 2, 1957, Doyle, 
Nayler and Rolinson filed in the British Patent Office an 
application, assigned No. 24,607, which subsequently be- 
came British Patent No. 870,395. On July 22, 1958, Doyle, 
Nayler and Rolinson filed a patent application in the United 
States Patent Office, which was assigned Serial No. 750,075 
which corresponded to British Application No. 24,607 and 
claimed and obtained the benefit of the August 2, 1957 
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filing date under the provisions of the International Con- 
vention and 35 U.S.C. 119 (Appendix E) (JA 3, 21). The 
International Convention and 35 U.S.C. 119 passed pur- 
suant thereto provides that an application filed in any 
member country within any one year of the earliest filing 
date in the home country of an applicant will receive the 
same rights and privileges as the application would have 
received had it been filed on such early date in the country 
in question. 


Subsequent to the filing of United States patent applica- 
tion Serial No. 750,075, which is now United States Patent 
No. 2,941,995, the United States Patent Office made a de- 
termination that that application contained more than one 
invention and required Doyle, Nayler and Rolinson to de- 
cide which invention they wished to pursue in that appli- 
cation and gave them the right to file a separate appli- 
cation which is known as a divisional application which 
would cover the other invention. On July 13, 1959, Doyle, 
Nayler and Rolinson filed a divisional application which 
was assigned Serial No. 826,491 and which is the case 
involved in the present controversy (JA 3, 21). Under 
the provisions of 35 U.S.C. 120 a divisional application has 
an effective filing date as of the filing date of the original 
case from which it was divided (Appendix G). In the 
present situation the original case is entitled to the benefit 
of the filing date of the original British application. It 
is undisputed that Doyle, Nayler and Rolinson’s Applica- 
tion Serial No. 826,491 is entitled to claim the original 
August 2, 1957 filing date of their British application as 
the effective filing date. The effective filing date is im- 
portant for Interference purposes. 


Subsequent to July 13, 1959, application Serial No. 
826,491 proceeded to be examined by the Patent Office and 
progressed in a normal and conventional manner. An 
issue was eventually reached in the application and the 
Patent Office issued a final rejection. A final rejection 
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means that the applicants involved in the case must either 
place the application in condition to be allowed by the 
Examiner or must file a Notice of Appeal to the Board 
of Appeals followed by am appeal brief and argument be- 
fore the Patent Office Board of Appeals. If an applicant 
follows neither of these two available courses, the applica- 
tion will be held abandoned and the applicant will lose all 
rights in the case. Doyle, Nayler and Rolinson subse- 
quently timely filed a Notice of Appeal and the application 
was thus appealed to the Board of Appeals. 


Meanwhile, on January 8, 1964, a Civil Action 3392-62 
brought by Massachusetts Institute of Technology on be- 
half of John C. Sheehan against David L. Ladd, then Com- 
missioner of Patents, was argued before the District Court 
for the District of Columbia. This action sought reversal 
of a decision of the Patent Office refusing to grant a patent 
to Sheehan. The District Court in that case subsequently 
reversed the Patent Office and issued a decision ordering 
the Commissioner of Patents to grant a patent to Sheehan. 
Doyle, Nayler and Rolinson through their then attorneys 
became aware of the decision of the District Court and 
learned that Sheehan would then be granted a patent for 
an invention which they believed they had made first. To 
prevent this injustice, Doyle, Nayler and Rolinson filed 
a paper on August 13, 1964 before the Board of Appeals 
requesting the Board to remand their application Serial 
No. 826,491 to the Examiners previously in charge of the 
case so that an Interference could be instituted to prove 
they were the first inventors. With their request, they 
submitted an amendment which added the claims of the 
Sheehan application and which requested that an Inter- 
ference be declared between Doyle, Nayler and Rolinson’s 
pending application Serial No. 826,491 and the then pend- 
ing and not yet issued Sheehan application to determine 
who was the first inventor of the subject matter of those 
claims. In order for an Interference to be declared, each 
patent application concerned must have some identical 
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claims which are called the ‘‘counts’’ of the Interference 
(Patent Office Rules 203(a) [Appendix H], 205 [Appen- 
dix IJ). 


In a paper dated October 21, 1964, the Patent Office Ex- 
aminer to whom application Serial No. 826,491 had been 
remanded stated that action on the Doyle, Nayler, Rolinson 
application would be suspended for a period of six months 
in order to determine whether an Interference would be 
declared. The Examiner advised Doyle, Nayler and Rolin- 
son that they should call the case up for action at the end 
of six months (JA 3, 21). Only two months later, on 
December 22, 1964, the Patent Office issued a final rejection 
to Doyle, Nayler and Rolinson, which final rejection 
refused to allow the claims in their application Serial No. 
826,491 on the ground that they were unpatentable over 
the Sheehan application which on December 1, 1964 had 
been issued as Patent No. 3,159,617. No mention was made 
in that Official Action of any declaration of Interference or 
any reason why the requested Interference had not been 
declared (JA 3, 22). Subsequent thereto Doyle, Nayler 
and Rolinson retained new attorneys and an extension of 
time for responding to the final rejection was applied for 
and granted by the Patent Office. This extended the dead- 
line for response to the December 22, 1964 Final Rejection 
from April 22, 1965 to June 22, 1965 in order to enable the 
newly retained attorneys to study the situation (JA 34, 
922). On June 21, 1965 Doyle, Nayler and Rolinson filed 
through their new attorneys a renewed request for the 
declaration of an Interference between their application 
Serial No. 826,491 and the now issued Sheehan Patent 
3,159,617, together with an amendment to their application 
and a Notice of Appeal (JA 4, 22). It was necessary that 
a Notice of Appeal be filed before June 22, 1965 because 
regardless of what other action Doyle, Nayler and Rolinson 
took, their application would be adjudged to have been 
abandoned if the Notice of Appeal was not filed. This 
Notice of Appeal technically transferred jurisdiction from 
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the Patent Office Examiner who was studying the case to the 
Patent Office Board of Appeals, and the case was entered 
on the appeal docket of the Board of Appeals. However, 
as a practical matter the Examiner was still in a position 
to consider and study the application by merely requesting 
return of the file from the Board of Appeals and such 
further study of the application did in fact take place. 
Doyle, Nayler and Rolinson supplemented their renewed 
request for Interference with an affidavit executed by 
Doyle, Nayler and Rolinson as well as a supplementary re- 
newed request for Interference in order to comply with 
the provisions of the Patent Office rules governing the 
declaration of Interferences and specifically in order to 
comply with Rule 204(b) (Appendix J) (JA 4, 22). 


In response to these actions the Patent Office issued an 
advisory action dated August 3, 1965, which action allowed 
certain claims in application Serial No. 826,491 but re- 
fused to allow the claims which were identical to those in 
the now issued Sheehan patent and also refused to declare 
an Interference between Serial No. 826,491 and Sheehan 
Patent 3,159,617 (JA 4, 22). 


In view of the impending deadline of August 20, 1965 
for the Appeal Brief before the Board of Appeals, Doyle, 
Nayler and Rolinson obtained on August 10, 1965 an exten- 
sion of time for filing the appeal brief in order to submit 
further evidence by affidavits to ensure that there would be 
no basis for contending that the prima facie showing re- 
quired by the Interference rules, see Rule 204(b) (Ap- 
pendix J), supra, to obtain declaration of an Interference 
had not been met (JA 4, 22). On or about September 7, 
1965 Doyle, Nayler and Rolinson through their attorneys 
filed a further series of papers in connection with their ap- 
plication Serial No. 826,491 and these papers included a 
request for remand of the application from the Board of 
Appeals to the Patent Office Examiner handling the case, 
and a request that the Interference previously requested 
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now be declared on the ground that all Patent Office Inter- 
ference Rules had been complied with. They submitted in 
further support of this request an affidavit of John Herbert 
Charles Nayler® (JA 4, 22; see Appendix K for text of 
affidavit). On or about September 28, 1965 Doyle, Nayler 
and Rolinson filed through their attorneys further papers 
requesting again that the requested Interference be de- 
clared and submitted in further support the affidavits of 
Maurice John Soulal* (Appendix L) and Sir Robert Robin- 
son® (JA 22-23; see Appendix M for text of affidavit). 
These affidavits were presented to establish that Sheehan 
could not rely on a date of invention earlier than the 
August 2, 1957 date that Doyle, Nayler and Rolinson had 
established. 


3 John Herbert Charles Nayler, co-inventor and party to this proceeding 
is a graduate of London University with the degree of B.Sc., 1948, and the 
degree of Ph.D., 1955. He became a Fellow of the Royal Institute of Chem- 
istry in 1959, and has approximately 17 years of experience in organic 
chemical research in the pharmaceutical industry. He is presently the Head 
of the Chemistry Research Department of Beecham Research Laboratories in 
England. He is the author or co-author of numerous publications in the 
penicillin field including ‘‘Penicillins and Related Structures’’, Chapter 1, 
ADVANCES IN DRUG RESEARCH, Vol. 1 (1964), Academic Press (London 
and New York) and is also the inventor or co-inventor of a number of pat- 
ents, particularly relating to semi-synthetic penicillins. 


4 Maurice John Soulal is a graduate of London University with the degree 
of B.Se., 1951, and the degree of Ph.D., 1957. He became a Fellow of the 
Royal Institute of Chemistry in 1962, and has approximately 11 years of 
experience in organic chemical research in the pharmaceutical industry. 
He is presently the Head of the Chemistry Development Department of 
Becham Research Laboratories. He is the author or co-author of numerous 
publications in the penicillin field, and is also the inventor or co-inventor 
of a number of patents, particularly relating to semi-synthetic penicillins. 


5 Robert Robinson Kt., OM., DSc., FRC. F.R.S. was awarded the Nobel 
Prize for Chemistry in 1947. A former professor of Chemistry in the Uni- 
versities of Sydney, Liverpool, St. Andrews, Manchester, University College, 
London, and Oxford (1932-1957), Sir Robert Robinson has been the recipient 
of 22 Honorary Doctorates and is a Foreign Member of Scientific Academies 
worldwide, including the National Academy of Sciences, Washington, District 
of Columbia, American Academy of Arts and Sciences, Boston, Massachusetts, 
New York Academy of Sciences, Philosophical Society, Philadelphia, Pennsyl- 
vania, Honorary Member of the Chemists Club of New York. 
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On October 4, 1965 a further Official Action was issued 
again refusing to declare the requested Interference (Ap- 
pendix N). 


As a result of this further advisory action and further 
in view of the again impending appeal brief deadline, 
Doyle, Nayler and Rolinson filed through their attorneys 
a Petition to the Commissioner of Patents (Appendix B) 
under the provisions of Rules 181 to 183 of the Patent 
Office Rules of Practice (Appendix A), requesting the Com- 
missioner to exercise his supervisory authority and to de- 
clare or order the declaration of an Interference between 
the Doyle, Nayler and Rolinson application and the Shee- 
han patent, and requesting furthermore that the Commis- 
sioner interpret the Interference Rules issued by him on 
the ground that these rules had been misinterpreted and/or 
misapplied by the Patent Office Examiners who had re- 
fused to declare the Interference after Doyle, Nayler and 
Rolinson had complied with the rules (JA 45, 23; Ap- 
pendix B). 


Having failed to receive any decision in response to the 
Petition to the Commissioner, an extension of time was 
again obtained for filing the appeal brief so that the new 
appeal brief deadline was then set for November 19, 1965 
(JA 5, 23). 


In a paper dated November 17, 1965, Doyle, Nayler and 
Rolinson learned that the Petition to the Commissioner 
had apparently been referred by the Commissioner to 
George D. Mitchell, Acting Director of the Chemical Ex- 
amining Operation and Manager of Group 120 for de- 
cision. The Examiners who had refused to declare the 
requested Interference were from Group 120. Mr. 
Mitchell’s decision refused to declare an Interference and 
refused to interpret any Interference Rules (JA 5, 23; 
see Appendix C for text of decision). Doyle, Nayler and 
Rolinson then requested a further ten day extension of 
time for filing the appeal brief in order to allow their at- 
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torneys to file a request for a stay of the appeal brief 
deadline before the Board of Appeals. This requested 
extension was denied on November 19, 1965 (JA 5, 23). 


On November 23, 1965, Doyle, Nayler and Rolinson 
through their attorneys filed in the District Court for the 
District of Columbia Civil Action 2928-65 and a motion 
for a temporary restraining order requesting that the due 
date for the appeal brief before the Board of Appeals 
presently set for November 29, 1965 be stayed pending a 
hearing on a motion for a preliminary injunction to stay 
the appeal brief deadline to be served in conjunction with 
the Bill of Complaint which commenced Civil Action No. 
2928-65 in the District Court for the District of Columbia. 
As previously stated the Action requested review of the 
Commissioner of Patents’ refusal to declare an Interfer- 
ence and refusal to interpret any of his own Interference 
Rules (JA 67). Judge Jackson, sitting in the District 
Court for the District of Columbia, granted the temporary 
restraining order on November 24, 1965 and this extended 
the due date for the appeal brief before the Board of 
Appeals to December 3, 1965 (JA 15). 


On November 24, 1965 Doyle, Nayler and Rolinson 
through their attorneys filed a motion for a preliminary 
injunction to stay the due date of the appeal brief before 
the Board of Appeals pending the final determination of 
their complaint brought against the Commissioner of 
Patents seeking review of his decision and his failure to 
act (JA 16-17). On December 1, 1965, an amended Bill of 
Complaint was filed which alleged as a further basis for 
jurisdiction in addition to 28 U.S.C. 1361 (Appendix D), 
supra, 5 U.S.C. 1009 (Appendix E), supra, commonly 
known as the Administrative Procedure Act (JA 20). 


On December 2, 1965 after hearing oral argument, Judge 
Jackson from the bench denied the motion for a preliminary 
injunction and also denied an oral motion to stay the due 
date for the filing of the appeal brief before the Board of 
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Appeals pending an appeal to the Court of Appeals (JA 
61; order at JA 31). 


On December 3, 1965 Doyle, Nayler and Rolinson filed a 
request before the Board of Appeals (Appendix O) re- 
questing that the Board stay the appeal pending final 
determination of the Civil Action brought against the Com- 
missioner of Patents. This request was joined by Acting 
Solicitor Joseph Schimmel on behalf of the Commissioner 
and pursuant to Mr. Schimmel’s own suggestion during the 
course of oral argument on the motion for a preliminary 
injunction (JA 60). The Board of Appeals granted the 
request for a stay of decision in the appeal in a paper 
dated December 13, 1965 (Appendix P). 


On January 25, 1966 Acting Solicitor Schimmel on behalf 
of the Commissioner of Patents filed a motion to dismiss 
the Bill of Complaint on the ground that the District 
Court lacked jurisdiction over the subject matter of the 
complaint and that the complaint failed to state a claim 
against the Commissioner upon which relief could be 
granted (JA 31-35). On March 25, 1966 oral argument on 
the motion took place and Judge Jackson from the bench 
granted the motion to dismiss and dismissed the complaint 
(JA 71-72). In the written order (JA 46) Judge Jackson 
did not state that the court lacked jurisdiction nor did he 
state that the complaint failed to state a claim upon which 
relief could be granted. The only basis for granting the 
motion to dismiss and dismissing the complaint was a 
citation to Brenner v. Manson, 148 U.S.P.Q. 689, 693 (1966) 
which decision was called to the Court’s attention during 
the course of oral argument by then Solicitor Schimmel 
(JA 65-66; 46). 


On May 23, 1966, a Notice of Appeal to this Court was 
duly filed and the present case is now before This Court. 
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STATEMENT OF POINTS 


The District Court for the District of Columbia erred 
when it: 


1. Granted the Commissioner of Patent’s Motion to 
‘dismiss Doyle, Nayler and Rolinson’s Complaint, 
Amended Complaint and underlying Civil Action 
2928-65 ; 


2. Dismissed Doyle, Nayler and Rolinson’s Com- 
‘plaint, Amended Complaint and Civil Action 2928-65; 


3. Refused and failed to assert jurisdiction over 
Civil Action 2928-65; 


4. Refused to allow Civil Action 2928-65 to proceed 
to trial, hear the evidence presented and render a 
judgment based on such evidence; 


5. Failed and refused to find and state that it pos- 

' sessed jurisdiction over Civil Action 2928-65 and that 

the Complaint and Amended Complaint set forth a 
claim upon which relief could be granted; 


6. Failed to set forth the grounds on which it dis- 
missed Doyle, Nayler and Rolinson’s Complaint, 
Amended Complaint and Civil Action 2928-65 ; 


7. Misinterpreted and misapplied Brenmer v. Man- 
son, 148 U.S.P.Q. 689, 693 (1966) cited at the end of 
the Court’s Order and upon which it relied in render- 
ing a decision from the bench after oral argument and 
after committing prejudicial error by withdrawing per- 
mission initially granted for counsel for Doyle, Nayler 
and Rolinson to discuss Brenner v. Manson, supra, in 

‘ a supplemental memorandum, because that case was 
just decided the day before the oral argument by the 
Supreme Court; 
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8. Failed to exercise judicial review of the admin- 
istrative proceeding which resulted in unwarranted 
inaction by the Commissioner of Patents, in response 
to the Petition filed under Patent Office Rules 181 to 
183 by Doyle, Nayler and Rolinson; and 


9. Denied Doyle, Nayler and Rolinson due process 
of law by prematurely dismissing Civil Action 2928-65. 


SUMMARY OF ARGUMENT 


I. 35 U.S.C. 1361 confers jurisdiction over this con- 
troversy on the District Court for the District of Columbia 
because once Doyle, Nayler and Rolinson have complied 
with the Rules laid down by the Commissioner of Patents 
governing the requirements preparatory to the declaration 
of an Interference, the Commissioner has the duty to 
declare or to order the declaration of the requested Inter- 
ference. 


A. The Patent Office Examiners handling Doyle, 
Nayler and Rolinson’s application Serial No. 826,491 
misinterpreted and/or misapplied Rule 204 (b) when 
they held that an Interference would not be declared 
even though Doyle, Nayler and Rolinson had complied 
with the clear meaning of the Rule. 


B. The Patent Office Examiners handling the Doyle, 
Nayler and Rolinson application acted erroneously 
when they accorded Sheehan patent No. 3,159,617 an 
effective filing date of March 1, 1957, when Doyle, 
Nayler and Rolinson presented three affidavits by world 
renowned chemists proving that Sheehan was not 
entitled to a date earlier than the May 1, 1959 filing 
date of his application which became patent No. 
3,159,617. 


C. The Patent Office Examiners handling the Doyle, 
Nayler and Rolinson application usurped the functions 
of the Board of Patent Interferences when they re- 
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quired that Doyle, Nayler and Rolinson sustain a 
‘greater burden of proof to obtain a declaration of 
‘Interference than Doyle, Nayler and Rolinson would 
‘ever have had to sustain in order to prove first in- 
ventorship in an Interference. 


D. The Manual of Patent Examining Procedure sets 
forth regulations which are binding on the Patent Office 
Examiners. Sections 1101.02 (a) and 1102.01 (a) 
clearly state that under the circumstances involved in 
this controversy, the Sheehan patent can only be over- 
come through an Interference proceeding and that a 
continuation-in-part application like Sheehan’s should 
not be accorded an effective filing date other than the 

‘ actual filing date of the patent application which 
became the patent in question, namely, May 1, 1959. 


i #E, An action in the nature of Mandamus under 28 
| U.S.C. 1361 confers jurisdiction on the District Court 
to compel the performance of agency action which in- 


volves judgment and discretion. No discretion is 
involved on the part of the Commissioner of Patents 
and therefore if 28 U.S.C. 1361 confers jurisdiction 
even in cases involving discretion, it is clear that juris- 

: diction is conferred in actions where discretion is not 
involved. 


IL 5 U.S.C. 1009 confers jurisdiction on the District 
Court for the District of Columbia to review administrative 
agency decisions. 


A. Since the Patent Office is an administrative 
agency, the actions of the Commissioner of Patents in 
response to Petitions are reviewable under the pro- 
visions of 5 U.S.C. 1009. The Federal Bar News, 
Volume 13, No. 2, February, 1966, page 77; In re 
Walker (C.C.P.A. 1963), 324 F. 2d 977; Winkler v. 
Ladd, Commissioner of Patents (D.C.D-C. 1963), 221 
F. Supp. 550. In order to preclude judicial review of 


17 


an administrative agency’s decision there must be a 
specific statute which exempts such action or such an 
agency from judicial review, and such statute must be 
clear in its preclusion. See Freeman v. Brown (CA 
Ga. 1965), 342 F. 2d 205. 


B. The Federal courts have the power and authority 
to set aside arbitrary or capricious agency action under 
the provisions of 5 U.S.C. 1009. See General Motors 
v. U. S. (DC Mich. 1962), 207 F. Supp. 641. 


III. The Complaint and Amended Complaint filed by 
Doyle, Nayler and Rolinson set forth a claim upon which 
the District Court for the District of Columbia could have 
granted relief. 


IV. Brenner v. Manson, 148 U.S.P.Q. 689, 693, cited by 
the District Court for the District of Columbia at the end 
of its decision dismissing the Complaint and underlying 


Civil Action 2928-65 is completely irrelevant to the present 
controversy and is concerned with issues totally unrelated 
to those of the present case, 


A. Brenner v. Manson, supra, is concerned with 
whether Certiorari lies from the Supreme Court of the 
United States to the Court of Customs and Patent 
Appeals on Petition from the Commissioner of 
Patents and whether a process is useful when it 
produces a product even though the use of the product 
may not be disclosed or known. These issues are com- 
pletely unrelated to any issues in the present con- 
troversy and the case as a whole is irrelevant to the 
case presented for this Court’s determination. The 
Court also committed prejudicial error by withdrawing 
permission initially granted for counsel for Doyle, 
Nayler and Rolinson to discuss by a supplemental 
memorandum the Brenner v. Manson case, supra, 
which case was decided by the Supreme Court the day 
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before oral argument and the subsequent bench 
decision from Judge Jackson. 


B. In re Ziegler, Breil, Holzkamp and Martin 
“(CCPA 1966), 150 U.S.P.Q. 551, is distinguishable 
from the present case since common claims were not 
present in the Ziegler et al. application and the patent 
which Ziegler et al. sought to get into Interference 
‘ with. The Court of Customs and Patent Appeals, 
however, did not preclude the possibility that an Inter- 
ference could be declared despite the fact that the 
claims of the Ziegler et al. application were rejected 
as unpatentable over the patent with which the Inter- 
ference was sought, if Ziegler et al. added the claims 
of the patent in question to their own pending 
application. 


V. The decision of the District Court for the District 
of Columbia granting the Commissioner of Patent’s Motion 


and dismissing the Complaint and underlying cause of 
action was completely unwarranted and without foundation. 
The Motion to Dismiss was based on lack of jurisdiction 
and failure to state a claim upon which relief could be 
granted. The District Court possessed jurisdiction and 
there was a variety of possible relief the Court could have 
granted. The Court’s reliance on Brenner v. Manson, 
supra, is erroneous because that case has no relevance to 
the present case. 
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ARGUMENT 


I, 35 U.S.C. 1361 CONFERS JURISDICTION OVER THIS CONTRO- 
VERSY ON THE DISTRICT COURT FOR THE DISTRICT OF 
COLUMBIA. 


Section 1361 of Title 35 of the U.S.C. confers original 
jurisdiction on the District Courts of actions in the nature 
of mandamus to compel an officer or employee of any United 
States Agency to perform a duty owed to the plaintiff 
(Appendix D). The Commissioner of Patents owes Doyle, 
Nayler and Rolinson the duty of declaring an Interference 
or ordering that an Interference be declared once the very 
rules laid down by the Commissioner of Patents himself 
which govern when Interferences will be declared have 
been complied with. These rules set forth what a party 
seeking the declaration of an Interference must do so that 
an Interference will be declared. 


Interference Rule 201 of the Rules of Practice of the 
United States Patent Office (Appendix Q) states that an 
Interference will be declared as soon as it has been deter- 
mined that common patentable subject matter is claimed 
in an application and the patent involved. Doyle, Nayler 
and Rolinson have added Claims 1 to 6 of the Sheehan 
patent to their application for the purposes of seeking an 
Interference and in order to meet the requirements of Rule 
205(a) (Appendix I) which requires common subject 
matter be present in the application and the patent. It is 
uncontroverted that these claims which now appear in 
Doyle, Nayler and Rolinson’s application Serial No. 826,491 
describe the invention which is disclosed in that application 
and that the only thing which prevents these claims from 
being patentable to Doyle, Nayler and Rolinson is the 
existence of the Sheehan patent (with which the Inter- 
ference is being sought). If Doyle, Nayler and Rolinson 
prove to the Board of Patent Interferences that they are 
the first inventors of the subject matter in question which 
is contained in the claims common to their application and 
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the ‘Sheehan patent, the Sheehan patent will become auto- 
matically cancelled and will not thereafter prevent the 
claims from being patented to Doyle, Nayler and Rolinson. 


A. The Patent Office Examiners Have Misinterpreted and/or 
Misapplied Rule 204(b) 

Rule 204(a) (see Appendix R for full text of Rule 204) 
provides that the fact that one party already has a patent 
shall not prevent the declaration of an Interference. Rule 
204(b) (Appendix J) deals with situations where the 
effective filing date of the party seeking the Interference is 
thrée months or less subsequent to the effective filing date 
of the patentee. In that case, Rule 204(b) requires that 
to obtain a declaration of an Interference, the requesting 
party shall file proof that he made the invention before the 
“effective filing date’’ of the patentee or that his acts with 
respect to the invention in question were sufficient to estab- 
lish ‘‘priority of invention relative to the effective filing 
date of the patentee’? (emphasis added). In other words, 
according to the rules, a party seeking the declaration of 
an Interference can either show: 1) that he made the in- 
vention before the earliest date that the patentee can rely 
on: or 2) that he can establish that he was the first inventor 
by ‘proof tending to show that the earliest date which 
the patentee can rely upon is later than his earliest date; 
or 3) that through some acts of his or the patentees (such 
as abandonment of the invention) that he is the earliest in 
point of time notwithstanding any assertion to the contrary 
made by the patentee ex parte. 


Doyle, Nayler and Rolinson have been accorded an 
effective filing date of August 2, 1957 for their application 
Serial No. 826,491. This fact has not been questioned at 
any stage in the proceeding. The Sheehan patent issued 
on an application which was filed May 1, 1959. That 
application refers to an earlier abandoned patent applica- 
tion which was filed March 1, 1957. Sheehan alleges that his 
application filed May 1, 1959 which became Patent No. 


21 


3,159,617 is a continuation-in-part of the earlier and now 
abandoned March 1, 1957 application. This assertion 
means that Sheehan is claiming that the disclosure in his 
abandoned application filed March 1, 1957 directly supports 
the claims which are contained in his patent and meets all 
the requirements of the patent statutes with regard 
thereto such as that the Specification contains a ‘‘full, clear, 
concise and exact’’ description of the invention so that one 
skilled in the field involved could carry out his invention.? 
The question of whether or not Sheehan was entitled to 
rely on this March 1, 1957 date was never at issue during 
the entire prosecution of the Sheehan application in the 
Patent Office and the issue never arose and, therefore, was 
never passed upon when the District Court for the District 
of Columbia reversed the Patent Office and ordered the 
Commissioner of Patents to allow a patent to Sheehan. 


B. The Patent Office Examiners Acted Erroneously When They 
Give Sheehan an Effective Filing Date of March 1, 1957 
When the Nayler, Soulal and Sir Robert Robinson Affida- 
vits Proved He Should Be Restricted to His May 1, 1959 
Filing Date 


Doyle, Nayler and Rolinson have taken the position that 
it is up to Sheehan to establish that he is entitled to any 
date earlier than May 1, 1959, the filing date of the applica- 
tion which became Patent No. 3,159,617. But Doyle, Nayler 


135 U.S.C. 112. Specifications. The specification shall contain a written 
description of the invention, and of the manner and process of making and 
using it, in such full, clear, concise and exact terms as to enable any person 
skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and use the same, and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 


The specification shall conclude with one or more claims particularly pointing 
out and distinctly claiming the subject matter which the applicant regards 
as bis invention, 


An element in a claim for a combination may be expressed as a means or step 
for performing a specified function without the recital of structure, material, 
or acts in support thereof, and such claim shall be construed to cover the 
corresponding structure, material, or acts described in the specification and 
equivalents thereof. 
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and Rolinson have gone much further than merely asserting 
that Sheehan is not entitled to claim this March 1, 1957 
date. They have submitted proof in affidavit form 
(Appendices K, L, M) which states under oath that the 
earlier abandoned case of Sheehan filed March 1, 1957 does 
not! provide support for the claims in the Sheehan patent. 
These affidavits show that the early work of Sheehan which 
is in the abandoned application does not really describe 
anything having any meaning to one skilled in the field as 
required by 35 U.S.C. 112 (footnote), supra. No proof of 
production of any products is set forth in that abandoned 
application and it is on this basis that Doyle, Nayler and 
Rolinson have asserted the right to a declaration of an 
Interference with Sheehan in order to contest inter parte 
the question of who was in fact the first inventor. More- 
over, Doyle, Nayler and Rolinson have met the require- 
ments of Rule 204(b) (Appendix J), supra, by making a 
prima facie? showing through the Nayler (Appendix K), 
Sonlal (Appendix L), and Sir Robert Robinson (Appendix 
M) affidavits that Shechan cannot assert an effective filing 
date of earlier than May 1, 1959. Under such circumstances 
Doyle, Nayler and Rolinson have an effective filing date 
which is Jess than three months subsequent to the effective 
filing date of the Sheehan patent because they in fact have 
the earlier effective date—August 2, 1957 as opposed to 
May 1, 1959 for Sheehan. Having complied with these rules 


2iAccording to Black’s Law Dictionary by Henry Campbell Black (4th 
Edition—West Publishing Co.—1951) page 1353 Prima Facre means ‘‘at 
first sight; on the first appearance . . . a fact presumed to be true unless 
disproved by some evidence to the contrary’’. Prima Face EVIDENCE means 
“evidence good and sufficient on its face; such evidence, as in the judgment 
of the law, is sufficient to establish a given fact, or the group or chain of 
facts constituting the party’s claim or defense, and which if not rebutted or 
contradicted, will remain sufficient’’. Pages 1353-1354. 


Rule 204(c) requires a greater burden of proof than Rule 204(b) and yet Rule 
204(c) only requires Prima Facie Evidence. Rule 204(b) cannot, therefore, 
require more than Prima Facie Evidence. The Patent Office Advisory 
Action dated October 4, 1965 admits that this Prima Facie burden has been 
sustained (Appendix N, top of page 3 of the Official Action). 
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it is believed that the question of who was the first inventor 
should be determined by the Patent Office Board of Patent 
Interferences which Board is vested with jurisdiction of 
Interferences.’ 


It is important to note that even if Sheehan were initially 
given the benefit of the March 1, 1957 filing date that Rule 
204(c) (Appendix R) would then be the governing rule 
with regard to the showing which Doyle, Nayler and 
Rolinson must make in order to obtain the declaration of 
an Interference. Rule 204(c) (Appendix R), supra, covers 
the situation where the patentee’s date is more than three 
months earlier than the date of the party who is requesting 
the Interference. Under such circumstances, it is only 
necessary for the party requesting the Interference to 
make a prima facie? showing of first inventorship. In the 
event that the proof presented is deemed insufficient, an 
Interference will still be declared, but at the time the notice 
of declaration of Interference is issued, an order to show 
cause will be issued against the party requesting the Inter- 
ference. This order to show cause will place the burden 
on the party requesting the declaration of the Interference 
to show why judgment should not be entered against him 
on the ground that he has not produced sufficient proof to 
warrant the declaration of an Interference. In this regard 


8 According to the Patent Office Rules of Practice, page 2 of the 1965 
Edition, the Patent Office is organized into cleven sections, one of which is the 
Office of the Commissioner of Patents and the fourth of which is the Board 
of Patent Interferences. The Board of Patent Interferences (page 3, supra) 
‘“consists of such Examiners of patent Interferences as may be appointed 
by the Commissioner who designates one of them to act as Chairman. Three 
members constitute a Board of Patent Interferences in determining each 
question of priority. Intermediate questions and matters of procedure may 
be determined by a single Examiner of Interferences. The decisions of the 
Board of Patent Interferences on the question of priority are reviewable 
by the Court.’’ It is, therefore, clear that it is the Board of Patent Inter- 
ferences which possesses jurisdiction to decide the question of ‘‘priority’’ or 
first inventorship. First inventorship is not a matter which is to be decided 
by a Patent Office Examiner ex parte but is rather a matter to be decided by 
the Board of Patent Interferences after an inter parte proceeding. 
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it is also desired to call the Court’s attention to a recent 
Official Notice published in the Patent Office Official Gazette 
by George W. Boys, Chairman, Board of Patent Inter- 
ferences, dated April 21, 1966, 826 O0.G. 712 (Appendix S) 
which notice made specific mention of this practice and 
clearly shows that the Board of Patent Interferences at 
least has an opportunity to consider the sufficiency of the 
proof set forth in the affidavits presented by the party 
requesting the declaration of an Interference and initially 
assumes jurisdiction of the Interference. 


C. The Patent Office Examiners Have Usurped the Jurisdic- 
tion of the Board of Patent Interferences and Required a 
Greater Burden of Proof To Obtain an Interference Than 
Is Required To Win After an Interference Has Been 
Declared 


In the present circumstances the patent Examiners han- 
dling the Doyle, Nayler and Rolinson application have 
usurped the function of the Board of Patent Interferences 
by making an ex parte determination of what date Sheehan 
is entitled to rely upon. This question of Sheehan’s effec- 
tive filing date will be a central issue in the requested 
Interference. Furthermore, the Examiners have decided 
on their own that the affidavit proof presented by Doyle, 
Nayler and Rolinson is not sufficient to warrant the declara- 
tion of an Interference. The Patent Office has required 
that the proof presented be conclusive (see Advisory Action 
dated October 4, 1965, page 2, last line—Appendix N). 
This is manifestly in error since even under the provisions 
of Rule 204(c) the greatest proof which can be required at 
this stage is a prima facie showing. The Patent Office 
Examiners have admitted that Doyle, Nayler and Rolinson 
have already made such a prima facie showing (page 3 of 
the Official Action at the top—Appendix N). Moreover, 
once an Interference has been declared it is only necessary 
for the party requesting the Interference to prove first in- 
ventorship by a preponderance of the evidence—Cramer v. 
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Kirkwood and Torre (CCPA) 305 F. 2d 486, 134 U.S.P.Q. 
330 and Apstein v. Brimley and Cance (PO Bd. Pat. Inter) 
133 U.S.P.Q. 604. Therefore, the Patent Office is requiring 
a greater burden of proof in order to obtain a declaration 
of an Interference than Doyle, Nayler and Rolinson would 
ever have to sustain in order to prove that they were the 
first inventors once an Interference had been declared. 


D. The Manual of Patent Examining Procedure Contains Reg- 
ulations Governing the Declaration of Interferences Which 
Are Directly Contrary to the Actions of the Patent Office 
Examiners 


In addition, the Manual of Patent Examining Procedure 
(MPEP) (3rd Edition as amended) which contains the 
regulations governing actions by the Patent Office Ex- 
aminers includes a section dealing with this very problem 
about effective filing dates. MPEP 1101.02(a) (Appendix 
T) states in the fourth paragraph that a patent claiming 


the same invention as that being claimed in a pending 
application can be overcome only through Interference 
proceedings (emphasis added). The Patent Office in the 
present case has rejected Doyle, Nayler and Rolinson’s 
request for an Interference on the ground that the claims 
common to their application and the Sheehan patent are 
unpatentable to Doyle, Nayler and Rolinson because of the 
existence of the Sheehan patent. The Patent Office is, 
therefore, saying Doyle, Nayler and Rolinson must prove 
the claims are patentable over the Sheehan patent before 
priority of inventorship can be contested, and that Doyle, 
Nayler and Rolinson must swear back of the March 1, 
1957 date the Patent Office seeks to give Sheehan by an 
affidavit under Rule 131 (Appendix U). Yet in the fourth 
paragraph of MPEP 1101.02(a) at the last sentence it 
states that all that is required to obtain the declaration of 
an Interference is an affidavit setting forth facts sufficient 
to make out a prima facie case for priority relative to the 
filing date of the patentee. The basis for this is set forth 
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as a notice of April 30, 1963. In the next paragraph, 
MPEP 1101.02(a) goes on to state if the claims of the pat- 
ent are added to the pending application which seeks an 
Interference and the pending application has a disclosure 
which supports these claims, an action should be issued 
by the Examiner rejecting the claims and stating that the 
patent cannot be overcome by an affidavit under Rule 131 
but only through an Interference proceeding (emphasis 
added). The regulations go on to state that if the party 
involved controverts this statement and presents an affi- 
davit under Rule 131 (which would swear back of the 
patent) the case should be considered special and an action 
should be made refusing to accept the affidavit under Rule 
131 and, if necessary, the party should be required to file 
an affidavit and showing as required by Rule 204 prepara- 
tory to the declaration of an Interference. It is clear from 
these governing regulations that it would be improper 
under the Rules and Regulations promulgated by the Com- 
missioner for Doyle, Nayler and Rolinson to have at- 
tempted to swear back of the March 1, 1957 Sheehan date 
by filing an affidavit under the provisions of Rule 131 (Ap- 
pendix U). A Rule 131 affidavit is the only way a party 
can swear back of something. Even had such an affidavit 
been presented, the Examiner would have been forced to 
refuse to consider that affidavit. Thus the statement made 
by Judge Jackson (JA 69), that it is clearly a ‘‘funda- 
mental requirement’’ that Doyle, Nayler and Rolinson 
‘Sswear back’? of the early Sheehan date in order to get 
into an Interference is in direct conflict with the controlling 
Patent Office regulations. 


Furthermore, in MPEP 1102.01(a) (Appendix V) the 
regulations set forth under what circumstances an earlier 
date should be accorded a patentee when an Interference 
with that patent has been requested. On the top of page 
180 of the MPEP, first paragraph, it states that when 
reference is made in a patent that it is a divisional or con- 
tinuation application, the date of the earlier parent case 
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should be given only if the primary Examiner considers 
that the earlier application clearly supports all of the 
counts (e.g., claims). This statement refers to the situa- 
tion where the case in question contains a disclosure identi- 
cal to an earlier case which is not the situation with 
Sheehan. A continuation-in-part application is one in which 
new matter has been added to an earlier disclosure and, 
therefore, everything present in the later application is not 
present in the earlier application. Even in the case where 
a later case is designated as a divisional or continuation 
application, which means that the disclosures are identical 
to the earlier cases, the MPEP goes on to state that if 
there is any doubt upon this question, no reference should 
be made to an earlier application in the declaration of 
Interference and the matter should be left for determina- 
tion upon a motion to shift the burden of proof. Under 
the Interference Rules, and specifically Rule 231, a pat- 
entee would have the opportunity to assert his right to a 
date earlier than that initially accorded him in setting up 
the Interference and would lose no rights whatever but 
would merely have to sustain the burden of showing that 
he is entitled to a date earlier than the actual filing date of 
the application which became a patent. 


Continuing on to the second paragraph on page 180 in 
the first column, the MPEP specifically states that the 
Examiner should ‘‘ignore any earlier application of which 
the case in Interference is a continuation-in-part’’. This 
is exactly the situation in the present case where the appli- 
cation which became Patent No. 3,159,617 is designated as 
a continuation-in-part of an earlier abandoned application. 
The MPEP, therefore, is crystal clear that Sheehan should 
be accorded only the May 1, 1959 filing date of the continu- 
ation-in-part application and that if he feels he is entitled 
to claim the benefit of the March 1, 1957 date of his aban- 
doned parent application he may bring a motion to shift 
the burden of proof and to accord him that earlier date. 
It is believed that the Examiner was quite improper in 
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making an ex parte determination that Sheehan should 
get this earlier date and in doing so he acted directly con- 
trary to the MPEP section 1102.01(a). 


Doyle, Nayler and Rolinson specifically raised this 
point below in their petition to the Commissioner when 
they asked for an interpretation of Interference Rule 207 
(Appendix W) which deals with the circumstances under 
which the Examiner should accord a patentee a date ear- 
lier than the actual filing date of the application which be- 
came a patent. If Doyle, Nayler and Rolinson had made a 
prima ‘facie showing as they assert, and which the Exam- 
iners agree that they have (Appendix N top of page 3 of 
the Official Action), supra, Sheehan cannot rely on the 
filing date of March 1, 1957 of his abandoned parent ap- 
plication. Further, since the MPEP states that in any case 
where a continuation-in-part is involved or even where a 
divisional or continuation is involved and the Exam- 
iner possesses any doubt (emphasis added) whatsoever, 
the patentee should not be accorded the benefit of the date 
earlier than the actual filing date of his case. 


These are the circumstances which have resulted in the 
present court proceeding and it is for this reason that 
Doyle, Nayler and Rolinson have brought the present 
action in order to obtain court review of the refusal 
of the Commissioner of Patents to order declaration of the 
Interference as requested by their petition and the Com- 
missioner’s refusal to interpret the Interference Rules 
which were misinterpreted and/or misapplied by the Pat- 
ent Office Examiners. 


‘Having complied with the prevailing Patent Office Rules 
and further having complied with the regulations laid down 
to the Patent Office Examiners in the MPEP Doyle, Nayler 
and Rolinson were left with no recourse other than 
Court action to compel the Commissioner of Patents to 
perform a duty which was owed to them. This duty 
was that upon compliance with the prevailing rules and 
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regulations laid down by the Commissioner of Patents 
himself regarding the circumstances under which Inter- 
ferences would be declared, the Commissioner must then 
follow his own rules and declare the requested Interference. 


E. An Action in the Nature of Mandamus Confers Jurisdiction 
on the District Courts To Compel the Performance of 
Agency Action Involving Judgment and Discretion 


It is clear that mandamus or an action in the nature of 
mandamus may be employed to compel the performance of 
certain decisions which involve judgment and discretion. 
See Parrott v. Cary (DC Colo. 1964) 234 F. Supp. 572. 
While Doyle, Nayler and Rolinson requested the Commis- 
sioner of Patents to interpret certain of the Interference 
Rules, namely Rules 204 (Appendix R) and 207 (Appendix 
W) the Commissioner would have complied with the request 
if he had in fact at least interpreted the Interference 
Rules in order to explain why it was that they had not 
been compiled with. Instead, ignoring the entire situation 
does not comply with a properly made Petition and it is not 
believed that the Commissioner should be allowed to act in 
an arbitrary or capricious manner. In discussing the func- 
tions and duties of the Commissioner of Patents in the 
Patent Office Rules of Practice 1965 Edition at page 2, 
the Rules state that the ‘‘Commissioner of Patents .. . 
exercises general supervision over the entire work of the 
Patent Office; . . . decides various questions brought before 
him by petition as prescribed by the rules, and performs 
other duties necessary and required for the administration 
of the Patent Office and the performance of its functions.’’ 
It is therefore incumbent upon the Commissioner to accept 
and act upon a properly presented petition invoking his 
supervisory authority in accordance with the Patent Office 
Rules (see Appendix A Rules 181 to 183 and Petition to 
the Commissioner Appendix B). Moore’s Federal Prac- 
tice, Volume 7A in discussing 28 U.S.C. 1361 at JC-535, 
states that federal officers may be compelled to perform 
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duties and to make decisions even in matters involving 
the exercise of discretion. The only limit on the Court 
is that the Court may not direct or influence the officer 
in the actual making of these decisions. Now if it is clear 
that mandamus lies to correct an abuse of discretion, see 
Sleeth v. Dairy Products Co. of Uniontown, 228 F. 2d 165 
cert, den. 351 U.S. 966, 76 S. Ct. 1031; Goldberg v. Hoffman 
(CA 7—1955) 226 F. 2d 681 and further if it is clear that 
mandamus lies to compel the person in whom discretion is 
lodged to proceed with its exercise—see Connelt v. City of 
Jerseyville (CCA Ill. 1942) 125 F. 2d 121; Higginson v. 
Schoeneman (CA D.C. 1951) 89 App. D.C. 126, 190 F. 2d 
32: Thomas v. Unison (App. D.C. 1946) 80 App. D.C. 346, 
153 F. 2d 636, then it is believed that the Commissioner’s 
position that the District Court is without jurisdiction is 
clearly erroneous. It should also be particularly noted that 
the Court below did not make any statement concerning 
lack of jurisdiction and this in fact is alleged and specif- 
ically relied upon as error. 


A Civil Action for injunction to deal with an admin- 
istrative agency order in cases where there is no statu- 
tory appeal was expressly approved by this Court in Agnew 
v. Board of Governors of the Federal Reserve System 
(CA D.C. 1946) 80 App. D.C. 377, 153 F. 2d 785 rev’d other 
grounds 329 U.S. 441. It is moreover not unusual for the 
Commissioner of Patents to be a defendant in a civil suit. 


F. The District Court Has Jurisdiction To Review Actions of 
the Commissioner of Patents 


In the case of Commissariat A L’Energie Atomique v. 
Watson, Commissioner of Patents (CA D.C. 1960) 107 App. 
D.C. 85, 274 F. 2d 594 this Court reversed on an appeal 
from the District Court for the District of Columbia which 
granted a motion to dismiss on the ground that the com- 
plaint failed to state a cause of action and that the court 
lacked jurisdiction over the subject matter. In that particu- 
lar case, the complaint sought review of the refusal of the 
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Commissioner of Patents to revive an abandoned patent 
application as well as a refusal of the Board of Appeals 
to reconsider its affirmance of the Examiner’s denial of 
a patent. The plaintiffs in that case asserted mandamus 
jurisdiction over the Commissioner of Patents for his re- 
fusal to exercise discretion and to make a finding in ac- 
cordance with 35 U.S.C. 133 which deals with the revival of 
abandoned applications. At page 596 this Court stated 
that the Court of Appeals for the District of Columbia 
used to receive appeals directly from the Commissioner of 
Patents. This Court is therefore not a stranger to cases 
involving the Commissioner of Patents as a defendant 
other than patentability suits. 


This Court went on to say in Commissariat A L’Energie 
Atomique v. Watson, Commissioner of Patents, supra, that 
the Commissioner of Patents possesses a large measure of 
discretion in matters of this sort (e.g. reviewing abandoned 
patent applications). Even so the statutes do not purport 


to make discretion plenary and unreviewable. The Com- 
missioner’s discretion cannot remain wholly uncontrolled. 
Review jurisdiction exists and the Commissioner should 
submit findings especially where the plaintiff involved as- 
serts the ability to prove facts that would cause the Com- 
missioner in the proper exercise of his discretion to hold 
in their favor. 


It is believed that this case is very much in point in the 
present controversy. The District Court has been called 
upon to review the refusal of the Commissioner of Patents 
to declare an Interference and to interpret his own Inter- 
ference Rules. The very minimal which the District Court 
should have done would have been to allow the case to pro- 
ceed to trial so that Doyle, Nayler and Rolinson could 
fully develop their case. After trial the Court could direct 
the Commissioner of Patents to interpret his Interference 
Rules. It is clear that there is no statutory intent to make 
the Commissioner’s action unreviewable. This is what 
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the Commissioner seeks to do in the present case by con- 
fusing the issue and alleging that this controversy should 
really be heard by the Board of Appeals. The Board of 
Appeals has no jurisdiction whatever to review the actions 
or inactions of the Commissioner of Patents in response 
to Petitions. The Board of Appeals has been set up to 
hear appeals from actions of the Examiners dealing with 
appealable issues having to do with patentability. The 
Court action in the present case is directed to the inaction 
of ‘the Commissioner of Patents in refusing to take any 
action as requested in the Petition properly filed before him. 


Tt is furthermore clear from the case of In re Dickinson 
(CCPA 1962) 299 F. 2d 954 that the Commissioner of 
Patents should not usurp the function of the Board of 
Patent Interferences. That particular case dealt with the 
establishment of a prima facie case under the provisions of 
Rule 204(b) of the Interference Rules. The Court of 
Customs and Patent Appeals in that case speaking of the 
requirements of the Patent Office that a Rule 131 affidavit 
should have been submitted swearing back of the reference 
stated that any provisions of Rule 131 which may require 
more, as in the case of swearing back of a reference, do not 
apply in the case of affidavits filed under the provisions 
of Rule 204(b). Once a prima facie showing has been 
established then it is up to the Board of Patent Interfer- 
ences to determine the question of priority. This is the very 
action which Doyle, Nayler and Rolinson are requesting 
in the present circumstances. They have met the require- 
ments of Rule 204(b) and established a prima facie case 
of first inventorship over the Sheehan patent. This is 
clearly sufficient under the rules to cause an Interference 
to be declared. To require that more must be done as in 
the case of swearing back of a reference particularly when 
the reference is the very patent with which first inventor- 
ship will be contested is clearly erroneous and is a com- 
plete misinterpretation of the rules, regulations and pre- 
yailing case law. The only proper procedure for correcting 
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this error was by Petition to the Commissioner. The Com- 
missioner having failed to act Doyle, Nayler and Rolin- 
son had no recourse but to proceed into the District 
Court and hence to this Court in order to obtain judicial 
relief from this uncontrolled administrative action. 


It is not understood how lack of jurisdiction can real- 
istically be asserted in view of the numerous instances in 
which this very Court has voided orders of the Commis- 
sioner of Patents and reversed decisions of the District 
Court for the District of Columbia when that Court at- 
tempted to maintain that it did not possess jurisdiction. 
This Court in Kingsland, Commissioner of Patents v. 
Carter Carburetor Corp. (CA D.C. 1945) 83 App. D.C. 
266, 168 F. 2d 565, cert. den. 79 U.S.P.Q. 453 voided the 
Commissioner of Patents’ order reversing action taken by 
an Interference Examiner. Clearly this Court could not 
have taken that action had it not possessed jurisdiction 
to do so. It is therefore believed clear that 28 U.S.C. 1361 


confers jurisdiction on the District Court and that the 
District Court erred in refusing to exercise this jurisdiction 
and to allow the present case to proceed to trial. 


IL 5 U.S.C. 1008 CONFERS JURISDICTION ON THE DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA TO REVIEW 
ADMINISTRATIVE AGENCY DECISIONS 


A. The Patent Office Is an Agency Whose Actions 
Are Reviewable 


Defending actions seeking review of decisions of the 
Commissioner of Patents is an integral part of the job of 
the Patent Office Solicitor. See Federal Bar News, Volume 
13 No. 2 February, 1966 at page 77 (Appendix X). In the 
case of In re Walker (CCPA 1963) 324 F. 2d 977 the 
Solicitor himself suggested that review of the matter in 
question might be had by Petition to the Commissioner 
followed by a civil action under 5 U.S.C. 1009. (See In re 
Walker, supra, at 985, especially note 2.) The District 
Court for the District of Columbia itself in Winkler v. 
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Ladd, Commissioner of Patents (DC D.C. 1963) 221 F. 
Supp. 550 accepted jurisdiction of an action under 5 U.S.C. 
1009 which sought review of the Commissioner of Patents’ 
refusal to revive an abandoned patent application. In 
that case the Court affirmed the Commissioner of Patents’ 
refusal but nevertheless the Court did accept jurisdiction of 
the case. In the present situation Doyle, Nayler and Rolin- 
son are relying on 5 U.S.C. 1009 as well as 28 U.S.C. 1361 to 
obtain review of the refusal of the Commissioner of Patents 
to act in the present case. The assertion that the District 
Court lacks jurisdiction is completely without merit. 


B. To Preclude Judicial Review, There Must Be a Specific 
Exempting Statute 


In order to preclude review by the District Court, a 
statute must clearly demonstrate an intention of Congress 
to preclude judicial review (see Freeman v. Brown (CA Ga 
1965) 342 F. 2d 205. In Word v. U.S. (DC Ala 1963) 223 
F. Supp. 614 the District Court sitting in Alabama found 
that the Court had the right and duty upon proper applica- 
tion to judicially review the action of any agency. The 
Commissioner of Patents has not directed the Court’s at- 
tention to any statute which specifically excludes judicial 
review of decisions of the Commissioner of Patents and it 
is believed that this Court should be aware that it is not 
at all uncommon for action seeking review to be brought 
to this very Court. 


C. The Federal Courts Have Jurisdiction To Set Aside 
Arbitrary or Capricious Agency Action 


In General Motors Corp. v. U. S. (DC Mich 1962) 207 
¥. Supp. 641 the District Court sitting in Michigan held 
that the Court can set findings of an agency aside when 
they are arbitrary, capricious, constitute an abuse of dis- 
cretion or otherwise are not in accordance with law. It is 
clear that the Commissioner has no basis for refusing to 
interpret the Interference Rules he himself has issued and 
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it is believed the Commissioner has perpetrated a grave 
injustice upon Doyle, Nayler and Rolinson in refusing to 
order the declaration of an Interference when all the 
pertinent rules and regulations have been complied with. 


This Action constitutes unauthorized and excessive ad- 
ministrative power and the Court is the proper place to 
test such unauthorized administrative power—see Estrada 
v. Ahrens (CA Fla 1961) 296 F. 2d 690. In discussing the 
Administrative Procedure Act, the District Court sitting 
in Arkansas in Cobb v. U. S. (DC Ark.) 240 F. Supp. 574 
stated that the Administrative Procedure Act, namely Sec- 
tions 1001 et seq. deals with judicial review of any act 
or order of an administrative agency which aggrieves or 
injures any party and which action is not specifically ex- 
cluded by Congress from judicial review. It is clear that 
the Congressional intention to preclude judicial review of 
administrative action must be clearly and positively re- 
flected—see Barefield v. Byrd (CA Miss 1963) 320 F. 2d 
455; cert. den. 376 U.S. 928, 84 S. Ct. 675 and Freeman v. 
Brown (CA Ga 1965) 342 F. 2d 205. 


The Court of Appeals for the Second Circuit held in 
Mastrapasqua v. Shaughnessy (CA N.Y. 1950) 180 F. 2d 
999, that if an agency action involves discretion and that 
discretion is abused, the court can review such abuse of dis- 
cretion. 


Under the prevailing case law even in situations where 
some measure of discretion is involved in the agency action, 
the Courts can review such action and at least order the 
agency involved to exercise its discretion without neces- 
sarily telling it exactly how it must act. It is clear that 
in situations where discretion is not involved the court 
has the power and the duty to inquire into the agency action 
and to assure itself that the prevailing agency rules and 
regulations have been complied with. The Commissioner of 
Patents does not have the power and authority to com- 
pletely ignore the rules which he himself has issued and de- 
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cide solely within his own discretion whether or not he will 
allow an Interference to be declared despite the fact that 
his rules and regulations have been complied with. Further- 
more, the Commissioner of Patents does not have the right 
to completely refuse to interpret his own rules when he has 
been requested to by a properly filed petition. 


If Doyle, Nayler and Rolinson cannot obtain Court review 
of this completely unjustified administrative action, there 
is no place to which they can turn in order to obtain the 
opportunity to prove that they are in fact the first in- 
ventors of subject matter claimed by someone else. 


Ill. THE COMPLAINT AND THE AMENDED COMPLAINT FILED 
BY DOYLE, NAYLER AND ROLINSON SET FORTH A CLAIM 
UPON WHICH RELIEF CAN BE GRANTED 


The second basis for the motion to dismiss filed on be- 
half of the Commissioner of Patents, was that the Doyle, 
Nayler and Rolinson complaint and amended complaint 
failed to state a claim upon which relief could be granted. 
The cases already called to this Court’s attention show that 
it is commonplace for the District Courts to review agency 
action. Under such circumstances there is quite a wide 
range of relief which can be granted and this ranges any- 
where from active intervention by the Court such as by 
ordering the declaration of an Interference on the ground 
that the prevailing rules set up by the Commissioner of 
Patents have been complied with, to ordering the Commis- 
sioner to interpret his own Interference Rules. The com- 
plaint and amended complaint as well as oral argument had 
before the District Court clearly brought out that there is a 
wide range of possible relief which can be granted to Doyle, 
Nayler and Rolinson. It is however believed that the 
District Court must act in some manner in the present case 
and that they clearly have the jurisdictional basis as well 
as the obligation to act. 


If the case proceeds to trial, Doyle, Nayler and Rolinson 
will be in a position to make it erystal clear that they have 
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complied with all the prevailing rules and regulations and 
that it was manifest error for the Patent Office Examiners 
and for the Commissioner of Patents not to have declared 
an Interference. Under such circumstances, in view of the 
fact that no discretion is involved in the decision, the 
District Court would be well within its authority to order 
the declaration of an Interference on the ground that the 
rules and regulations on their face have been complied with. 


If the Court should be of the opinion that despite the 
promulgation of Interference Rules by the Commissioner of 
Patents that some measure of discretion is still vested in 
him, then the District Court would under the prevailing 
case law order the Commissioner of Patents to consider 
the Doyle, Nayler and Rolinson Petition and to interpret the 
Interference Rules so that compliance or non-compliance 
will have a basis in law. In that case it would then be up 
to the Commissioner of Patents to decide on the exact 
Interpretation of the Rules and once having interpreted 
them if Doyle, Nayler and Rolinson felt that these had been 
misinterpreted they would have an opportunity to return to 
the Court for further judicial review. 


Tt would also be possible for the District Court itself to 
interpret the Interference Rules on the ground that the 
Commissioner had acted capriciously and arbitrarily and 
without any basis whatever in refusinggto interpret the 
Rules in the first instance. It would be well within normal 
judicial findings to reach a decision that the Commissioner 
had abdicated his rights to the Court and it was up to the 
Court itself to consider and interpret the Interference 
Rules. 


The mere fact that the arguments involved are highly 
technical and the matter concerns Patent Office practice 
are not believed sufficient to warrant the District Court’s 
‘chands off policy’’. The District Court should not suc- 
cumb to the mystique of the Patent profession and decline 
to act at all merely because the controversy before it is a 
complex and highly technical one. 
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Iv. BRENNER v. MANSON 148 U.S.P.Q. 689 CITED BY THE 
DISTRICT COURT AT THE END OF ITS DECISION DIs- 
MISSING THE COMPLAINT AND THE CIVIL ACTION IS 
COMPLETELY IRRELEVANT TO THE PRESENT CONTHO- 
VERSY AND IS NOT CONCERNED WITH THE ISSUES 
INVOLVED HERE 

A. Brenner v. Manson Is Concerned With Certiorari Jurisdic- 
tion of the Supreme Court and the Utility of a Product 
Produced by a Process Sought To Be Patented 


During oral argument on the Motion to Dismiss the Bill 
of Complaint and the underlying civil action, the Solicitor, 
on behalf of the Commissioner of Patents, called the 
District Court’s attention to Brenner, Commissioner of 
Patents v. Manson 383 U.S. 519, 148 U.S.P.Q. 689, supra. 
This decision had just been handed down by the Supreme 
Court of the United States the day preceding oral argument 
(JA 65). Initially Judge Jackson offered counsel for Doyle, 
Nayler and Rolinson an opportunity to respond to the 
Solicitor’s comments concerning this decision by a sup- 
plemental memorandum since counsel had not seen the 
text of the decision prior to being handed it by the Solicitor 
(JA 66-67). Subsequently the Court withdrew this per- 
mission to file a supplemental memorandum and issued a 
decision from the bench. Yet in the written decision issued 
by the Court dismissing the complaint and cause of action 
the Court made no finding on either jurisdiction or whether 
or not a claim upon which relief could be granted was 
presented, and based its entire decision on Brenner v. 
Manson supra. It is asserted that not only was it error 
to deny counsel for Doyle, Nayler and Rolinson an oppor- 
tunity to discuss this decision in a supplemental memo- 
randum since the case was misused by the Solicitor, but 
further the Court itself completely misinterpreted the im- 
port of the decision and had cited it for a proposition which 
was not at issue in the Brenner v. Manson case. 


Brenner v. Manson was concerned with two questions 
which related to the administration of the Patent Laws. 
The first question was whether the Supreme Court of the 
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United States has certiorari jurisdiction upon petition of 
the Commissioner of Patents to review decisions of the 
Court of Customs and Patent Appeals. The Supreme 
Court found that it had such jurisdiction. The second 
question dealt with whether a process, to be patentable, 
had to produce a product the use for which was known. 
This essentially dealt with the utility requirements of the 
patent laws because the Manson process produced a product 
about which there was some question concerning whether 
or not the product was in fact useful or whether its use was 
known. In Footnote 12 which comes at the end of the sec- 
tion of the Court’s opinion which decides that Section 1256 
of Title 28 U.S. Code authorized the grant of certiorari in 
the present case, the Court discussed ‘‘patentability’’ and 
‘useful’. In discussing Rule 201(a) the Court stated 
that the question as to patentability of the claims to an 
applicant must be determined before any question of inter- 
ference arises and claims otherwise unpatentable to an 
applicant cannot be allowed merely in order to set up an 
Interference. 


In the Brenner v. Manson case the Patent Office had 
refused to declare an Interference on the ground that the 
Manson application failed to recite a utility for the product 
produced by the process which was sought to be patented. 
Since no utility was given, the claims could never be 
patented to Manson regardless of what might occur in any 
Interference. Therefore, the facts of the case are com- 
pletely different and totally irrelevant to the present fact 
situation where the Patent Office Examiners have refused 
to declare an Interference on the ground that Doyle, Nayler 
and Rolinson have not sworn back of the March 1, 1957 date 
of the Sheehan patent which swearing back would be 
completely unnecessary in the event that Doyle, Nayler 
and Rolinson are proved to be the first inventors of the 
subject matter in question in an Interference proceeding. 
Tn this regard a recent decision which has just come down 
from the Court of Customs and Patent Appeals In re 
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Ziegler, Breil, Holzkamp, and Martin (CCPA 1966) 150 
U.S.P.Q. 551, discusses a further side to the question of 
patentability prior to an Interference. On page 554 the 
case cites Brenner v. Manson, supra, as directed to the 
proposition that it is not unreasonable to spare the patentee 
the task of defending an Interference until the potential 
adverse party has shown that the claims on which he seeks 
to be involved in the Interference will be allowed to him 
if he prevails in the interference (Emphasis added). The 
Ziegler case, supra, dealt with a situation where affidavits 
under Rule 204(b) had been submitted and these showed 
that while the patent with which the Interference was 
sought had an earlier date as to the generic concept of the 
invention involved, Ziegler et al. did prove an earlier date 
as to one species. 


The Court however did not preclude the possibility that 
Ziegler et al. might present claims copied from the patent 
in accordance with Rule 205(a) as well as other pertinent 
rules and thus be able to obtain a declaration of Interfer- 
ence (see page 554, last sentence). The Court also called 
attention to MPEP 1101.02 which has already been called to 
this Court’s attention in dealing with the copying of claims 
from a patent and the according or rather not according 
a continuation-in-part application the benefit of a filing 
date earlier than the actual filing date of the application. 


B.'In the Ziegler Case, Supra, Common Claims Were Not 
Present in the Application and in the Patent 


The In re Ziegler case is distinguished from the present 
controversy because Doyle, Nayler and Rolinson have added 
to their application the exact claims present in the Sheehan 
patent. This express possibility was left open by the CCPA 
in the Ziegler case and not passed upon. There is therefore 
no question whatever that if Doyle, Nayler and Rolinson 
prevail in the Interference then ipso facto these claims will 
be allowable to them and the Sheehan patent will be auto- 
matically cancelled. It is therefore untenable for the 
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Patent Office Examiners to take the position that in order 
to get into an Interference to prove priority of inventor- 
ship Doyle, Nayler and Rolinson must first prove that 
they are the first inventors by swearing back of the Sheehan 
patent through an affidavit which the Examiner is pre- 
vented from accepting under the provisions of MPEP 
1101.02(a). The Interference Rules and the corresponding 
portions of the MPEP were laid down in order to provide 
a consistency of requirements from Interference to Inter- 
ference. It is not appropriate therefore for the Doyle, 
Nayler and Rolinson application to be given or accorded 
unfair treatment merely because the Patent Office initially 
made an error in failing to declare an Interference as 
requested in August, 1964 and which in the ensuing Official 
Action dated October 22, 1964 indicated that prosecution 
on the application would be suspended for a period of six 
months during which time the possibility of declaration of 
an Interference would be considered. For some unknown 
and unexplained reason the Patent Office decided to issue 


the Sheehan application as Patent No. 3,159,617 on Decem- 
ber 1, 1964. On December 22, 1964 the Examiners issued 
an Official Action which made no mention of why an In- 
terference was not declared but simply rejected the claims 
common to both the Doyle, Nayler and Rolinson application 
and the Sheehan patent, as unpatentable over the Sheehan 
patent. 


While it is not desired to take this Court’s time with a 
discussion of the trial which occurred in the District Court 
for the District of Columbia which trial resulted in the al- 
lowance and patenting of the Sheehan case, the transcript 
of the proceeding of the District Court has been carefully 
studied and testimony given in that case contains many in- 
accuracies which can be corrected only through an Inter- 
ference proceeding. That transcript in Civil Action 3392- 
62 contains considerable reference to the work of Doyle, 
Nayler and Rolinson as well as other members in the em- 
ploy of Beecham Research Laboratories in England, who 
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are the assignees of the Doyle, Nayler and Rolinson appli- 
cation $26,491. Substantial portions of the testimony deal- 
ing with the early work of Sheehan and the early work of 
Doyle, Nayler, Rolinson and other Beecham employees is 
quite inaccurate and gave the District Court a distorted 
view of exactly who had done what and who had invented 
certain chemical compounds which were concerned with 
the patentability question in the Sheehan civil action. If 
an Interference is not declared, Doyle, Nayler and Rolin- 
son will never have an opportunity to correct the erroneous 
statements and to prove that they in fact were the first 
inventors of the subject matter which Sheehan now claims 
is his by the issuance of Patent No. 3,159,617. If the Patent 
Office had acted as it should have, it would have declared 
an Interference between the Doyle, Nayler and Rolinson 
application and the Sheehan patent before it issued the 
Sheehan patent since the District Court’s order in that case 
only dealt with the question of patentability to Sheehan but 
did not in any way preclude the declaration of an Inter- 
ference. The Patent Office therefore acted with haste and 
without due consideration to the rights of Doyle, Nayler 
and Rolinson specifically when this matter was directly 
called to the Patent Office’s attention and an Interference 
was requested. Doyle, Nayler and Rolinson were not even 
given the opportunity to contest the refusal of the Patent 
Office to declare an Interference and were never given any 
reason either at that time or at any subsequent time why 
an Interference was not declared before the Sheehan patent 
was issued. All that Doyle, Nayler and Rolinson have 
obtained from the Patent Office since that date is consist- 
ency of opinion that an Interference would not be declared 
and it is believed that the earlier mistake of failing to 
declare the Interference before the Sheehan patent was 
issued should not be compounded by the continued refusal 
to declare an Interference once the Sheehan patent has 
erroneously issued. The compounding of errors only 
résults in further great injury to Doyle, Nayler and Rolin- 
son and the only manner in which this can be rectified 
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is through an Interference proceeding where the first in- 
ventorship of the subject matter in question will be finally 
determined. 


V. THE DECISION OF THE DISTRICT COURT DISMISSING THE 
COMPLAINT AND UNDERLYING CAUSE OF ACTION ON 
MOTION BY THE COMMISSIONER OF PATENTS WAS 
UNWARRANTED AND WITHOUT FOUNDATION 


The motion to dismiss filed on behalf of the Commissioner 
of Patents was grounded on lack of jurisdiction and failure 
to state a claim upon which relief could be granted. The 
decision of the District Court made no mention of whether 
or not jurisdiction was present or absent or whether or 
not a claim was stated upon which relief could be granted. 
The order dismissing the complaint and underlying cause of 
action simply contained a reference to Brenner v. Manson, 
supra. As previously discussed, this Supreme Court case 
deals with a markedly different fact situation and has no 
bearing whatever on the present case where there has been 
no question but what Doyle, Nayler and Rolinson have 
properly added the claims of the Sheehan patent to their 
application and that in the event that Doyle, Nayler and 
Rolinson are found to be the first inventors of the subject 
matter contested, a patent will be properly issued to them 
and the Sheehan patent will become automatically cancelled. 
The District Court should therefore have denied the Com- 
missioner’s motion and at least allowed this case to pro- 
ceed to trial. So far Doyle, Nayler and Rolinson have not 
even had the privilege of receiving an answer to their com- 
plaint from the Commissioner of Patents but the District 
Court so summarily dismissed the suit that the Commis- 
sioner of Patents is now in a position to take whatever 
action his whim or desire should cause him to take without 
the aggrieved party apparently having any opportunity 
to have the errors of action or inaction reviewed by a com- 
petent court possessing the requisite jurisdiction. 


Reversal of the dismissal of the complaint and under- 
lying cause of action is therefore believed to be in order. 
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CONCLUSION 


Reversal of the District Court and/or such other and 
further relief as this Court may deem appropriate is 
respectfully requested. 


Axusert L. Jacoss, JR. 
Albert L. Jacobs, Jr. 
Attorney for Appellants 
521 Fifth Avenue 
New York, New York 10017 


Jacobs & Jacobs and 
Albert L. Jacobs 
On The Brief 


Of Counsel: 


James W. Dent 

James W. Dent 
1230 Pennsylvania Building 
425 13th Street, N. W. 
Washington, D. C. 20004 


APPENDIX 


APPENDIX A 
Petitions and Action by the Commissioner 


181. Petition to the Commissioner. (a) Petition may be 
taken to the Commissioner (1) from any action or require- 
ment of any examiner in the ex parte prosecution of an 
application which is not subject to appeal to the Board of 
Appeals or to the court; (2) in cases in which a statute 
or the rules specify that the matter is to be determined 
directly by or reviewed by the Commissioner; and (3) to 
invoke the supervisory authority of the Commissioner in 
appropriate circumstances. 


(b) Any such petition must contain a statement of the 
facts involved and the point or points to be reviewed and 
the action requested. Briefs or memoranda, if any, in 
support thereof should accompany or be embodied in the 
petition; and where facts are to be proven, the proof in 
the form of affidavits (and exhibits, if any) must accompany 
the petition. 


(c) When a petition is taken from an action or require- 
ment of an examiner in the ex parte prosecution of an 
application, it may be required that there have been a 
proper request for reconsideration (rule 111) and a re- 
peated action by the examiner. The examiner may be 
directed by the Commissioner to furnish a written state- 
ment, within a specified time, setting forth the reasons for 
his decision upon the matters averred in the petition, 
supplying a copy thereof to the petitioner. 


(d) No fee is required for a petition to the Commissioner 
except in the case of a petition to revive an abandoned 
application (rule 137) or for the delayed payment of a 
final fee (rule 317). 


(e) Oral hearing will not be granted except when con- 
sidered necessary by the Commissioner. 
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(f) Except as otherwise provided in these rules, any such 
petition not filed within sixty days from the action com- 
plained of, may be dismissed as untimely. The mere filing 
of a petition will not stay the period for reply to an 
Examiner’s action which may be running against an appli- 
cation, nor act as a stay of other proceedings. 


(g) Determination of petitions of various kinds may be 
delegated by the Commissioner to the Supervisory 
Examiners or to the Solicitor and Law Examiners. 


182. Questions not specifically provided for. All cases 
not specifically provided for in these rules will be decided 
in accordance with the merits of each case by or under 
the authority of the Commissioner, and such decision will 
be communicated to the interested parties in writing. 


183. Suspension of rules. In an extraordinary situation, 
when justice requires any requirement of these rules which 
is not a requirement of the statutes may be suspended or 
waived by the Commissioner in person on petition of the 


interested party, subject to such other requirements as may 
be imposed. 
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APPENDIX B 


IN THE UNITED STATES PATENT OFFICE 
In re Application of 
Frank Peres Doy1z, ET aL. 
Serial No. 826,491 
Filed July 13, 1959 
Group No. 120 
Appeal No. 562-14 


For: SusstaNces Propucep FROM 
Peniciturn-Propucine Movutps 


Petition to the Commissioner 


Hon. Commissioner of Patents, 
Washington 25, D.C. 


Sir: 

Applicants hereby petition the Commissioner of Patents 
in accordance with the Provisions of the Rules of Practice 
of the United States Patent Office in patent cases, Rules 
181 to 183, from the refusal of the Examiners in Group 120 
to declare an Interference between the above-identified 
application and Sheehan Patent No. 3,159,617. 


History of the Pertinent Facts Surrounding the Refusal of the 
Examiners in Group 120 to Declare an Interference Be- 
tween Doyle et al, Serial No. 826,491 and Sheehan Patent 
No. 3,159,617. 


The pertinent prosecution history of this application as 
regards the attempts by Applicants to obtain the Declara- 
tion of an Interference with Sheehan Patent No. 3,159,617 
began on or about August 13, 1964 with the filing by 
Applicants through their then Attorneys of an Amendment 
which added new claims 19 through 25 to the present 
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application, which claims corresponded respectively to 
claims 1 to 7 of Sheehan. This was prior to the issuance 
of the Sheehan patent and therefore it should merely be 
noted for the record that claim 21 of the present applica- 
tion which stands allowed, corresponds to an original claim 
3 in the Sheehan application which was cancelled prior to 
issuance of the patent for an unexplained reason. There- 
fore the claims with which we are concerned here are 
claims 19, 20 and 22 to 25 which correspond to claims 1 
to'6 in the Sheehan patent. When Applicants filed their 
Amendment of August 13, 1964 copying the claims from 
the then still pending Sheehan application, they included 
a request for remand of the application which was then on 
Appeal, to the Examiner and requested that an Inter- 
ference with Sheehan be declared. 


In response to that paper, an Office Action was issued 
October 21, 1964, an Examiner’s Answer on Remand, and 
action on the Doyle et al. application was suspended for a 


six-month period to determine whether an Interference 
would be declared. Applicants were advised that at the 
end of six months, they should call the case up for action. 
Parenthetically that action also allowed claims 1, 3 to 7 and 
15 to 18. 


On December 22, 1964, a mere two months later, the 
Patent Office, quite without explanation, issued a Final 
Rejection of the Doyle et al. application, which Final Re- 
jection rejected all the claims in the application as lacking 
invention over the then issued Sheehan patent No. 3,159,617. 
In that action the Examiner noted that the Sheehan patent 
was a Continuation-in-Part of Sheehan’s earlier applica- 
tion Serial No. 643,260. The Examiner stated that the 
effective date for the Sheehan patent was May 1, 1959, 
which, was in fact the filing date of the application which 
matured into Patent No. 3,159,617—see Page 2, lines 3 to 
6 of that action. The Examiner at that time did not make 
any statement which suggested he intended to accord any 
effective filing date earlier than May 1, 1959 to Sheehan. 
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There was no discussion in the December 22, 1964 Final 
Rejection as to why the Patent Office declined to declare 
an Interference between Sheehan and Doyle et al. and 
this is quite unexplainable in view of the fact that the 
present Doyle et al. application is a division of U.S. Serial 
No. 750,075 filed July 22, 1958 (now U.S. Patent No. 
2,941,955, issued June 21, 1960), which application relies 
on the priority of British Application No. 24607/57 filed 
August 2, 1957. At no time has any question been raised 
as to whether or not Applicants are entitled to the benefit 
of that August 2, 1957 date, and therefore this must stand 
uncontroverted. 


It is also of note that the Final Rejection of December 22, 
1964 rejected the present application on the grounds of 
undue multiplicity and requested that the number of claims 
be limited to no more than five. Such a requirement was 
clearly ill-advised under the circumstances, for seven 
claims had been copied from the Sheehan application and 
since claim 3 of the Sheehan application had been can- 
celled, the remaining six claims which issued in the 
Sheehan patent, corresponded directly to claims 19, 20 and 
22 to 25. Moreover there are additional claims in the 
application which are patentably distinct from the Sheehan 
claims and the Sheehan disclosure and these claims have 
in fact, been presently allowed. 


Subsequently Applicants filed a paper on or about 
April 15, 1965 which requested an extension of the Final 
Rejection deadline to provide Applicants with the full six- 
month period. 


Paper No. 25 was issued by the Patent Office on April 16, 


1965, and this paper extended the Final Rejection dead- 
line from April 22, 1965 to June 22, 1965. 


On May 19, 1965 a new Power of Attorney in favour of 
the firm of Jacozss & Jacoss was accepted by the Patent 
Office, and these newly appointed Attorneys took over the 
present application. 
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On June 22, 1965, Applicants, through their newly 
appointed Attorneys, filed a Renewed Request for an Inter- 
ference and set forth that the Doyle et al. application was 
entitled to the August 2, 1957 date and since the Examiner 
had initially stated that the Sheehan patent was entitled 
to a date of May 1, 1959, Applicants believed they were 
entitled to the Declaration of an Interference and proceeded 
under the Provisions of Rule 204(b). 


In addition, Applicants discussed the fact that the 
abandoned Sheehan application contained a single experi- 
ment and that such was quite insufficient to support the 
issued Sheehan patent and that therefore Sheehan would 
not be entitled to rely on his March 1, 1957 filing date of 
abandoned application Serial No. 643,260. The Rule 116 
Amendment and Notice of Appeal which were filed at that 
time advised the Examiner that an Affidavit from the in- 
ventors would be provided in order to comply with the 
requirements of Rule 204(b) setting forth , in Affidavit form, 


that they were entitled to rely on their August 2, 1957 filing 
date which was considerably in advance of the May 1, 1959 
effective date for the Sheehan patent. 


Subsequently this application was discussed at an inter- 
view with the Examiner at which time the Examiner 
indicated that the case appeared to be in order for the 
declaration of an Interference as soon as the Affidavit itself 
was filed. 


On July 8, 1965, Applicants filed a Supplement to their 
Renewed Request for an Interference, together with an 
Affidavit from the inventors in the present application 
which set forth under Oath their right to rely on the 
August 2, 1957 filing date and setting forth the further 
fact that Sheehan was not entitled to his March 1, 1957 
date. Up to that point no question had even been raised 
by the Patent Office which would have indicated that they 
at any time considered according Sheehan an effective filing 
date of March 1, 1957. 
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On August 3, 1965 an Action was issued which quite un- 
expectedly refused to declare the requested Interference 
between the Doyle et al. application and the Sheehan patent. 
This action raised the question of whether the Doyle et al. 
application had to ante-date the March 1, 1957 filing date 
of Sheehan’s abandoned application Serial No. 643,260. 
The Examiners took the position that this depended on 
what was disclosed in that abandoned parent application. 
On Page 2, paragraph 1 of that Official Action the Examiner 
stated that the parent Sheehan application does not appear 
to set forth a generic concept of acylating 6-amino- 
penicillanic acid with organic acylating agents in general. 
In paragraph 2 the Examiner stated that the parent applica- 
tion contains merely a single example of acylating 
6-aminopenicillanic acid with phenoxyacetyl chloride. 
However the last paragraph of the Official Action stated 
‘Applicants must ante-date the Sheehan parent applica- 
tion’’. This Action took the anomalous position of refusing 
to declare an Interference between the Doyle et al. appli- 
cation and the issued Sheehan patent on the ground that 
Doyle et al. had claims which were unpatentable to them 
because they were rejected on the basis of the Sheehan 
patent. Claims 3, 4, 15, 18 and 21 were allowed over 
Sheehan. 


On August 12, 1965 a request for Extension-of-Time for 
filing the Appeal Brief was filed and on August 13, 1965 
the Patent Office granted this request setting a new date 
for the Appeal Brief of October 20, 1965. 


On September 8, 1965, a Rule 116 Response and Request 
for Remand was filed, together with an Affidavit of John 
Herbert Charles Nayler. The Rule 116 Amendment 
attacked, in detail, the fact that the single experiment in 
the abandoned Sheehan application was clearly insufficient 
to allow the Sheehan patent to rely on the March 1, 1957 
priority date and secondly that this example was clearly 
not an enabling disclosure which would be sufficient to form 
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a ground of rejection for the claims rejected as unpatentable 
by the Examiner over Sheehan. The Affidavit of Dr. Nayler 
went into some detail as to the reasons therefor. 


Applicants’ Rule 116 Amendment went on to discuss that 
the Interference should actually proceed on a generic 
count irrespective of the alleged early species of Sheehan 
and cited Trinbull et al. v. Kirschbraum, 20 U.S.P.Q. 46, as 
being controlling and as being contrary to the practice of 
In re Rogoff, 120 U.S.P.Q. 185, which was cited by the 
Examiner and which was distinguished by Applicants since 
the facts of that case are different from the instant situa- 
tion. Also called to the Examiner’s attention was Idler v. 
Jahoka, 94 U.S.P.Q. 148, and Patent Interference Practice, 
Wikstrom Vol. I, pages 73, 74; (Clark Boardman—1965) 
all of which clearly distinguish In re Rogoff, supra, and 
which also state that even unpatentable claims can be 
allowed for Interference purposes and the question of 
patentability treated later in chemical practice. 


The Amendment went on to state that Sheehan was not 
the first and true inventor of the generic concept of 
producing a biologically active penicillin by acylating 
6-aminopenicillanic acid (6-APA). The 1957 Sheehan 
application was directed to the introduction of a side chain 
on uncyclized penicilloic acids or esters followed by acyla- 
tion and hence was not directed to the acylation of 
6-aminopenicillanic acid which is already cyclized. The 
single example in the 1957 Sheehan application purports 
to be a synthesis of penicillin V, however no claim was 
ever directed to that in the 1957 application and the 
descriptions and deficiencies in that example make it im- 
possible for anyone skilled in the chemical art to determine 
what in fact, if anything, was ever produced. Further the 
fact that Sheehan did not make any claim to his alleged 
product shows that he attached no significance to his 
example and did not consider it as a part of his invention. 


Dr. Nayler’s Affidavit explains in considerable detail, a 
number of possible structures besides penicillin V which 
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could have been produced according to the Sheehan 
example. There was no proof in the Sheehan March 1, 
1957 application which would enable one to determine 
what, if anything was produced. Sheehan placed no 
limitation on the quantity of amide forming agent which 
was suitable for use in the process in the patent. In the 
specific reaction set forth at Column 5, lines 22 to 27 of 
the issued patent, 0.89 moles of dicyclohexyl-carbodiimide 
per mole of starting material was set forth. If 89% yield 
of 6-APA were produced then Sheehan would have 
ensured consumption of all the carbodiimide used and there 
would have been none available to initiate alternative 
reactions. However, Sheehan asserted only an 8% yield, 
which would have consumed only 8/89th’s of the carbo- 
diimide and left all the rest available for alternative 
reactions. The Sheehan data was totally insufficient to 
establish formation of 6-AP.A since the product was neither 
isolated nor unambiguously characterized. If 6-APA had 
been formed, Dr. Nayler goes on to state that one way to 
characterize this formation would have been to acylate it 
and either 1) isolate the resulting penicillin; or 2) 
adequately characterize the penicillin. Sheehan reported 
a crude reaction product was treated with phenoxy- 
acetylchloride but the result of the experiment is not clear. 
Jf 6-APA was present then this treatment under 
proper conditions would be expected to convert it into 
phenoxymethyl-penicillin (penicillin-V), but Sheehan does 
not report isolation of this product. As Dr. Nayler points 
out, all he says is ‘bioassay . . . (of the crude reaction 
product in unstated yield) against penicillin-V indicates 
that the L-isomer has little, if any, biological activity’’. 
This statement is totally meaningless since no product was 
isolated and there are no test results available. 


Dr. Nayler goes on to point out that pure 6-APA was 
first obtained in Beecham Research Laboratories in 
England and an account of its physical and chemical 
properties was published in January, 1959, Batchelor et al., 
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NATURE, 1959, 183, 257. In November, 1959, Sheehan 
published a preliminary account of a chemical synthesis of 
6-APA, and further details of the procedure appeared in 
1962, Sheehan and Henry-Logan, J. Amer. Chem. Soc., 
1959, 81, 5838, 1962, 84, 2983. This method was not the 
same as the one described in Sheehan patent 3,159,617 and 
actually cyclized a protected structure to give the 
methylester of 6-(tri-phenylmethylamino) penicillanic acid. 
Formation of a B-lactam structure in this way when other 
functional groups are protected is unambiguous. In these 
publications, Sheehan does not even refer to the possibility 
of synthesizing 6-APA without protection of the amino and 
carboxyl groups, e.g., he does not discuss at all the method 
set forth in his issued patent. 


On September 29, 1965, Applicants filed a Supplemental 
Rule 116 Amendment together with the Affidavits of Maurice 
John Soulal and Sir Robert Robinson. The Supplemental 
Rule 116 Amendment discussed the meaninglessness of the 


single early Sheehan example and discussed the contents of 
the Soulal and Sir Robert Robinson Affidavits. The Soulal 
Affidavit discussed a number of possible compounds other 
than DL-6-aminopenicillanic acid which could have been 
formed and showed that Sheehan has not produced any 
cross-comparative results nor disclosed his identification 
techniques. Sir Robert Robinson’s Affidavit discusses the 
“‘sloppy’’? work of Sheehan and how it is not possible to 
determine what products were formed. Insufficient data 
was provided to come to any conclusion. The starting 
material itself could add some antibiotic activity. 


The Soulal Affidavit discusses the Sheehan example and 
the fact that the Sheehan product was identified solely on 
the basis of infrared spectrum at 5.68 » and unspecified 
chemical assay showing an 8% yield of f-lactam of the 
formula (IX) in the patent. The Soulal Affidavit shows 
that a number of classes of compounds have absorption 
bands in the 5.6 to 5.7 py region: some examples are aroyl 
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peroxides, 5.6 to 5.7 uy, 4 membered cyclic ketones, 5.62 to 
5.68 uy; saturated v-lactones, 5.62 to 5.68 y; carboxylic 
anhydrides, 5.56 to 5.81 p, namely at 5.68 p. It is thus 
possible that in the reaction in the Sheehan example that 
N,N’-dicyclohexylearbodiimide effected condensation of two 
carboxyl groups instead of a carboxyl and an amino group 
to give DL-6-APA thus giving rise to compounds which 
are set forth on page 3 of the Soulal Affidavit. These 
compounds would absorb in the 5.56 to 5.81 yp region and 
thus fit Sheehan’s results. The Soulal Affidavit goes on 
to discuss that there are two recognized chemical assays 
of penicillins which are not highly pure: 1) iodometric: 
and 2) hydroxylamine methods. The iodometric assay of 
such low purity as Sheehan’s alleged crude product would 
be meaningless because the amount of iodine consumed, 
as the result of the f-lactam ring rupture by alkaline 
hydrolysis step in the assay, represents but a fraction of 
the total iodine consumption due to the presence of a pre- 
ponderance of penicilloic acid and other products that will 
react with iodine. The hydroxylamine method is most suit- 
able for the chemical determination of small amounts of a 
substance containing a #-lactam ring. Also hydroxylamine 
reacts directly with a @-lactam group and is therefore not 
a direct method. The extent of the reaction of the 8-lactam 
with the hydroxylamine is measured before and after 
destruction of the f-lactam ring by alkaline hydrolysis. 
Any substance that reacts with hydroxylamine and whose 
reactive grouping is destroyed by alkaline hydrolysis will 
assay as a f-lactam. The reaction of N,N’-dicyclohexyl- 
carbodiimide with carboxylic acids can give rise to 
carboxylic anhydrides and these compounds are known to 
react with hydroxylamine and alkali in exactly the same 
way as compounds containing the f-lactam ring. Thus no 
substance containing a f-lactam ring need be present to 
obtain a positive assay by this method. 


In the Sheehan Example, no chemical, physical or 
chromatographic data are given to support the claim to 
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have prepared DL-penicillin V in any of the three materials 
isolated. In the Example the phrase ‘‘the L-isomer has 
little, if any, biological activity’’ has no meaning whatever 
in the context given. The product of acylation of DL- 
6-APA with phenoxyacetyl chloride is DL-penicillin V, 
but no mention is made of this material nor of its separa- 
tion into D and L epimers. Had any DL-6-APA been 
present originally, reaction with phenoxyacetyl chloride 
would certainly have given sufficient penicillin-V to show 
appreciable biological activity. Therefore the significance 
of the sentence in lines 45 to 47 of Column 5 of the Sheehan 
patent cannot be determined. 


Sir Robert Robinson’s Affidavit clearly shows that the 
portion of the patent which was added to the 1957 Example 
was based on the work of others and primarily the work of 
Beecham Group in England. In the Example in question 
here, no descriptive statement and no purification or analy- 
sis and no spectrographic data were presented. Sir Robert 
points out that the biological tests were not specified and the 


details of the assay were absent. The usual and necessary 
processes of purification which a chemist would use were 
not carried out. There was no isolation, no radioactive 
isotope introduction. Isolation and proper characterization 
are essential for an organic chemist to prove the forma- 
tion of a molecule species. 


On October 4, 1965, an Advisory Action was issued by 
the Examiners based on the Rule 116 Amendment and Sup- 
plements thereto and the Nayler, Soulal and Sir Robert 
Affidavits. This Advisory Action refused to declare an 
Interference and rejected claims 1, 5 to 7, 16, 17, 19, 20 and 
22 to 25 as unpatentable over the Sheehan patent. Claims 
3, 4, 15, 18 and 21 remained allowed. The Examiner stated 
that if Sheehan did not make phenoxyacetyl penicillanic 
acid and ‘‘this fact is proven’? then it would appear that 
Sheehan could not rely on his 1957 filing date of his parent 
application. If Sheehan cannot rely on the March 1, 1957 
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filing date, then the Examiner stated that Doyle et al. would 
be entitled to contest the priority of invention via an In- 
terference Proceeding. The Examiner says that under the 
circumstances the Sheehan opinion would be favored over 
all others because he was there. The Examiner’s position 
was then that Applicants must ‘‘conclusively’’ (see Page 
2, line 29) establish error in the Sheehan patent and the 
Examiner says that while Applicants have sustained the 
burden of a prima facie showing of a question of error, they 
have not ‘‘conclusively’’ established error. (Page 3, lines 
1 and 2). The Examiner admits that Applicants wish to 
contest priority of the generic invention involved and that 
there is no support in the parent application of Sheehan for 
a generic inventive concept. The question then arises, 
say the Examiners, as to whether a patent having claims 
directed to a genus can rely on a parent application having 
no reference to a genus but only a species thereunder, to 
give an earlier effective filing date to the generic invention. 
The Examiner cites In re Heritage 86 U.S.P.Q. 160 and Ex 
parte Schacter 796 OG 881 as controlling on the proposi- 
tion that a parent abandoned application is a reference in 
the appropriate circumstances. The Schacter case is con- 
cerned with a situation where the disclosures in an issued 
patent and an abandoned parent application are virtually 
identical. Here, Shechan’s patent contains mostly material 
added at the time it was filed as a Continuation-in-Part in 
1959. Schacter is, therefore, not relevant or controlling. 
The Examiner states that the Sheehan abandoned parent 
application is a valid reference and therefore the claims are 
unpatentable to Doyle et al. It thus follows, state the 
Examiners, that no Interference can be declared where 
the claims are unpatentable to Applicants. However the 
Examiner goes on to state that the present fact situation 
is not on all fours with In re Heritage and that even if 
the parent Sheehan application is available as a reference, 
the Examiners question whether it is in fact a valid refer- 
ence. In summary, the Examiners take the position that 
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the question of an Interference is secondary to the w- 
mediate problem of patentability to Applicants. (Page 4, 
lines 19-21). 


Subsequently Applicants applied for and obtained a 
further 30-day Extension-of-Time for filing the Brief in 
this application in order to file this Petition with the Com- 
missioner of Patents. 


Questions Presented 


The questions presented for the Commissioner deal with 
the interpretation of the new Rules of Interference effective 
July 1, 1965. It is noted for the record that an Inter- 
ference was requested considerably in advance of that 
deadline, but in view of the statement within the Rules 
itself that any Interference declared on or after July 1, 
1963 will come under the scope of the new Rules, Appli- 
eants are agreeable that the Interference should be de- 
clared on the basis of those new Rules. 


1. Have Applicants met the requirements of Rule 204(b) 
by presenting arguments and four Affidavits which 
make a prima facie showing that Applicants are en- 
titled to the benefit of an effective filing date of August 
2, 1957 whereas the Sheehan patent is only clearly en- 
titled to an effective filing date only of May 1, 1959 
so that an Interference between the present applica- 
tion and Sheehan patent No. 3,159,617 should therefore 
be declared? 


Does the word ‘‘relative’’ as used in Rule 204(b) re- 
quire only that Applicants must ‘‘get around’’ the 
effective filing date of an issued patent, or is ‘‘relative’’ 
to be read as the Examiners assert, to be synonymous 
with the word ‘‘ante-date’’? 


3 Has the Examiner exceeded his authority under Rule 
207 by giving Sheehan the benefit of the filing date 
of his abandoned application when the question of 
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whether or not Sheehan is entitled to the benefit of 
the filing date of that application is a central issue in 
the Interference which Applicants have been requesting 
the Examiner to declare? 


4, Are the new Interference Rules to be read in such a 
way that an entire category of Interferences will no 
longer be declared, namely, as in the present case, In- 
terferences will never be declared between foreign Ap- 
plicants and United States patentees? 


Rule 204(b) Requires That An Applicant Show Priority of Tn- 
vention “Relative” to the Effective Filing Date of the 
Patentee and This Means Merely That It Is Sufficient That 
An Applicant “Get Around” the Effective Filing Date of 
the Patentee 


The text of Rule 204(b) provides that an Applicant must 
file an Affidavit that his facts with respect to the invention 
were sufficient to establish priority of invention ‘‘relative’’ 
to the effective filing date of the patentee before an Inter- 
ference will be declard. It is Applicants’ position that the 
word “‘relative’’ means precisely what it says, that is, the 
Applicant must make a showing of facts in order to get 
around the effective filing date of the patentee. The word 
‘relative’? is not synonymous with ‘‘ante-date’’ as the 
Examiner asserts and this position is believed to be further 
supported by reference to the language of Rule 131. Rule 
131 speaks of an Applicant making an Oath to facts showing 
the completion of the invention in this country before the 
date in question (emphasis added). Clearly if it were 
the intention of Rule 204(b) to require an Applicant to 
ante-date the filing date of a patentee or prove that he con- 
ceived and reduced the invention to practice before the filing 
date of a patentee, Rule 204(b) would have been worded 
that way. The contrary, however, is believed clear from 
the fact that the Rule uses the word ‘‘relative’’ rather 
than the word ‘‘ante-date”’ or ‘‘before’’. It is also clear 
from In re Dickinson and Zenitz, (CCPA) 133 U.S.P.Q. 
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39 ‘at 43 that although a Rule 204(b) Affidavit is in the 
nature of a Rule 131 Affidavit, any provision of Rule 131 
which requires more than the Statute contemplates in con- 
nection with a Rule 204(b) proceeding, would not be ap- 
plicable. Any provisions of Rule 131 which may require 
more, as in the case of swearing back of a reference, do 
not apply here. It is thus clear that the word ‘‘relative’’ 
was used in Rule 204(b) to denote a different and more 
general concept than the language employed in Rule 131 
or that suggested by the Examiner. The word ‘‘relative’’ 
provides that an Applicant could not only ante-date the 
filing date of a patentee but that an Applicant could show 
that a patentee is not entitled to rely on a particular date. 
This is the case presently before the Commissioner. Doyle 
et al. have made a prima facie showing through argu- 
ment and through four Affidavits which stand uncontro- 
verted, that Sheehan cannot rely on the benefit of his 
abandoned parent filing date of March 1, 1957 and must be 
restricted to his May 1, 1959 filing date. It is clear that 
Doyle et al. are entitled to the declaration of an Inter- 
ference after they have complied with the Provisions of 204 
(b). Moreover under In re Dickinson and Zenitz, supra, 
there is no question but that under 35 U.S.C. 135, the Com- 
missioner is required to initiate Interference proceedings 
by giving notice to the parties whenever, in his opinion, 
an application would interfere with any pending applica- 
tion or with any unexpired patent (emphasis added). In 
the Advisory Action of October 4, 1965, the Examiners 
have admitted that Applicants have sustained the burden 
of showing a prima facie question of error in the Sheehan 
patent. It is submitted that the prima facie showing which 
Applicants have sustained is a prima facie showing that 
Sheehan is not entitled to rely on the benefit of his March 
1, 1957 filing date. 
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The Showing Required Under Rule 204(b) is a Prima Facie 
Showing and Doyle et al Have Clearly Met That Re- 
quirement 


The language of Rule 204(b) should be contrasted with 
the language of Rule 204(c). Rule 204(c) requires an Ap- 
plicant to set forth by Affidavit sufficient evidence of acts 
and circumstances which would ‘‘prica facie’’ entitle him 
to an award of priority relative to the effective filing 
date of a patentee. Now the provisions of Rule 204(c) 
come into effect when the effective filing date of am Ap- 
plicant is more than three months subsequent to the effective 
date of a patentee and under these circumstances it should 
be clear that the requirements of the Rules which must be 
met before an Interference will be declared are more 
stringent than those when the difference in effective filing 
dates is less. First of all, in the present situation it is 
Applicants’ position that Sheehan is not automatically 
entitled to the benefit of the filing date of his parent ap- 
plication and that therefore Doyle et al. are the senior 
parties and being the senior parties there is a difference in 
effective filing dates of less than 3 months within the mean- 
ing of Rule 204(b). Bearing this in mind it should be clear 
that the evidence required to be adduced to meet the re- 
quirements of Rule 204(b) must be less than that required 
to be produced to meet the requirements of Rule 204(c). 
Yet Rule 204(c) only requires a prima facie showing. It 
is therefore believed that the Examiners are manifestly 
in error when in their October 4, 1965 Official Action they 
state that Applicants must ‘‘conclusively’’ establish error 
in the Sheehan patent (page 2, last line and page 3, line 1 
of the Examiners’ Action of October 4, 1965). It is there- 
fore submitted that the Examiners are not only exceeding 
their bounds of authority within the Rules in refusing to 
declare an interference in the present situation, but they 
are clearly misinterpreting the new Rules of Interference 
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in requiring a much greater burden of proof than was ever 
contemplated by the drafters of the new Interference Rules. 
There is nothing whatever in Rule 204(b) or in any of the 
other new Interference Rules which would support a propo- 
sition that Applicants’ proof must be ‘‘conclusive’’. In this 
regard the Commissioner’s attention is directed to the 
definition of prima facie evidence in Black’s Law Diction- 
ary, 4th Edition—1951—at pages 1353-1354. Particularly 
the 24th through 27th lines at column 1 of page 1354 define 
a ‘‘prima facie case’’ as one in which the evidence in favor 
of a proposition is sufficient to support a finding in its 
favor, if all of the evidence to the contrary be disregarded. 
Jn the present circumstances Applicants have brought 
forth a tremendous volume of evidence which clearly 
meets the requirements of a prima facie showing that 
Sheehan is not entitled to the benefit of his March 1, 1957 
filing date. The Affidavits of the inventors as well as the 
Affidavits of Drs. Nayler and Soulal and the Affidavit of 
Sir Robert Robinson must be considered to be true until 
such time as they are controverted, for the purposes of de- 
termining whether or not Applicants have made a prima 
facie showing. If this is done, it is clear that Applicants 
have shown that it is not possible to determine what, if 
any, product or products was in fact produced by Sheehan 
according to his early example and in view of that there is 
no connecting link between the issued Sheehan patent and 
the abandoned Sheehan application. 


The Examiners have further misapprehended this situa- 
tion when they state that Sheehan’s statement of what he 
did must be accepted over Applicants’ interpretation of the 
example involved here. However, the question is not 
what did Sheehan do, but rather what did Sheehan disclose. 
The abandoned Sheehan application must meet the require- 
ments of 35 U.S.C. 112 if it is to be used for any purpose 
at all. Therefore, in determining, at this stage, whether an 
interference will be declared, the Examiners should consider 
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only what the Sheehan abandoned application disclosed 
and should not read into it material added in the 1959 con- 
tinuation-in-part application, nor should they interpret 
Sheehan’s example in the light of the Doyle, et al. appli- 
cation. 


Furthermore, Applicants have shown that Sheehan never 
directed a claim to the subject matter of that example prior 
to the time the application was abandoned and that there- 
fore he did not consider that to be an invention or his in- 
vention. Moreover, the actual production of 6-APA as 
discussed by Sheehan in his 1962 article did not even 
mention the possibility of producing 6-APA according to 
the process suggested in his early example to which the 
Examiners would now give Sheehan the benefit of the 
filing date. 


Lastly, it is desired to call the Commissioner’s atten- 
tion to two representative cases of a whole series of deci- 
sions from the C.C.P.A. and the Board of Patent Interfer- 
ences; namely, Creamer v. Kirkwood and Torre (CCPA) 
134 U.S.P.Q. 330, and Apstein v. Brimley and Cance (PO 
Bd Pat Inter) 133 U.S.P.Q. 604, both of which cases state 
that even as regards a junior party to an Interference, the 
burden of proof is only to prove priority by a ‘‘preponder- 
ance’’ of evidence rather than beyond a reasonable doubt. 
It is therefore clear that here the Examiners would place 
a greater burden on Applicants merely to get into an Inter- 
ference than they would ever have to sustain to prevail in 
the Interference and be awarded priority of inventorship. 
It is believed to be clear error on the part of the Examiners 
to require Applicants to prove ‘‘conclusively’’ that there 
is error in the Sheehan patent. 
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The Examiners Have Exceeded Their Authority Under Rule 
207 in According the Sheehan Patent the Benefit of the 
Filing Date of Abandoned Application Serial No. 643,260 
Filed March 1, 1957 


Rule 207 provides that the Primary Examiner shall 
indicate whether any party is entitled to the benefit of the 
filing date of any prior application. This is under Rule 
207(a). The language of that Rule does not require that 
the Primary Examiner must give a patentee the benefit 
of any and all possible dates to which he may be entitled. 
It is clear that the purpose of this Rule is procedural in 
nature, namely, to determine who will be the senior and 
who will be the junior party. A secondary purpose of 
the Rule is to set forth dates to which the parties are 
clearly and unequivocably entitled. It is not a function 
of this Rule to determine ex parte which party is entitled 
to: which date so that priority of inventorship is prede- 
termined. Priority of inventorship is an inter partes 
matter, and the question of what effective dates can be 
relied upon is a question ancillary to the question of prior- 
itv. The primary Examiner should only give a party the 
benefit of a date earlier than the actual filing date involved 
when the party is clearly entitled to the date in question 
and no issue has been raised as to whether or not the party 
is entitled to that date. That this is so is clear from the 
Provisions of Rule 224 which provides that a party can 
obtain the benefit of a date by a Rule 231 motion if the 
Examiner has not accorded the party this date. It is clear 
that in a case such as the present one where a central issue 
in the entire interference proceedings will be whether or 
not Sheehan is entitled to the benefit of his March 1, 1957 
filing date that the Examiner has exceeded his authority and 
usurped the power of the Board of Patent Interferences by 
making an ex parte determination and prejudging that 
Sheehan is entitled to the benefit of this filing date and that, 
since Sheehan is accorded that date, and Applicants have 
not ante-dated that effective date that an Interference will 
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not be declared. It is also clear that under the doctrine in 
In re Dickinson and Zenitz, supra, that the Examiners are 
attempting to usurp the power and function of the Board of 
Patent Interferences by determining the question of 
adequacy of proof adduced by Applicants and further by 
making an ex parte determination of an inter-partes ques- 
tion of who is entitled to rely on what filing date for prior- 
ity purposes and that this action by the Primary Examiner 
clearly contravenes the In re Dickinson and Zenitz decision, 
supra. 


The Examiners Have Also Misconstrued the Requirements of 
Rule 203(a) Which Requires That Before the Declaration 
of an Interference It Must Be Determined by the Exam- 
iner That There Is Common Subject Matter in the Cases 
Patentable to Each of the Respective Parties, “Subject to 
the Determination of the Question of Priority” 


The Examiner has apparently neglected to take into con- 
sideration this last quoted phrase in Rule 203(a). Rather 
the Examiner has taken the very strange position that an 
Interference will not be declared between the present pend- 
ing application and the Sheehan patent because the Sheehan 
claims are not patentable to Applicants. The reason they 
are not patentable to the Applicants, state the Examiners, 
is that applicants have failed to ante-date the Sheehan 
patent. However, if Applicants prevail in the Interference 
they will have shown that they are the prior inventors and 
thus have proved priority of invention ‘‘relative’’ to the 
March 1, 1957, date that the Examiner wishes to errone- 
ously accord the Sheehan patent. It is believed that the 
requirements that the Interference counts must be patent- 
able to an Applicant before he can get into an Interference 
with a patentee go to such points as is there sufficient 
support in the specification for the proposed Interference 
counts and are there any questions of double patenting 
which must be resolved in favor of Applicants before an 
Interference will be declared. See Johnson v. Harwood 
& Le Dain (Comr Pats) 119 U.S.P.Q. 141. It is believed 
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clear from the above quoted portion of Rule 203(a) that if 
the claims in question are patentable to Applicants except 
for the determination of priority as between Applicants 
and a patentee, this is not a bar to the declaration of an 
Interference. Were it otherwise, Applicants would have to 
first prove to the Examiner’s satisfaction that they will pre- 
vail in a determination of priority and having proved their 
prior inventorship to the Examiner’s satisfaction, the 
Examiner would then declare the Interference and give 
Applicants an opportunity to prove their entire case all 
over again before the Board of Patent Interferences. Such 
a procedure would be utterly anomalous and make it 
doubly difficult for an Applicant or Applicants to ever get 
into an Interference before the Patent Office. This is an 
unnatural, unreal and strained interpretation of the new 
Rules of Patent Interferences which is utterly without sup- 
port in the Rules themselves. 


In dealing with the question of patentability of the claims 
to Applicants, the Examiners have erroneously applied 
In re Rogoff, 120 U.S.P.Q. 185. This case is not only 
inapplicable, and involved a legal question of the re-issue 
statute, but is totally at variance with the facts of the 
present situation. In the Rogoff case the question involved 
was the patentability of claims in a mechanical reissue ap- 
plication, which included claims copied from an issued 
patent. The Patent Office rejected the claims in the reissue 
application as being unsupported by the disclosure (see 
especially 120 U.S.P.Q. 185 at 188), as well as on the 
ground that the newly presented reissue claims were broad- 
er than the original claims and that since the Applicant 
fled the reissue application after the two-year period 
permissible expired, broader claims could not be allowed. 
The CCPA affirmed the Patent Office on the second ground 
and held it unnecessary to decide the first question. It 
js clear that the Examiner in the present situation has 
raised no question whatever as to adequate support in the 
specification for the claims presented and in fact has 


23 


rather raised the question that the Sheehan abandoned ap- 
plication does not support a generic concept of the in- 
vention which is what Applicants are seeking to contest 
in the Interference. Obviously there is no reissue question 
here. 


The Commissioner’s attention is also directed to the 
cases of Trinbull et al. v. Kirschbraum, 20 U.S.P.Q. 46 and 
Tler v. Jahoda, (PO Bd. Pat Int) 94 U.S.P.Q. 148, both 
of which decisions clearly support the proposition that 
unpatentable claims are allowed to a party solely for the 
purpose of the Interference and the question of patent- 
ability may be treated later in ex parte prosecution in 
chemical cases. However, here the only possible ground 
for holding the claims to be unpatentable to the Applicants 
would be that they are unpatentable over the Sheehan 
patent. As was pointed out earlier, if the Interference is 
resolved in favor of Applicants, this ground of rejection 
will no longer apply. It is not seen on what basis Appli- 
cants should be required to prove their case twice, once be- 
fore the Primary Examiner in order for him to declare 
the Interference to begin with and then to repeat the pro- 
cess entirely once Applicants have actually gotten into the 
Interference. 


The Examiners Are Clearly Exceeding Their Authority and 
Jurisdiction in Eliminating an Entire Category of Inter- 
ferences, Namely, Interferences Between Foreign Appli- 
cants and United States Patentees 


The manner in which the Examiners are interpreting the 
new Interference Rules and namely those requirements 
which they say make it imperative for an Applicant to 
“‘ante-date’’ the effective filing date of a U. S. patentee 
are not only unrealistic, but totally exceed the jurisdiction 
and authority of the Examiners. The effect of such a deci- 
sion would be to eliminate an entire category of Interfer- 
ence and such is clearly not contemplated under the new 
Interference Rules. There is no ground whatever for 
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asserting that the new Rules completely eliminate any possi- 
bility for an Interference to be declared between a foreign 
Applicant and a U.S. patentee. If a patent has issued to 
a U.S. patentee, it would only be under the most bizarre of 
circumstances that a foreign Applicant could actually ante- 
date the effective filing date of the U. S. patentee. How- 
ever, what is quite possible is a situation such as the present 
one where a foreign Applicant could clearly prove that a 
U.S. patentee is not entitled to rely on a particular date 
of'a parent application or that an underlying application 
was not directed to the same invention as the one claimed. 


There is nothing in the new Rules to which the Exam- 
iners have referred Applicants which would suggest that 
foreign Applicants are to be placed on a worse footing than 
U. S. Applicants. The only discriminative feature re- 
tained in the new Interference Rules is that foreign Appli- 
eants (under 35 U.S.C. 104) cannot show acts in foreign 
countries to prove priority other than the mere filing date 
of'a Convention application. This the present Applicants 
have done. There is therefore no reason why Applicants 
should not be allowed to show that the Sheehan patent 
must be restricted to its May 1, 1959, filing date and that 
therefore an Interference should be declared. For that 
matter there is no reason adduced why the showing Appli- 
cants have made to date which consists of voluminous argu- 
ments coupled with four very detailed Affidavits, all of 
which show that Sheehan shonld not be allowed to rely on 
his March 1, 1957 filing date, should not be sufficient at least 
to'enable applicants to get into an Interference so that they 
could contest the question of priority. The comments of 
the Examiners that they are saving the patentee money 
by refusing to declare an Interference which will be a 
long and costly one is quite without merit, in view of the 
new Interference Rules which provide for the rapid termi- 
nation of interferences by appropriate motions such as 
judgment on the record, see Rule 225, and summary judg- 
ment under Rule 228. In addition there are no doubt 
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other motions which could be brought under the provisions 
of Rule 231 to provide a rapid termination of the Inter- 
ference if, after the filing of the Preliminary Statements, 
it was not believed that Applicants had adduced a sufficient 
case to support an award of priority. 


However, quite the contrary, Applicants have produced 
a great volume of proof which show that it is quite difficult 
to make any sense whatever out of the earlier Sheehan 
example and that his discussion of the production of some 
alleged product is totally without chemical foundation. 
None of the usual tests which an organic chemist possess- 
ing ordinary skill in the art would have employed are pres- 
ent and there is no way in which anyone can actually de- 
termine what, if anything, Sheehan produced in that early 
example. 


Conclusion 


It is believed that the Commissioner should exercise 
his authority under the Provisions of Rules 181 to 183 and 
order that an Interference be declared between the present 
Doyle et al. application and Sheehan patent No. 3,159,617. 
There is not only a clear basis in fact for the declaration 
of an Interference, but it was in fact error for the Patent 
Office to have failed to declare an Interference prior to 
the time the Sheehan patent was issued as Patent No. 
3,159,617. As is clear from the history of this case, Appli- 
eants had requested, through their prior attorneys, that 
an Interference be declared with the Sheehan application 
before it was issued as a patent. The Patent Office sus- 
pended prosecution on the Doyle et al. application for 6 
months to consider the question of declaring an Interfer- 
ence, yet barely 2 months later the Examiners decided that 
no Interference would be declared and declined even to 
set forth any reasons for that decision. Since that time 
Applicants have been going to great trouble and expense 
to persuade the Patent Office to declare an Interference 
between the present Doyle et al. application and the now 
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issued Sheehan patent No. 3,159,617. Applicants have 
made a very full, complete and careful showing in order to 
meet all of the requirements under the new Interference 
Rules, even though this Interference should have been 
declared under the old Rules. It is not believed necessary 
to discuss in further detail the various Affidavits pre- 
sented, but if the Commissioner will refer to the Affidavits 
of Drs. Nayler and Soulal in particular, he will see that 
any number of compounds might have been prepared 
according to the Shechan example which would have pro- 
dueed the scant results listed. Sheehan made some rough 
assumptions about what he apparently thought he pro- 
duced: the fact is, the actual likelihood of Sheehan ever 
having produced 6-APA at the time he alleged he did is 
remote, and inconsistent with established facts. It is be- 
lieved that Applicants have fully sustained the burden of 
proof which is necessary under the new Interference Rules 
in order to obtain the declaration of an Interference and 
that they have been diligent in all respects. This Petition 


has been filed within 20 days from the Advisory Action 
Applicants are petitioning from, and thus it is believed 
in order for the Commissioner of Patents to exercise his 
authority and instruct the Examiners to forward this appli- 
cation to the Board of Patent Interferences with a recom- 
mendation for the declaration of an Interference. 


Respectfully submitted, 
Frank Peter Doyue ET AL. 


By: 
Jacoss & Jacoss 
Attorneys for Applicants 
Per: 
Albert L. Jacobs, Jr., 
a member of the Firm 

New York, New York 10017, 
October 21, 1965 
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U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 


Address only 
The Commissioner of Patents 
Washington, D, C. 20231 


Group 120 
GM:aw 


Ex parte Frank Peter Doyle et al. 

Serial Number 826,491 

Filed: July 13, 1959 

For: Substances Produced From 
Penicillin-Producing Moulds 


Petition 


This petition filed October 22, 1965 and stated to be 
under the provisions of Rules 181 to 183 seeks to have 
the Examiner directed to initiate an interference between 
this application and Sheehan Patent Number 3,159,617, 
petitioners having copied the claims of the said patent. 


The Examiner’s refusal to initiate an interference is 
based on his contention that the copied claims are unpat- 
entable to petitioners in view of the Sheehan patent and its 
parent, abandoned application Serial Number 643,260. 


It is clear that Rule 181 does not contemplate any direct 
review of a rejection by way of petition since rejections 
are subject to appeal to the Board of Appeals. Rule 181 
does contemplate invoking the supervisory authority of 
the Commissioner in ‘‘appropriate circumstances’’. Review 
of a rejection by way of petition would be appropriate 
only where the rejection is not presented in such form 
that its propriety could be properly reviewed by the Board 
of Appeals. In the present case the ground of rejection 
has been set forth and related to the Patent Laws. The Ex- 
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aminer has in his final rejection and subsequent actions 
commented on petitioners’ arguments. <A clear issue is thus 
presented for consideration by the Board of Appeals. 


No specific argument has been made that the instant situ- 
ation presents questions not provided for by the Rules or 
that are appropriate for suspension of any Rule, and it is 
not seen that Rule 182 or 183 are applicable. 


Petitioners suggest that an interference might be de- 
clared and the question of patentability deferred. They 
state that they would have to prove that they would pre- 
vail in a determination of priority in order to over- 
come the rejection and then prove the entire case all 
over again during interference. While disclosure or 
evidence necessary to prove priority is not necessarily 
commensurate with that required to support allowance 
of a claim or to support rejection of a claim, it ap- 
pears that petitioners’ arguments should not forestall 
the application of Rules 201(b) and 205(a) to deter- 
mine patentability first. Even if the Rules be construed 
as permissive of determining priority before patentability, 
it is neither apparent that such action is required by appli- 
cable Rules or Statutes nor that the Examiner has acted 
arbitrarily in the instant case to determine patentability 
first. 


Petitioners refer to four ‘‘Questions Presented’’. Since 
these appear to relate to matters to be treated after the 
conditions of Rules 201(b) and 205(a) are met, they do not 
appear controlling of this petition. 


The petition is denied. 


Sed. G. D. MircHELu 
George D. Mitchell 
Acting Director 
Chemical Examining Operation 
JACOBS AND JACOBS 
521 Fifth Avenue 
New York, New York 


29 


APPENDIX D 


$1361. Action to compel an officer of the United States to 
perform his duty. 


The district courts shall have original jurisdiction of any 
action in the nature of mandamus to compel an officer or 
employee of the United States or any agency thereof to 
perform a duty owed to the plaintiff. 


(Added Pub. L. 87-748, §1(a), Oct. 5, 1962, 76 Stat. 744.) 


APPENDIX E 
$1009. Judicial review of agency action. 
Except so far as (1) statutes preclude judicial review 


or (2) agency action is by law committed to agency dis- 
cretion— 


(a) Right of review. 


Any person suffering legal wrong because of any agency 
action, or adversely affected or aggrieved by such action 
within the meaning of any relevant statute, shall be en- 
titled to judicial review thereof. 


(b) Form and venue of proceedings. 


The form of proceeding for judicial review shall be any 
special statutory review proceeding relevant to the subject 
matter in any court specified by statute or, in the absence 
or inadequacy thereof, any applicable form of legal action 
(including actions for declaratory judgments or writs of 
prohibitory or mandatory injunction or habeas corpus) in 
any court of competent jurisdiction. Agency action shall 
be subject to judicial review in civil or criminal proceed- 
ings for judicial enforcement except to the extent that 
prior, adequate, and exclusive opportunity for such review 
is provided by law. 
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(ce) Acts reviewable. 


Every agency action made reviewable by statute and 
every final agency action for which there is no other ade- 
quate remedy in any court shall be subject to judicial re- 
view. Any preliminary, procedural, or intermediate agency 
action or ruling not directly reviewable shall be subject to 
review upon the review of the final agency action. Except 
as otherwise expressly required by statute, agency action 
otherwise final shall be final for the purposes of this sub- 
section whether or not there has been presented or deter- 
mined any application for a declaratory order, for any 
form of reconsideration, or (unless the agency otherwise 
requires by rule and provides that the action meanwhile 
shall be inoperative) for an appeal to superior agency 
authority. 


(d) Relief pending review. 


Pending judicial review any agency is authorized, where 
it finds that justice so requires, to postpone the effective 
date of any action taken by it. Upon such conditions as 
may be required and to the extent necessary to prevent 
irreparable injury, every reviewing court (including every 
court to which a case may be taken on appeal from or upon 
application for certiorari or other writ to a reviewing 
court) is authorized to issue all necessary and appropriate 
process to postpone the effective date of any agency action 
or to preserve status or rights pending conclusion of the 
review proceedings. 


(e) Scope of review. 


' So far as necessary to decision and where presented the 
reviewing court shall decide all relevant questions of law, 
interpret constitutional and statutory provisions, and de- 
termine the meaning or applicability of the terms of any 
agency action. It shall (A) compel agency action unlaw- 
fully withheld or unreasonably delayed; and (B) hold un- 
lawful and set aside agency action, findings, and conclu- 
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sions found to be (1) arbitrary, capricious, an abuse of 
diseretion, or otherwise not in accordance with law; (2) 
contrary to constitutional right, power, privilege, or im- 
munity; (3) in excess of statutory jurisdiction, authority, 
or limitations, or short of statutory right; (4) without 
observance of procedure required by law; (5) unsupported 
by substantial evidence in any case subject to the require- 
ments of sections 1006 and 1007 of this title or otherwise 
reviewed on the record of an agency hearing provided by 
statute; or (6) unwarranted by the facts to the extent that 
the facts are subject to trial de novo by the reviewing 
court. In making the foregoing determinations the court 
shall review the whole record or such portions thereof as 
may be cited by any party, and due account shall be taken 
of the rule of prejudicial error. (June 11, 1946, ch. 324, 
$10, 60 Stat. 243.) 


ErrecriveE Date 


Section effective three months after June 11, 1946, see 


section 1011 of this title. 


APPENDIX F 


35 US.C. 119. Benefit of earlier filing date in foreign 
country; right of priority. An application for patent for 
an invention filed in this country by any person who has, or 
whose legal representatives or assigns have, previously 
regularly filed an application for a patent for the same 
invention in a foreign country which affords similar privi- 
leges in the case of applications filed in the United States 
or to citizens of the United States, shall have the same 
effect as the same application would have if filed in this 
country on the date on which the application for patent 
for the same invention was first filed in such foreign coun- 
try, if the application in this country is filed within twelve 
months from the earliest date on which such foreign appli- 


32 


cation was filed; but no patent shall be granted on any 
application for patent for an invention which had been 
patented or described in a printed publication in any coun- 
try more than one year before the date of the actual filing 
of the application in this country, or which had been in 
public use or on sale in this country more than one year 
prior to such filing. 


No application for patent shall be entitled to this right 
of priority unless a claim therefor and a certified copy of 
the original foreign application, specification and draw- 
ings upon which it is based are filed in the Patent Office 
before the patent is granted, or at such time during the 
pendency of the application as required by the Commis- 
sioner not earlier than six months after the filing of the 
application in this country. Such certification shall be 
made by the patent office of the foreign country in which 
filed and show the date of the application and of the filing 
of the specification and other papers. The Commissioner 
may require a translation of the papers filed if not in the 
English language and such other information as he deems 
necessary. 


In like manner and subject to the same conditions and 
requirements, the right provided in this section may be 
based upon a subsequent regularly filed application in the 
same foreign country instead of the first filed foreign ap- 
plication, provided that any foreign application filed prior 
to such subsequent application has been withdrawn, aban- 
doned, or otherwise disposed of, without having been laid 
open to public inspection and without leaving any rights 
outstanding, and has not served, nor thereafter shall serve, 
as a basis for claiming a right of priority. 


Nore.—Following is a list of countries with respect to 
which the right of priority referred to in 35 U.S.C. 119 has 
been recognized. The authority in the case of these coun- 
tries is the International Convention for the Protection of 
Industrial Property (613 O.G. 23, 53 Stat. 1748; 775 O.G. 
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321), indicated by the letter I following the name of the 
country; the Inter-American Convention relating to In- 
ventions, Patents, Designs and Industrial Models, signed 
at Buenos Aires August 20, 1910 (207 O.G. 935, 30 Stat. 
1811), indicated by the letter P after the name of the 
country; or reciprocal legislation in the particular country, 
indicated by the letter L following the name of the country. 


Algeria (I), Australia (I), Austria (I), Belgium (I), 
Brazil (I,P), Bulgaria (I), Cameroon (I), Canada (I), 
Central African Republic (I), Ceylon (I), Chad, Republic 
of (I), Congo, Republic of (I), Costa Rica (P), Cuba (LP), 
Czechoslovakia (I), Denmark (I), Dominican Republic (I,- 
P), Ecuador (P), Egypt (United Arab Republic) (I), Fin- 
land (I), France (I), Germany, Federal Republic of (I), 
Great Britain (I), Greece (I), Guatemala (P), Haiti (P), 
Honduras (P), Hungary (I), Iceland (I), Indonesia (I), 
Iran (I), Ireland (I), Israel (I), Italy (I), Ivory Coast, Re- 
public of (I), Japan (I), Kenya (I), Korea (L), Laos King- 
dom of (I), Lebanon (I), Liechtenstein (I), Luxemburg (I), 
Malagasy, Republic of (I), Mauritania (I), Mexico (I), 
Monaco (I), Morocco (1), Netherlands (I), New Zealand 
(I), Nicaragua (P), Niger (I), Nigeria, Federation of (I), 
Norway (I), Panama (P), Paraguay (P), Philippines (1), 
Poland (I), Portugal (I), Rhodesia and Nyasaland, Fed- 
eration of (I), Roumania (I), San Marino (I), Senegal, 
Republic of (I), Southern Rhodesia (I), Spain (I), Sweden 
(I), Switzerland (I), Syria (United Arab Republic) (I), 
Tanganyika (I), Trinidad and Tobago (I), Tunis (I), 
Turkey (I), Union of South Africa (I), U.S.S.R. (1), 
United Arab Republic (I), Upper Volta, Republic of (I), 
Uganda (I), Uruguay (P), Vatican City (I), Vietnam (I), 
Yugoslavia (I), Zambia (I). 
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APPENDIX G 


35 U.S.C. 120. Benefit of earlier filing date in the United 
States. An application for patent for an invention dis- 
closed in the manner provided by the first paragraph of 
section 112 of this title in an application previously filed 
in the United States by the same inventor shall have the 
same effect, as to such invention, as though filed on the 
date of the prior application, if filed before the patenting 
or abandonment of or termination of proceedings on the 
first application or on an application similarly entitled to 
the benefit of the filing date of the first application and if 
it contains or is amended to contain a specific reference 
to the earlier filed application. 


APPENDIX H 


§ 1.203 Preparation for interference between applications ; 
suggestion of claims for interference. 


(a) Before the declaration of interference it must be de- 
termined by the examiner that there is common subject 
matter in the cases of the respective parties, patentable to 
each of the respective parties, subject to the determination 
of the question of priority. Claims in the same language, 
to form the counts of the interference, must be present or 
be presented, in each application; except that, in cases 
where, owing to the nature of the disclosures in the re- 
spective applications, it is not possible for all applications 
to properly include a claim in identical phraseology to 
define the common invention, an interference may be de- 
clared, with the approval of the Commissioner, using as 
account representing the interfering subject matter a claim 
differing from the corresponding claims of one or more of 
the interfering applications by an immaterial limitation or 
variation. 
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APPENDIX I 


§$ 1.205 Interference with a patent; copying claims from 
patent. 


(a) Before an interference will be declared with a pat- 
ent, the applicant must present in his application, copies 
of all of the claims of the patent which also define his in- 
vention and such claims must be patentable in the appli- 
cation. However, an interference may be declared after 
copying the claims excluding an immaterial limitation or 
variation if such immaterial limitation or variation is not 
clearly supported in the application or if the applicant 
otherwise makes a satisfactory showing in justification 
thereof. 


APPENDIX J 


§ 1.204 Interference with a patent; affidavit by junior party. 


(b) When the effective filing date of an applicant is 
three months or less subsequent to the effective filing date 
of a patentee, the applicant, before the interference will 
be declared, shall file an affidavit that he made the inven- 
tion in controversy in this country before the effective 
filing date of the patentee, or that his acts in this country 
with respect to the invention were sufficient to establish 
priority of invention relative to the effective filing date of 
the patentee. 
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APPENDIX K 


Is rue Unirep Srares Parent OFFICE 
Group 120 
Appeal No. 562-14 
In re Application of 
Frank Perer Doyle ET AL. 
Serial No. 826,491 
Filed July 18, 1959 
For: Susstances Propucep From 
Penicrtuin-Propucinc Moups 
Affidavit of John Herbert Charles Nayler 


Srare or New York ace 
County or New York y 


Joun Hersert Cuartes Nayuer, being duly sworn, de- 


poses and says that he is a Subject of the Queen of Great 
Britain and Northern Ireland and a resident of 31 Clowders 
Road, Catford, London S. E. 6, England, and is one of 
the applicants in the above entitled application and that: 


1, He is a graduate of London University with the de- 
gree of B. Sc., 1948, and the degree of Ph.D., 1955, that 
he became a Fellow of the Royal Institute of Chemistry 
in 1959, that he has had approximately 17 years of experi- 
ence in organic research in the pharmaceutical industry 
and is presently the Head of the Chemistry Research De- 
partment of Beecham Research Laboratories. 


2. He is the author or co-author of numerous publications 
in the penicillin field including ‘‘Penicillins and Related 
Structures’”’, Chapter 1, Avvances Ix Druc Reszarcu, Vol. 
I (1964), Academic Press (London and New York) and is 
also the inventor or co-inventor of a number of patents, 
particularly relating to semi-synthetic penicillins. 
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3. He has studied and is thoroughly familiar with Shee- 
han patent No. 3,159,617 granted December 1, 1964, on an 
application filed May 1, 1959, under Serial No. 810,231, and 
also with abandoned Sheehan application filed March 1, 
1957, under Serial No. 643,260, the descriptive part of 
which is reproduced substantially in the patent in the 
following passages to which reference is made herein- 
after: viz, line 12 of column 1 to line 44 of column 2; 
and line 9 of column 3 to line 47 of column 5, inclusive. 
His study and consideration of that 1957 description led 
him to make the following statements: 


In the form in which it was originally filed on March 1, 
1957, Sheehan’s application was concerned with ‘‘a method 
of converting penicilloic acids to the corresponding peni- 
cillins’’ (see column 1, lines 13 to 14 of patent 3,159,617). 
In other words it was concerned with an improved pro- 
cedure for completing the f-lactam ring by forming an 
amide bond between a carboxyl group and the secondary 
amine group of the thiazolidine ring. The problem of 
accomplishing this step in useful yield is one which had 
defeated a number of chemists between 1945 and 1957. 
Sheehan succeeded in carrying out this difficult reaction 
by using (e.g., in getting compound VII at lines 15-25 of 
column 2 of the patent) a particular class of amide-forming 
reagents, which he defines in his patent (column 1, lines 
29 to 44). These reagents were all previously known for 
their ability to form amide bonds in general, but they had 
not been applied previously for the specific purpose of 
completing the f-lactam ring of penicillins. The most 
important of these reagents (and the ones used in all the 
relevant Examples of U.S.P. 3,159,617) are carbodi-imides, 
which had been introduced for the general purpose of 
forming amide bonds by Sheehan himself (U.S.P. 2,938,892, 
issued May 31, 1960) (Sheehan and Hess, J.A.C.S. Vol. 77, 
page 1067 (1955)). 
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All these reagents function by converting a carboxylic 
acid (RCO.H) into a reactive derivative (RCOX) which 
in turn reacts with a primary or secondary amine (R/NH: 
or R/R?-NH) to give an amide (RCONHR’ or RCONR’R’). 
In the formation of a non-cyclic amide the reaction is in- 
termolecular, involving condensation of the carboxyl group 
of one molecule with the amino group of a second molecule. 
By contrast the formation of a eyclic amide (such as a 
B-lactam) involves an intra-molecular reaction, and can 
only occur when a carboxyl group and an amino group are 
both present in the same molecule and so arranged in space 
as to permit them to interact, Clearly such intra-molecular 
amide bond formation must occur in competition with inter- 
molecular reactions. 


Considering now the more particular reaction by which 
compounds of the general formula A are eyclized to fused 
B-lactams of general formula B: 


RRECH——=-CH CHe2 


re et 


NH——-——CHCO2R" CO———¥ C300 9" 


(A) (B) 


OK 


This reaction is seen in its simplest form when R repre- 
sents an organic acid radical which masks the basic nature 
of the nitrogen atom to which it is attached and when R 
represents an alkyl or aralkyl group which masks the 
acidic nature of the carboxyl group to which it is attached. 

‘Nevertheless, even in this relatively simple case, an alter- 
native intermolecular reaction is possible in which the free 
carboxyl group of one molecule of A reacts with the thia- 


39 


zolidine nitrogen of a second molecule of A to form com- 
pound C. Further inter- or intra-molecular reactions in- 
involving the amino and/or carboxyl groups of C could 
then lead to even more complex products. Of the various 
possible products, however, B is the only one containing 
a B-lactam ring. 
COoR' 
wf CMe 2-CH 


Ss 


BS 


CH——-NH HOC, CHNHR 


RNHCH = CO - N-==—=——CH 


R'0,C=CH 
\ 
CMe, 
(Cc) 


A more complicated situation arises when R is again 
an organic acid radical but when R’ is a hydrogen atom. 
This is in fact the situation in the cyclization of phenoxy- 
methylpenicilloic acid described in Sheehan’s patent (Col- 
umn 4, line 50, to Column 5, line 5). 


In addition to the simple intramolecular reaction leading 
to the penicillin B and a possible competing intermolecular 
reaction leading to an amide (C; R’=H) a second inter- 
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molecular reaction leading to an isomeric amide (D) now 
becomes possible. 


Both C and D, in the presence of a carbodiimide or 
equivalent reagent, could then undergo secondary reactions 
involving the formation of further intra- or inter-molecular 
amide bonds. One such possible product, for example, 
would be E, arising by closure of the f-lactam ring in D. 
There is also a second way in which structure E could 
arise, namely the acylation of the secondary amino group 
of ‘A by means of the carboxyl group of the primary prod- 
uct (B; R’-=H). Both E and possible more complicated 
products derived therefrom are of particular interest be- 
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cause they contain the fused f-lactam structure and would 
therefore give the typical chemical reactions and infra-red 
absorption associated with fused f-lactams. This means 
that the detection of a fused 8-lactam structure by chemical 
or spectroscopic examination of a crude reaction product 
can no longer be regarded as proof of formation of the 
desired penicillin (B), since the possible alternative struc- 
ture E (or more complex derivatives thereof) would give 
similar results. In order to be sure that the penicillin B 
has been formed more specific evidence is required. In 
the case of Sheehan’s synthesis of Penicillin V (as com- 
pound VII) from the corresponding penicilloic acid satis- 
factory evidence is in fact provided by the isolation of the 
pure potassium salt and a detailed comparison of its phys- 
ical properties with those of the natural product. (Lines 
64-75 in column 4, and lines 1-5 in column 5 of 3,159,167) 
The low yield of Penicillin V in Sheehan’s synthesis is 
consistent with the formation of other compounds such as 
those described above. 


Another form of the general reaction visualized by 
Sheehan, although not specifically exemplified in his patent, 
would arise when R in formula A represents a hydrogen 
atom and R’ an alkyl or aralkyl group. Im such a case 
structures of type C or more complex derivatives thereof 
could still arise as possible alternatives to the desired prod- 
uct B, but in this case structures D and E or their deriva- 
tives could not be formed. The presence of a free amino 
group in both A and B would however permit the forma- 
tion of other structures F and G as well as more complex 
derivatives thereof. G, which could arise either by coupl- 
ing of the free carboxyl group of (A; R’=alkyl or aralkyl) 
with the amino group of B or by intramolecular trans- 
formation of F, would itself be a fused B-lactam and would 
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accordingly share the typical chemical and spectroscopic 
properties associated with this grouping in B. 
COoR* 
CMe2 - CH 


/ 


Finally there is the most complicated case of all, in 
which both R and R’ in structure A represent hydrogen 
atoms. In this case there are in the same molecule four 
functional groups (two amino and two carboxyl) all of 
which are capable, in the presence of an amide-forming 
reagent such as a carbodiimide, of participating in the 
formation of both intra- and inter-molecular amide bonds. 
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This is the extremely complex situation involved in the 
attempted formation of 6-aminopenicillanic acid (B; 
R=R’=H) from the intermediate (A; R=R’=H) 
which is described by Sheehan in Column 5, lines 22 to 33, of 
his patent. 


In these circumstances the possible primary products 
(i.e. those arising from the formation of only one amide 
bond) are B, C, D, F, and one new possibility (H). 


s 


HoNCH » CH 


| 


Possible secondary products (i.e. those arising by forma- 
tion of a second intra- or inter-molecular amide bond) are 
too numerous to list in full, but the most significant of 
them in this context are those containing a fused f-lactam 
structure. These are E (arising either by cyclization of 
D or by interaction of B and A), G (arising either by 
cyclization of F or by interaction of A and B), J (arising 
either by cyclization of H or by interaction of A and B), 
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and K (arising either by cyclization of H or by interaction 
of B and A). 


$ 
OOS 
HOCH = CH CMe2 


Formation of tertiary, quaternary, or subsequent prod- 
ucts (i.e, those arising by formation of a third, fourth, or 
subsequent amide bond) is of course possible and the 
number of such potential structures would be unlimited. 
One of these compounds, namely structure (L) actually 
contains two fused B-lactam units. This structure could 
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arise by cyclization of either J or K, by double cyclization 
of H, or by coupling of two molecules of B (R = R’ = Hi). 


It will be seen from the above that Sheehan’s treatment 
of structure A (R = R’ = H) with a carbodiimide or other 
amide-forming reagent is very far from being an unam- 
biguous source of 6-aminopenicillanic acid (B; R= RB’ = 
H). Very many other structures may arise in the reaction, 
and several of these (including E, G, J, K and L) are them- 
selves fused f-lactams. The evidence advanced by Shee- 
han for the formation of 6-APA in this way, namely a 
chemical assay of 8% in some unspecified procedure and 
the observation of an infra-red absorption band at 5.68 y, 
would fail to distinguish between 6-APA and the other 
f-lactam derivatives mentioned above. 


It should be emphasized that there are good grounds 
for postulating the formation of structures other than 
B (R=R’=H). As long as unconsumed carbodiimide 
or equivalent amide-forming reagent remains present in 
the reaction mixture, then combination of amino and car- 
boxyl groups (either inter- or intra-molecularly) is a per- 
fectly natural process. The mechanism of the amide-form- 
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ing reaction is such that one molecule of carbodiimide or 
its equivalent is consumed for every amide bond formed. 
It will be noted that Sheehan in his patent places no limit 
on the quantity of the amide-forming agent which is suit- 
able for use in the process. However, in the specific re- 
action under discussion he specifies (Column 5, lines 22 
to 27) the use of approximately 0.89 mole of dicyclohexyl- 
carbodiimide per mole of starting material (A; R= R’ = 
H). This means that if he could have demonstrated an 
89% yield of 6APA he would have ensured the consump- 
tion of all the carbodiimide used and there would have 
been none available to initiate alternative reactions. In 
the event however, he was able to claim the formation of 
no more than 8% of £-lactam, which would have consumed 
only 8/89 of the carbodiimide and left all the rest available 
for alternative reactions. 


With regard to the proposed alternative reactions it 
should be noted that the structures F, Hand K are no more 


than particular examples of structure A in which R rep- 
resents various rather complex organic acid radicals. 
Hence it follows from the very nature of Sheehan’s syn- 
thesis that these structures, in the presence of carbodiimide 
or equivalent amide-forming reagent, will be converted 
into the cyclic structures G, J, and L. 


It should also be noted that Sheehan asserts in the part 
of his patent added in 1959 (Column 2, lines 62 and 63) that 
6-APA (ie. B, R = R’ = H) undergoes N-acylation in the 
presence of a carboxylic acid and a carbodiimide or an 
alkoxyacetylene. It therefore follows that, when either a 
carbodiimide or an alkoxyacetylene is used as the amide- 
forming reagent, any small amount of 6-APA which may 
be produced would be available to undergo secondary re- 
action with any available molecule containing a carboxyl 
group. There is indeed experimental evidence in the 
literature to show that 6APA does in fact react with 
carboxylic acids in the presence of carbodiimides to yield 
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penicillins (cf. inter alia, Hobbs and English, J. Med. 
Pharm. Chem., 1961, 4., 207). The proposed side-reactions 
in which G or J is formed from A and B, or in which L 
is formed from 2 molecules of B, are precisely of this type. 
There are thus two distinct and very plausible routes by 
which the f-lactam-containing structures G, J, and L could 
have arisen instead of 6-APA. 


The data presented by Sheehan in his patent (column 5, 
lines 22-33) are insufficient to establish the formation of 
6-APA since this product was neither isolated nor unam- 
biguously characterized. If 6APA had been formed, then 
one way now known in which it could have been character- 
ized would have been to acylate it and then either isolate 
or adequately characterize the resulting penicillin. Shee- 
han did in fact report (column 5, lines 34 to 47). an experi- 
ment in which the crude reaction product was treated with 
phenoxyacetyl chloride, but the result of this experiment is 
not made clear. If 6-APA had been present, then as is 
now known, this treatment under proper conditions would 
be expected to convert it into phenoxymethyl penicillin 
(Penicillin V), but Sheehan does not report the isolation of 
this product. In fact all that he says about his ernde 
product, which he obtained in unstated yield, is that ‘‘bio- 
assay ... against penicillin V indicates that the L isomer 
has little, if any, biological activity.’’ 


This cryptic statement presumably implies that the 
crude product was tested for antibacterial activity, but the 
result of this test is by no means clear. Since Sheehan 
started (column 5, line 23) with DL-c-4carboxy-5,5- 
dimethyl-c-amino-2-thiazolidineacetic acid (i.e. a mixture of 
two optical isomers of A, R= R’=H) any 6APA pro- 
duced therefrom would likewise be a mixture of D- and L- 
isomers, as would any Penicillin V resulting from subse- 
quent phenoxyacetylation. The ‘‘natural’’ (i. those 
produced by methods other than total chemical synthesis) 
penicillins, whose biological activity has long been known, 
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all have the D-configuration. However, in March 1957, 
when Sheehan’s application was filed, the L-isomers had 
not been isolated. If Sheehan had isolated pure DL-peni- 
cillin V and found that it had only half the antibacterial 
activity of the ‘‘natural’’ D-penicillin V he would certainly 
have been entitled to deduce that ‘‘the L-isomer has little, 
if any, biological activity’’ (ef. Column 5, lines 46-47) just 
ashe did in the case of the differently synthesized DL- 
penicillin V (potassium salt) reported by him in J. Amer. 
Chem. Soc., 79, 1262-3 (1957), which he had isolated in 
crystalline form. Since, however, in the present case he 
did not report a testing of a pure isolated product, no such 
deduction is justified. 


Even if Sheehan’s statement is taken to imply that his 
erude product had some antibacterial activity (and he does 
not even say as much as this), he gives no evidence for 
believing that the activity resulted from the phenoxyacety- 
lation reaction. Any biological activity which he may have 
observed could have been present before treatment with 
phenoxyacetyl chloride. As previously explained, treat- 
ment of compound A(R = R’ =H) with dicyclohexylcar- 
bodiimide could have given rise to many alternative prod- 
ucts in addition to, or instead of, 6APA. Some of these 
alternative products (e.g. G, J, and L) would themselves 
be penicillins and as such could be expected to have anti- 
bacterial activity. Treatment with phenoxyacetyl chloride 
could modify such activity (either enhancing or reducing 
it) by acylating the free amino groups in G, J, and L. 
Thus the action of phenoxyacetyl chloride on G could give 
rise to M, N or O, the same treatment of J could give P, 
Q, or R, and L could be converted into S. 


CH——-N = COCH,OPh \ 
HN « CH © CO + NH = CH———CH Hey 


| 
PhOCH,COWBCH = CO « WH = CH——CH 


(K) 


on 
Yo - CH 


s 
Naan’ COCH20Ph s 


wo NS 


PhOCH,CONHCH = CO - MH © CH———-CH Che. 


C0 fl C00 9H 
(0) 
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Pa © 


PROCH.CONHCK = CH CMe 
2 | 2 


‘The nature of the product obtained in the experiment 
described by Sheehan in his patent (column 5, lines 34 to 
47) is quite uncertain, and therefore of no value as a means 
of establishing that the crude product of the preceding 
reaction (column 5, lines 22 to 33) contained 6-APA. 
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It seems likely that Sheehan himself recognized the in- 
adequacy of this evidence. Pure 6-APA was of course 
first obtained as a fermentation product in Beecham Re- 
search Laboratories, and an account of its physical and 
chemical properties was published in January, 1959, 
(Batchelor et al., Nature, 1959, 183, 257). In November, 
1959, Sheehan published a preliminary account of a chemi- 
cal synthesis of 6-APA, further details of the procedure 
appearing in 1962 (Sheehan and Henery-Logan, J. Amer- 
Chem. Soc., 1959, 81, 5838; 1962, 84, 2983). The structure 
of the product was confirmed by the identity of its physical 
properties with those which Beecham Research Labora- 
tories has previously reported for the natural product. 
It is significant that the method which Sheehan used to 
synthesize this authentic specimen of'6-APA was not that 
described in his patent (column 5, lines 22 to 33). Instead 
of using the uncertain procedure of cyclizing a compound 
of type A in which both the amino and carboxyl groups are 
unprotected (R = R’=H) Sheehan actually cyclized the 
protected structure (A; R = Ph,C, R’ = Me) to give the 
methyl ester of 6-(triphenylmethylamino) penicillanic acid 
(B; R = Ph,C, R’ = Me). As explained earlier the forma- 
tion of a 8-lactam structure in this way when the other func- 
tional groups are protected is unambiguous. Sheehan then 
removed the triphenylmethyl group and the methyl group 
in subsequent steps. In these publications Sheehan does 
not even refer to the possibility of synthesizing 6-APA 
without protection of the amino and carboxyl groups. 


Summary: 


The patent application filed by Sheehan on March 1, 
1957, is principally concerned with a process for converting 
penicilloic acids (A; R=acyl) into penicillins (B; 
R=acyl). One product of such a reaction (potassium 
D-a-phenoxymethylpenicillinate) was well characterized. 
The application also includes an account of an experiment 
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in which 6APA (B; R= FR’ = BH) is alleged to have been 
prepared by a similar cyclization of (A; R = BR’ = H), but 
in this case the product was not adequately characterized. 
No 6-APA was isolated, nor was its presence clearly estab- 
lished. Some f-lactam containing material was evidently 
formed, but as pointed out above, this could have been any 
of a number of structures. Treatment of the erude product 
with phenoxyacetyl chloride was described and it was as- 
serted that this led to the formation of DL-a-phenoxy- 
methylpenicillanie acid, but again, no adequate evidence 
was produced to support the assertion. 


Affiant states further that the study which led him to 
the conclusions stated above was one which he undertook 
on his own initiative following a meeting with Ronald 
Smither, Patent Officer of Beecham Research Laboratories, 
on or about June 30, 1965. At that meeting, or just before 
it, affiant learned that there was a possibility of a priority 
contest in the United States involving the aforesaid Shee- 
han application of 1957 (Serial No. 643,260), and involv- 
ing an interpretation of its description concerning a pur- 
ported synthesis of 6-APA and concerning the experiment 
discussed above in which 6-APA was a purported reagent. 
At the meeting, the Sheehan patent No. 3,159,617 was dis- 
cussed to some extent with respect to its passages carried 
forward from the said 1957 application, and that discus- 
sion prompted affiant to make this study. Affiant’s con- 
clusions from it were reported to Mr. Smither on or about 
August 17, 1965. 


Furraer, affiant sayeth not. 


/s/ Joun Herpert CHARLES NayLer 
John Herbert Charles Nayler 


Sworn and subscribed to this 4th 
day of September, 1965 


/s/ Axpert L. Jacoss, JB. 
Notary Public 
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APPENDIX L 


IN THE UNITED STATES PATENT OFFICE 


In re Application of 


Frank Peter Doze, et aL. 


Serial No. 826,491 
Filed July 13, 1959 
Group 120 
Appeal No. 562-14 


For: Susstances PRopUCED FROM 
PENICILLIN-Propucine Movuips 


Affidavit of Maurice John Soulal 
Great Britain and Northern Ireland 
88 


London, England 
Embassy of the United States of America 

Mavrice Joun Sovuat, being duly sworn, deposes and 
says that he is a Subject of the Queen of Great Britain and 
Northern Ireland and a resident of 14, Montgomery Avenue, 
Hinchley Wood, Surrey, England, and 


1. He is a graduate of London University with the 
degree of B.Sc., 1951, and the degree of Ph.D., 1957, that 
he became a Fellow of the Royal Institute of Chemistry 
in 1962, that he has had approximately 11 years of ex- 
perience in organic research in the pharmaceutical 
industry and is presently the Head of the Chemistry 
Development Department of Beecham Research Labora- 
tories. 


2. He is the author and co-author of publications in 
the penicillin field, and is also the inventor or co-inventor 
of a number of patents, particularly relating to semi- 
synthetic penicillins. 
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3. He has studied and is thoroughly familiar with 
Sheehan Patent No. 3,159,617 granted December 1, 1964, 
on an application filed May 1, 1959, under Serial No. 
810,231, and also with abandoned Sheehan application filed 
March 1, 1957, under Serial No. 643,260, the descriptive 
part of which is reproduced substantially in the patent in 
the following passages to which reference is made here- 
inafter: viz. line 12 of column 1 to line 44 of column 2; 
and line 9 of column 3 to line 47 of column 5, inclusive. 
His study and consideration of that 1957 description lead 
him to make the following statements: 


‘A. In the Example at line 22 to 33 in column 5 of the 
patent, purporting to describe the preparation of DL-6- 
aminopenicillanic acid, the product is identified by Sheehan 
solely on the basis of absorption in the infra-red spectrum 
at 5.68 yp and an unspecified chemical assay showing an 
8% yield of the f-lactam of formula (IX) in the patent. 
These two methods of identification may be criticised as 
follows: 


(a) The Infra-red Absorption. A number of classes of 
compounds have absorption bands in the 5.6-5.7 » region 
(see A. D. Cross, “<Jntroduction to Practical Infra-Red 
Spectroscopy’’, second edition, Butterworths, London, 
1964). For example, the following are quoted : 


Aroyl peroxides, 5.6-5.7 u. 


Four-membered cyclic ketones, 5.62 - 5.68 up. 
Saturated y-lactones, 5.62 - 5.68 up. 


Carboxylic anhydrides, 5.56 - 5.81 p, mainly at 5.68 p. 


The last class of compounds is particularly interesting 
in that carboxylic anhydrides are obtained by the reaction 
of N,N’-dicyclohexylearbodiimide with carboxylic acids 
(Schiff, Scheeren, Van Es and Stevens, Rec. Trav. Chim., 
1965, 84, 594) or as a by-product in peptide syntheses 
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(Albertson, ‘‘Organic Reactions’’, Ed. Cope, John Wiley, 
New York, 1962, 12, 205.) 


It is possible that in the reaction described in the said 
Example, N,N’-dicyclohexylearbodiimide effected the con- 
densation of two carboxyl groups (instead of a carboxyl 
and an amino group to give DL-6-aminopenicillanic acid) 
giving rise to compounds such as the following: 


cr, 


1 | 


COOH 


COOH EW == CH.COm=—— O == C0.CE = 


8 
“aN As 
HUNCH — CH Cn. 
ee ee alex. 


COOR HN ——— CH.CO —— 0 ——00 mw ——— CH.COOK 
These substances being carboxylic anhydrides would 


absorb in the 5.56-5.81 » region and could spuriously 
suggest the presence of a compound containing a 8-lactam 


ring. 
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(b) The Chemical Assay of the Product. The two 
generally recognized chemical assays of penicillins that are 
not highly pure are the iodometric and hydroxylamine 
methods. It can only be assumed that these methods would 
have been used by Sheehan, even though this was not 
stated by him in the said Example. 


(i) The Iodometric Assay. The iodometric assay 
(Alicino, Ind. Eng. Chem., Anal. Ed., 1946, 18, 619) is non- 
stoichiometric and does not assay the 8-lactam ring directly, 
but only the thiazolidine ring after rupture of the S-lactam 
ring; the 6-lactam content is thus deduced as the difference 
between the amount of idoine consumed in the reaction 
after and before alkaline hydrolysis. 


In the said Example it is claimed that the yield of the 
B-lactam of formula (IX) of the patent is 8% (line 31) 
and this corresponds to 11 mg. of 6-aminopenicillanic acid, 
which in the stated 236 mg. total weight of product (line 
30) represents a 4.7% purity of the sample assayed. The 
assay of such low purity material should not be carried 
out by the iodometric method. The results of such an 
assay could well be meaningless, because the amount of 
iodine consumed, as a result of 8-lactam ring rupture by 
the alkaline hydrolysis step in the assay, represents but a 
fraction of the total iodine consumption due to the presence 
of a preponderance of penicilloic acid and other products 
that will react with the iodine. 


(ii) The Hydroxylamine Assay. For the chemical deter- 
mination of small amounts of a substance containing a 
B-lactam ring, in an impure sample, the hydroxylamine 
method (The Chemistry of Penicillin, Eds. Clarke, Johnson 
and Robinson, Princeton Univ. Press, 1949, page 1029) is 
the most suitable. This method also had the merit that 
hydroxylamine reacts directly with the 8-lactam group and 
is therefore not an indirect method. In this assay, the 
extent of reaction of the £-lactam with hydroxylamine is 
measured before and after destruction of the #-lactam ring 
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by alkaline hydrolysis. Any substances present which 
react with hydroxylamine and are not destroyed by 
alkaline hydrolysis are corrected for in the assay method. 
However, any substance that reacts with hydroxylamine 
and whose reactive grouping is destroyed by alkaline 
hydrolysis will assay as a f-lactam. 


It has been shown in Section (a) of this Affidavit that 
reactions of N,N’-dicyclohexylearbodiimide with carboxylic 
acids can give rise to carboxylic anhydrides and these 
compounds are known to react with hydroxylamine and 
alkali in exactly the same way as compounds containing the 
8-lactam ring. Thus it can be seen that no substance con- 
taining a 8-lactam ring need be present to obtain a positive 
assay by the hydroxylamine method. 


B. In the Example at lines 34 to 47 in column 5 of the 
patent, purporting to describe the acylation of DL-6- 
aminopenicillanic acid with phenoxyacetyl chloride, there is 
no indication as to whether the penicillin V is in the solid 
precipitated by water from the methanol (line 42), the solid 
precipitated on concentration (line 44) or in the freeze 
dried filtrate (line 45). 


No chemical, physical or chromatographic data are given 
in the Example to support the claim to have prepared DL- 
penicillin V in any of the three materials isolated. 


This Example states that ‘‘the L-isomer has little, if 
any, biological activity”. The product of acylation of 
DL-6-aminopenicillanic acid with phenoxyacetyl chloride 
is DL-penicillin V, but no mention is made of this material 
nor of its separation into D and L epimers. Had any 
DL-6-aminopenicillanic acid been present originally, re- 
action with phenoxyacetyl chloride would certainly have 
given sufficient penicillin V to show appreciable biological 
activity. Therefore the significance of the sentence in 
lines 45 to 47 cannot be seen. 
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Summary: 


The evidence for the synthesis of DL-6-aminopenicillanic 
acid is based upon an infra-red absorption band and an 
unspecified chemical assay. It has been shown in this 
Affidavit that the reactants used by Sheehan could give 
rise to substances that, while appearing to contain a 
B-lactam ring by the tests applied, would not be DL-6- 
aminopenicillanic acid. 


The evidence for the synthesis of DL-phenoxymethyl- 
penicillanie acid (DL-penicillin V) is unsupported by 
chemical or physical data and is merely supported by a 
stated lack of biological activity of an isomer whose isola- 
tion was not described. 


FurrHer, afiant sayeth not. 
/s/ Maurice Jonn SouaL 


Maurice John Soulal 
Sworn and subscribed to 


this day of , 1965. 
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APPENDIX M 


IN THE UNITED STATES PATENT OFFICE 


In re Application of 
Frank Perer Doyte, ET AL. 


Serial No. 826,491 
Filed July 13, 1959 
Group 120 
Appeal No. 562-14 
For: Susstances PropuceD FROM 


PenIciLuin-Propucine MovuLtps 


Affidavit of Sir Robert Robinson 


State of New York 
County of New York § *° 


I, Rosert Rosinson Kt., OM., DSe, F.R.LC., F.BS., 


Nobel Prize for Chemistry in 1947, former Professor of 
Chemistry in the Universities of Sydney, Liverpool, St. 
Andrews, Manchester, University College, London, and 
Oxford (1932-1957) recipient of twenty-two Honorary 
Doctorates and Foreign Member of Scientific Academies 
worldwide, including the National Academy of Sciences, 
Washington, District of Columbia, American Academy of 
Arts and Sciences, Boston, Massachusetts, New York 
Academy of Science, Philosophical Society, Philadelphia, 
Pennsylvania, Honorary Member of the Chemists Club of 
New York, being duly sworn, depose and say that I am a 
Subject of the Queen of Great Britain and Northern Ire- 
land and a resident of Grimm’s Hill Lodge, Great 
Missenden, Buckinghamshire, England, and 


1. I was closely concerned in the earliest work in the 
molecular structure of penicillin, which was undertaken 
even before the antibiotic had been fully purified. The 
team consisted of E. B. Chain, W. Baker, E. P. Abraham 
(the latter two being former students of mine) and we 
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were the first to establish the structure of penicilloic acid 
-F and to advance two possible structures for penicillin —-F, 
which is H.O less than the penicilloic acid. The choice 
between the two was eventually made on physical grounds, 
especially the X-ray crystal analysis due to Dorothy 
Crowfoot Hodgkin (Nobel Prize, 1964). I refer below to 
an incident in this research which presents some analogies 
with the present case and the early work of Dr. Sheehan, 
specifically that set forth in Column 5, lines 22 to 47 of his 
U.S. Patent No. 3,159,617. In this early work of mine, 
and for many years subsequently, amino-penicillanic acid 
was not encountered and I fear no contradiction when I 
say that its existence was never contemplated. The sub- 
stance would certainly have been regarded as highly un- 
stable. Its isolation and use in industry was a great 
surprise and could not have been anticipated by any of the 
early workers in the penicillin field. 


2. I have carefully studied United States Patent No. 
3,159,617 issued December 1, 1964 and note that the greater 


part of this patent has been based on the known work of 
others, primarily of investigators in the Beecham Group 
in England, and that the only practical utility of the 
alleged invention arises from the discoveries of these later 
workers whose results Dr. Sheehan, the patentee, adopts 
and seeks to exploit. He does this, apparently on the 
ground that his synthetic, and commercially inaccessible, 
6-amino-penicillanice acid (6-APA) had been converted into 
penicillin-V by phenoxyacetylation. 


The relevant passage is in Column 5 of Page 3, lines 22 
to 47. This refers to the assumed phenoxyacetylation of 
6-APA made synthetically and directly used without 
isolation from the condensation reaction process. The 
solution used is stated to contain 8% of the 6-APA. After 
phenoxyacetylation of this crude mixture a solid was 
obtained and biologically tested. Apart from the 
biological test nothing was done to establish the nature of 
this ‘‘solid’’ nor was any of its physical characters even 
mentioned — no descriptive statement, no purification or 
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analysis, and no spectographic data. The biological tests 
were not specified either and if an assay was made by 
means of them the details would surely have been men- 
tioned. It is possible to reconstruct the course of his 
speculative interpretation from the last sentence of this 
passage. Apparently he assumed a quantitative yield in 
the phenoxyacetylation and found the total antibiotic 
activity of the product to be about half that of the expected 
amount of pencillin-V. But there are several possibilities 
that were not considered and any or all of them might 
affect the validity of the assumptions made. In the first 
place the starting mixture may have had some antibiotic 
activity and secondly, there is a possibility that the 6-APA 
was acylated by carboxylic acids other than phenoxyacetic 
acid. Two such could be phenylearbamic acid and 6-APA 
itself, or its progenitor. These and other possibilities were 
not excluded, because the usual and necessary processes 
of purification, characterization and analysis were not 
carried out. 


The analogy, mentioned above, from my own work is 
quite relevant. 


3. My late wife (Gertrude M.) and I devised a synthesis 
of pencillins based on the reaction between appropriately 
substituted oxazolones and D- or L-penicillamines. This 
afforded antibiotic material (R group was styryl, phenyl, 
n-hexyl, and later benzyl, the latter giving, theoretically, 
pencillin-G) and from the biological activity we calculated 
that the yield was 0.1% of that theoretically possible. As 
we had not isolated the product we did not claim a synthesis 
of pencillin (still less apply for a Patent) even though the 
rough antibiotic spectrum encouraged us to think it 
possible that this had been effected. Much later, de 
Vigneaud and a team of workers adopted essentially the 
same method with modification in detail of procedure and 
proved that the product in the case of the benzyl oxazolone 
derivative as starting point was in fact penicillin-G. The 
yield was still 0.1%. 
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4, First, these workers extended the observations of the 
antibiotic spectrum, which was found to be identical with 
that of penicillin-G. Second, they introduced radioactive 
isotope into this starting material, then added an excess 
of penicillin-G. After isolation of penicillin-G from the 
mixture and purification, it was found to be radioactive, 
approximately to the expected extent. Third, and most 
convincing, by working on a larger scale they managed to 
isolate penicillin-G from the products of the synthesis. The 
whole point of this relation of older work is that isolation 
and proper characterization are regarded as essential by 
the organic chemist to prove formation of a molecular 
species even when other methods (such as the isomorphism 
of the radioactive isotopic material) gave strong pre- 
sumptive evidence. Shechan’s new synthesis of penicillin 
evokes the admiration of the academic world, but it is 
devoid of any industrial importance. It would be a 
monstrous injustice if the rather ‘sloppy’? experiment I 
have considered above should be held to give a position 
which could defeat the efforts of other pioneers who have 
not only found methods for the production of 6-APA in 
substance but also used it to develop the manufacture of 
new penicillins that have clearly proved a boon to suffering 
humanity. 


Furrser affiant sayeth not. 


/s/ Rosert Ropinson 
Sir Robert Robinson 


~ Sworn and subscribed to before me this 28th day of 
September, 1965. 


Axsert L. Jacoss, JR. 
Notary Public 
Albert L. Jacobs, Jr. 
Notary Public, State of New York 
No. 31-7057125 
Qualified in New York County 
Commission Expires March 30, 1966 
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APPENDIX N 
Paper No. 39 
U. S. DEPARTMENT OF COMMERCE 
PATENT OFFICE 
WASHINGTON 

Jacobs and Jacobs 
521 Fifth Avenue 
New York, New York 


In Reply Please Refer To: 


Applicant: Frank Peter Doyle et al. 

Ser. No. 826,491 

Filed: July 13, 1959 

For Susstances Propucep FROM 
Penicittin-Propucine Movuups 


Please find below a communication from the Examiner 
in charge of this application. 
Commissioner of Patents. 


This is in response to the amendments received Sep- 
tember 8 and 29, 1965. 


Claims 1, 3-7, and 15-25 remain in the application. 
Claims 3, 4, 15, 18, and 21 stand allowed. 


Claims 1, 5-7, 16, 17, 19, 20, and 22-25 stand finally 
rejected as unpatentable over the Sheehan patent for 
reasons particularly pointed out in Paper No. 32. 


Applicants argue that Sheehan is not a reference against 
them as of the filing date of the Sheehan parent since the 
sole example in the parent which supports the claims of 
the patent is subject to serious criticism from a technical 
standpoint. In other words, applicants question whether 
or not Sheehan actually made phenoxyacetylpenicillanic 
acid. If Sheehan did not make this product, and this fact 
ts proven, then it would appear that Sheehan could not 
rely on the parent. If Sheehan can not rely on the parent 
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then applicants will be entitled to contest priority of the 
invention via interference proceedings. 


Therefore, we arrive at the basic issue which remains 
unchanged in spite of the affidavits submitted in support 
of applicants’ position: Did Sheehan make phenoxy- 
acetylpenicillanic acid? Sheehan presumably conducted 
the experiment or at least supervised it. He intended to 
make the product. The reactants which Sheehan employed 
could produce the desired product under the specified condi- 
tions. Sheehan, a skilled chemist working in the art, says 
he did make the intended product. 


Affidavits submitted in support of applicants’ position 
provide expert opinion as to why Sheehan did not produce 
the indicated product. While the affidavits present per- 
fectly plausible explanations in support of applicants’ 
position, they have to be based on speculation. Affiants 
cannot know for certain what Sheehan made. 


Thus, the present status of the case is this: Unquestion- 
ably competent chemists have disagreed on the results of 
a chemical experiment. The one who was there believes 
he produced a given product. Those who were not there 
believed the product was probably not produced and, even 
if it was produced, its presence was not established by con- 
clusive scientific procedures so that its existence or non- 
existence will never be established as a matter of absolute 
fact. 


Under the circumstances, logic would seem to dictate 
favoring the position of the trained observer-in-fact over 
the hypothesis of the trained non-observer. 


Accordingly, applicants’ position and the arguments and 
affidavits in support thereof are not deemed sufficient to 
overcome the Sheehan parent. 


The Examiner is not unaware of the ramifications of 
this decision. First, the position taken by the Examiner is 
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that in order for applicants to prevail, they must con- 
clusively establish error in the Sheehan parent, This they 
probably can never do. The best that could be done is for 
applicants to present expert opinion to raise a prima facie 
question of error. It would appear that this burden been 
[sic] sustained. 


Applicants undoubtedly consider the decision as harsh 
since, from their viewpoint, one who has erred is placed 
in a favored position because of the error. But, assuming 
that Sheehan did not err (and the rejection is based on 
this assumption), it would be equally harsh to put patentee 
to the expense of a costly interference proceeding simply 
because others hypothesize error. If there is doubt, doubt 
should be resolved in favor of the patentee. 


It is also acknowledged that applicants cannot be said 
to be challenging the validity of a U.S. patent. They are 
challenging the effective date of the patent as a reference— 
a completely unrelated thing. 


Moreover, it is further admitted that applicants wish to 
contest priority of a generic invention. If there is no 
support in a parent application of a U. 8. patent for a 
generic inventive concept, the question arises whether a 
patent having claims directed to a genus can rely on a 
parent having no reference to the genus but only a species 
thereunder to give an earlier effective filing date to the 
generic invention. 


However, applicant has presented no decisions on these 
points favorable to him. The decisions which are relied on 
do not deal with analogous factual circumstances, and 
therefore, are not controlling. 


The law which appears to control is that of In re 
Heritage, 86 U.S.P.Q. 160, and Ex parte Schacter, 796 O.G. 
881. These decisions hold that a parent abandoned applica- 
tion is a reference in the appropriate circumstances, Thus, 
the Sheehan parent, being a reference, renders the claims 
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unpatentable to applicants. And if the claims are not 
patentable, it is axiomatic that there can be no interference. 
In re Rogoff, 120 U.S.P.Q. 185. Applicants’ attempt to dis- 
tinguish Rogoff on the grounds that it deals with non- 
chemical subject matter is not convincing. 


Admittedly, the present fact situation is not on all fours 
with In re Heritage, supra. Here there is a question as 
to what the parent actually teaches. Even if the parent 
is available as a reference, it is in fact a valid reference? 
The rejection stems from a belief that it is a valid reference 
against the instant claims. 


In view of the foregoing, the question of an interference 
is ‘seen to be secondary to the immediate problem of 
patentability. It is this latter issue which is now on appeal 
to the Board. The decision of the Board in deciding 
patentability will also determine the question of the inter- 
ference. If the rejection is sustained, no interference can 
be declared. If the rejection is reversed, those claims 
which are allowed and which correspond to the claims of 
Sheehan can be placed in interference. 


The application is being returned to the Board of Appeals 
to await perfection of the appeal. 


Nicuouas 8. Rizzo 
Examiner 
JW Adams :meh 
W07-2805 
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APPENDIX O 


IN THE UNITED STATES PATENT OFFICE 
BEFORE THE BOARD OF APPEALS 


Appeal No. 562-14 
Group 120 


In re Application of 


Frank Peter Doy Lge, ET AL. 


Serial No. 826,491 
Filed July 13, 1959 


For: SusstancEes PropuceD FROM 
PenicitLin-Propucine Movunps 


Request for Stay of Decision on Appeal 


Hon. Commissioner of Patents 
Washington 25, D. C. 


Sir: 


Come now the applicants and respectfully request that 
this Honorable Board withhold and stay the decision on 
the appeal in the above entitled application pending a 
decision by the U. S. District Court for the District of 
Columbia in a cause of action filed against the Commissioner 
on November 23, 1965, Civil Action No. 2928-65, in which 
the applicants here have asked the Court to interpret the 
rules of the U. S. Patent Office with regard to interferences 
and for an order of the Court ordering the Commissioner 
of Patents to set up an interference between applicants 
and the Sheehan patent 3,159,617, December 1, 1964. 


Applicants herein filed in the above identified Civil 
Action on November 26 a motion for a preliminary injunc- 
tion. 
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The Acting Solicitor, J. Schimmel, Esq., in his written 
opposition to applicant plaintiffs’ motion for preliminary 
injunction which was filed in the Court on December 1, 
1965, stated that plaintiffs (applicants) could seek and 
obtain a stay of the decision of the Board of Appeals 
pending the Court’s decision on plaintiffs’ (applicants) 
prayer of the complaint requesting an order to the Com- 
missioner to institute the requested interference. 


Furthermore, in the oral argument on the motion for a 
preliminary injunction had in open court on the afternoon 
of December 2, 1965, the Deputy Solicitor reiterated this 
fact and went further to say “‘I will recommend that the 
Board grant such a stay.”’ 


Therefore, in the circumstances of this case it is respect- 
fully requested that this Honorable Board of Appeals 
grant a stay of the decision on appeal in this case pending 
the final determination by the U. S. District Court of the 
Civil Action No. 2928-65. 


Respectfully submitted, 


JACOBS AND JACOBS 
By: 
12/3/65 


The Statements attributed to the Acting Solicitor are 
confirmed, and a stay of decision by the Board would be 
appropriate, and is recommended. 


/3/ J. ScHIMMEL 
Act. Solicitor 
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APPENDIX P 
Paper No. 51 


Appeal No. 562-14 Je 


IN THE UNITED STATES PATENT OFFICE 
BeErorE THE BoarD OF APPEALS 


Ez parte Frank P. Doyle, John H. C. Nayler 
and George N. Rolinson 


Application for Patent filed July 13, 1959, Serial No. 
826,491. Substances Produced From Penicillin-Producing 
Moulds. 


Jacobs and Jacobs for appellants. 


Appellants have filed a ‘‘Request for Stay of Decision 
on Appeal’’ pending an opinion of the U. S. District Court 
for the District of Columbia, in Civil Action No. 2928-65. 


In view of the showing of record, proceedings before the 
Board of Appeals in the above identified appeal are hereby 
suspended. 


Appellants should call this appeal up for appropriate 
action within sixty (60) days from the date of the final 
opinion in the Civil Action. 


By Order of the Board of Appeals. 


Ouive E. Crocker 
Administrative Officer 
JACOBS AND JACOBS 
521 Fifth Ave. 
New York, New York 
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APPENDIX Q 
Interferences: Definition, Preparation, Declaration 


201. Definition, when declared. (a) An interference is 
a proceeding instituted for the purpose of determining the 
question of priority of invention between two or more 
parties claiming substantially the same patentable inven- 
tion and may be instituted as soon as it is determined that 
common patentable subject matter is claimed in a plurality 
of applications or in an application and a patent. 


(b) An interference will be declared between pending 
applications for patent, or for reissue, of different parties 
when such applications contain claims for substantially the 
same invention, which are allowable in the application of 
each party, and interferences will also be declared between 
pending applications for patent, or for reissue, and un- 
expired original or reissued patents, of different parties, 
when such applications and patents contain claims for sub- 
stantially the same invention which are allowable in all 
of the applications involved, in accordance with the pro- 
visions of these rules. 


(c) Interferences will not be declared, nor continued, 
between applications or applications and patents owned 
by the same party unless good cause is shown therefor. 
The parties shall make known any and all right, title, and 
interest affecting the ownership of any application or patent 
involved or essential to the proceedings, not recorded in 
the Patent Office, when an interference is declared, and 
of changes in such right, title, or interest, made after the 
declaration of the interference and before the expiration 
of the time prescribed for seeking review of the decision 
in the interference. 
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204. Interference with a patent; affidavit by junior 
applicant. (a) The fact that one of the parties has already 
obtained a patent will not prevent an interference. 
Although the Commissioner has no power to cancel a 
patent, he may grant another patent for the same invention 
to a person who, in the interference, proves himself to be 
the prior inventor. 


(b) When the effective filing date of an applicant is 
three months or less subsequent to the effective filing date 
of a patentee, the applicant, before the interference will be 
declared, shall file an affidavit that he made the invention 
in controversy in this country before the effective filing 
date of the patentee, or that his acts in this country with 
respect to the invention were sufficient to establish priority 
of invention relative to the effective filing date of the 
patentee. 


(c) When the effective filing date of an applicant is more 
than three months subsequent to the effective filing date 
of the patentee, the applicant, before the interference 
will be declared, shall file two copies of affidavits by himself 
and by one or more corroborating witnesses, supported 
by documentary evidence if available, setting out a factual 
description of acts and circumstances which would prima 
facie entitle him to an award of priority relative to the 
effective filing date of the patentee, and accompanied by 
an explanation of the basis on which he believes that the 
facts set forth would overcome the effective filing date 
of the patentee. Upon a showing of sufficient cause, an 
affidavit on information and belief as to the expected 
testimony of a witness whose testimony is necessary to 
overcome the filing date of the patentee may be accepted 
in lieu of an affidavit by such witness. If the examiner 
finds the case to be otherwise in condition for the declara- 
tion of an interference he will consider this material only 
to the extent of determining whether a date prior to the 
effective filing date of the patentee is alleged, and if so, 
the interference will be declared. 
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APPENDIX S 
Interference Practice—Affidavits Under Rule 204(c) 


There has been difficulty in a number of cases due to 
uncertainty on the part of applicants concerning the 
requirements of affidavits to be filed under Rule 204(c) to 
secure interference contests with patentees whose filing 
dates antedate their own by more than three months, and 
it is hoped that the following explanation will be helpful. 


In preparing affidavits under this rule applicants should 
have in mind the provisions of Rule 228, and especially 
the following facts: 

1. That after these affidavits are forwarded by the 


Primary Examiner for the declaration of an interference 
they will be examined by a Board of Patent Interferences. 


9. If the affidavits fail to establish with adequate cor- 
roboration acts and circumstances which would prima 


facie entitle applicant to an award of priority relative to 
the effective filing date of the patentee, an order will be 
issued concurrently with the notice of interference, requir- 
ing applicant to show cause why summary judgment should 
not be rendered against him. 


3. Additional affidavits in response to such order will not 
be considered unless justified by a showing under the pro- 
visions of Rule 228, and if the applicant responds the 
patentee will receive from the applicant a copy of the 
response (Rule 247) and from the Patent Office a copy of the 
original showing (Rule 228), and will be entitled to present 
his views with respect thereto. 


4, It is the position of the Board of Patent Interferences 
that all affidavits submitted must describe acts which the 
affiants performed or observed or circumstances observed, 
such as structure used and results of use or test, except on 
a proper showing as provided in Rule 204(c). Statements 
of conclusion, for example, that the invention of the counts 
was reduced to practice, are generally considered to be not 
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acceptable. It should also be kept in mind that documen- 
tary exhibits are not self-proving and require explanation 
by an affiant having direct knowledge of the matters in- 
volved. However, it is not necessary that the exact date 
of conception or reduction to practice be revealed in the 
affidavits or exhibits if the affidavits aver observation of 
the necessary acts and facts, including documentation when 
available, before the patentee’s effective filing date. On 
the other hand, where reliance is placed upon diligence, the 
affidavits and documentation should be precise as to dates 
from a date just prior to patentee’s effective filing date. 
The showing should relate to the essential factors in the 
determination of the question of priority of invention as 
set out in 35 USC 102(g). 


5. The explanation required by Rule 204(c) should be 
in the nature of a brief or explanatory remarks accompany- 
ing an amendment, and should set forth the manner in 
which the requirements of the counts are satisfied and how 


the requirements for conception, reduction to practice or 
diligence are met. 


Gerorce W. Boys, 
Chairman, 
Board of Patent Interferences. 


APPENDIX T 
1101.02(a) Copymnc Ciramms From a Parent 


A large proportion of interferences with a patent arise 
through the initiative of an applicant in copying claims 
of a patent which has come to his attention through cita- 
tion in an Office action or otherwise. 


If, in copying a claim from a patent an error is intro- 
duced by the applicant, the Examiner should correct 
applicant’s claim to correspond to the patent claim. A 
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notation should be added to his letter (POL 76) stating 
that the correction has been made. 


However, in some instances the Examiner observes that 
certain claims of a patent can be made in a pending applica- 
tion and, if the patent is not a statutory bar, he must take 
steps to avoid the issuance of a second patent claiming the 
same invention without an interference. The practice set 
forth hereinbelow applies when an issued patent and a 
pending application are not commonly assigned. If there 
is a common assignment, a rejection as outlined in 305 
should be made if an attempt is made to claim in the 
pending application the same invention as is claimed in 
the patent. 


A patent claiming the same invention as that being 
claimed in an application can be overcome only through 
interference proceedings. Where the effective filing date 
of the application is prior to that of the patented applica- 
tion, no oath is required. Otherwise the applicant must 


submit an affidavit that he made the invention prior to 
the filing date of the patent, even though there was co- 
pendency between the two applications. The affidavit may 
be made by persons other than applicant. Cf. 715.04. It 
is within the diseretion of the Examiner to require the 
same showing of facts in an affidavit under Rule 204 as 
is required in an affidavit under Rule 131. This discre- 
tion should be governed by the circumstances of the case, 
such as the difference in filing dates, complexity of the 
invention, ete. However, in all cases where claims are 
copied from a patent, and the applicant’s effective filing 
date is more than thirty days later than the patentee’s filing 
date, the Examiner, before declaring an interference, shall 
require applicant to file an affidavit setting forth sufficient 
facts to make out a prima facie case for priority relative 
to the filing date of the patentee. (Basis: Notice of April 
30, 1963.) 

If the filing date of the patent precedes the filing date of 
the application and the patent is not a statutory bar 
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against the application, the claims of the application should 
be rejected on the patent. If it appears that the ap- 
plicant is claiming the same invention as is claimed in 
the patent and that the applicant is able to make one or 
more claims of the patent, a statement should be included 
in the rejection that the patent cannot be overcome by an 
affidavit under Rule 131 but only through interference 
proceedings. Note, however, 35 U.S.C. 135, 2d par. and 
section 1101.02(f). If the applicant controverts this state- 
ment and presents an affidavit under Rule 131, the case 
should be considered special, one claim of the patent which 
the applicant clearly can make should be selected, and 
an action should be made refusing to accept the affidavit 
under Rule 131 and requiring the applicant to make the 
selected claim as well as any other claims of the patent 
which he believes find support in his application. If 
necessary, the applicant should be required to file the 
affidavit and showing required by Rule 204. <A time limit 
for response should be set under Rule 203. In any case 
where an applicant attempts to overcome a patent by 
means of affidavit under Rule 131, even though the 
Examiner has not made a rejection on the ground that the 
same invention is claimed in the patent, the claims of the 
patent should be examined and, if applicant is claiming 
the same invention as is claimed in the patent and can 
make one or more of claims of the patent, the affidavit 
under Rule 131 should be refused, and an action such as 
outlined in the preceding part of this paragraph should be 
made. If necessary, the requirements of Rule 204 should 
be specified and a time limit for response should be set 
under Rule 203. 


76 


APPENDIX U 
Affidavits Overcoming Rejections 


131. Affidavit of prior invention to overcome cited 
patent or publication. (a) When any claim of an applica- 
tion is rejected on reference to a domestic patent which 
substantially shows or describes but does not claim the 
rejected invention, or on reference to a foreign patent or 
toa printed publication, and the applicant shall make oath 
to facts showing a completion of the invention in this 
country before the filing date of the application on which 
the domestic patent issued, or before the date of the foreign 
patent, or before the date of the printed publication, then 
the patent or publication cited shall not bar the grant of 
a patent to the applicant, unless the date of such patent 
or printed publication be more than one year prior to the 
date on which the application was filed in this country. 


APPENDIX V 
Manual of Patent Examining Procedure 
1102.01(a) 


Reference is made to a divisional or continuation appli- 
cation only if the Primary Examiner considers that the 
earlier application clearly supports all the counts. If there 
is any doubt upon this question, no reference should be 
made to an earlier application, the matter being left for 
determination upon motion to shift the burden of proof. 
(Basis: Notice of April 22, 1922.) 


If the case in interference is a division or continuation 
of an earlier application, the parent application should be 
completely identified by application number and filing date 
and including a patent number and date if it has matured 
into a patent. Also, if the parent application is, in turn, 
a division or continuation of a still earlier application, 
the earlier application should also be completely identi- 
fied and its relationship stated. This procedure should 
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be followed to the point where the earliest effective U.S. 
filing date of each party with respect to all the counts 
in issue has been given. Ignore any earlier application 
of which the case in interference is a continuation-in-part. 


The letter to the Examiner of Interferences should not 
include any reference to foreign filing dates, even though 
the Examiner may have acted favorably on a request under 
Sec. 1 of Public Law 690. (See 1111.10.) 


If a reissue application or patent is involved in an inter- 
ference, complete information concerning it should be given 
on Form PO-221, including reissue patent number and 
date, reissue application number and filing date, original 
patent number and date, and original application number 
and filing date. 


In preparing the papers for an interference which in- 
volves a patent, the numeral of the patent claim should be 
used rather than the original numeral of that claim when 
the patent was a pending application. The interference is 
between the application which has copied the patent claim 
and the patent—not the patented application (Rule 201) ; 
and the interference papers should be prepared accord- 
ingly. Observance of this practice is important, since if 
the patentee loses the interference, this fact specifying 
the patent claims involved as obtained from the inter- 
ference papers is published in the Official Gazette and 
endorsed on copies of the patent. 


(Basis: Notice of November 1, 1943.) 


In an interference involving a patent, if the Primary 
Examiner discovers a reference which, in his opinion, 
renders a count obviously unpatentable, action should be 
taken in accordance with Section 1101.02(f). 


If the interference counts are claims of the patent modi- 
fied to be broader than the corresponding patent claims, 
the word ‘‘modified’’ or ‘‘substantially’’ should appear in 
parentheses after the corresponding claim numbers of the 
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patent in the table of claims. In other situations where 
exactly corresponding claims are not present in the appli- 
cations and patent considered to be interfering, see Notice 
of April 5, 1954 set forth in Section 1101.02 as to the proper 
designation of the relationship of the claims to the counts. 
If an application was merely in issue and did not become 
a patent, the original claim numbers of the application, 
prior to revision for issue, should be used. 


The letter to the Examiner of Interferences (Form PO- 
921) must include copies of fhe counts. In setting up an 
interference involving a patent, the patent claims which 
constitute the counts need not be typed out but may be 
cut out of a soft copy of the patent and attached at the 
appropriate place on the Declaration Letter by means of 
paste or other adhesive. 


A certificate of correction in a patent should not be over- 
looked. For the best practice in interference between 
applications, dependent counts should be avoided and each 
count should be independent. This avoids confusion in 
language and disputes as to the meaning of the counts. 
When dependent counts cannot be avoided, as in the case 
of an interference with a patent and one of the counts is 
a dependent claim, the count may likewise be stated as 
dependent on the count corresponding to the claim on which 
the dependent claim is founded. In the rare instance where 
a dependent claim is the sole count of an interference and 
the basic claim is not included, the count should be copied 
as a dependent claim and immediately thereunder, in 
brackets, the basic claim should be copied. 


If an interference is declared as the result of a decision 
on motions under Rules 233 and 234 in a prior inter- 
ference, a statement should be added to Form PO-221 to the 
following effect: 


“This interference is declared as the result of the 
Primary Examiner’s decision on motions in Interference 
NO. diéiesact ct 2 
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This insures against the setting of a new motion period 
in the newly declared interference. (See Rule 233(e), last 
sentence.) 


The counts should be checked against the original claims 
and the words ‘‘counts compared’’ placed at the end of the 
letter to the Examiner of Interferences as evidence that 
the copies of the counts had been compared with the 
original claims. (Basis: Order 1537.) 


APPENDIX W 


Rule 207. Preparation of interference papers and declara- 
tion of interference. 


(a) When an interference is found to exist and the 
applications are in condition therefor, the primary 
examiner shall forward the files to the Board of Patent 
Interferences together with a statement indicating the 
claims of each applicant or patentee which are to form 
the respective counts of the interference and also indicating 
whether any party is entitled to the benefit of the filing 
date of any prior application as to the subject matter in 
issue, and, if so, identifying such application. 


(b) A patent interference examiner will institute and 
declare the interference by forwarding notices to the 
several parties to the proceeding. Each notice shall include 
the name and residence of each of the other parties and 
those of his attorney or agent, and of any assignee, and will 
identify the application of each opposing party by serial 
number and filing date, or in the case of a patentee by the 
number and date of the patent. The notices shall also 
specify the issue of the interference, which shall be clearly 
and concisely defined in only as many counts as may be 
necessary to define the interfering subject matter (but in 
the case of an interference with a patent all the claims of 
the patent which can be made by the applicant should con- 
stitute the counts), and shall indicate the claim or claims 
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of the respective cases corresponding to the count or 
counts. If the application or patent of a party included in 
the interference is a division, continuation or continuation- 
in-part of a prior application and the examiner has deter- 
mined that it is entitled to the filing date of such prior 
application, the notices shall so state. Except as noted in 
paragraph (e) of this section, the notices shall also set 
a schedule of times for taking various actions as follows: 


(1) For filing the preliminary statements required by 
rule 215 and serving notice of such filing, not less than 2 
months from the date of declaration. 


(2) For each party who files a preliminary statement to 
serve a copy thereof on each opposing party who also files 
a preliminary statement as required by rule 215(b), not less 
than 15 days after the expiration of the time for filing 
preliminary statements. 


(3) For filing motions under rule 231, not less than 4 
months from declaration. 


(c) The notices of interference shall be forwarded by 
the patent interference examiner to all the parties, in care 
of their attorneys or agents; a copy of the notices will also 
be sent the patentees in person and, if the patent in inter- 
ference has been assigned, to the assignees. 


(d) When the notices sent in the interest of a patent are 
returned to the Office undelivered, or when one of the 
parties resides abroad and his agent in the United States 
is unknown, additional notice may be given by publication 
in the Official Gazette for such period of time as the Com- 
missioner may direct. 


'(e) In a case where the showing required by rule 204(c) 
is deemed insufficient (rule 228) the notice of interference 
will not set the time schedule specified in paragraph (b) 
of this section but will be accompanied by an order to show 
cause by the Board of Patent Interferences as provided 
by rule 228. 
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APPENDIX X 
Federal Bar News, February 1966, p. 77. 
Patent Office Legal Staff 


The principal functions of the legal staff in the Solici- 
tor’s Office of the Patent Office fall into two categories— 
first, furnishing advisory legal opinions to the Commis- 
sioner of Patents and the ‘‘Examining Corps’’; and second, 
representing the Commissioner in the courts. Also, certain 
other miscellaneous duties have fallen to the Solicitor by 
tradition or by delegation. 


An advisory legal opinion may take the form of a 
memorandum written in response to a request by the Com- 
missioner, or, aS is more often the case, oral advice is 
given during the course of meetings or proposed changes in 
practice or policy. Additionally, the Solicitor’s Office rec- 
commends decisions on petitions pending before the Com- 
missioner, such as petitions to revive lapsed patent appli- 
cations, petitions for late payment of the final fee, petitions 


for expeditious handling of patent applications and petitions 
on inter partes matters. 


The major responsibility of the Solicitor’s Office, from 
the standpoint of time and effort, is representing the Com- 
missioner in the courts. The court cases are of three 
types. The first type is where the United States Court of 
Customs and Patent Appeals reviews the decisions of the 
two administrative hearing boards within the Patent Office, 
the Board of Appeals and the Trademark Trial and Appeals 
Board. The second type of case is where the U. 8. District 
Court for the District of Columbia reviews the decisions 
of these two Patent Office hearing boards. The third type 
of case involves the judicial review of the decisions of the 
Commissioner of Patents, including review of decisions 
by the Commissioner excluding an attorney or agent from 
practice before the Patent Office or refusing to recognize 
someone for practice. 


By statute, decisions of the Court of Customs and Patent 
Appeals are based on the record made during administra- 
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tive proceedings in the Patent Office. Practice in these 
cases involves the writing of briefs and oral argument 
before the full court of five judges. In contrast, review in 
the District Court is by way of civil action including a trial 
de novo. Solicitor’s Office lawyers in such cases, act as 
Government counsel, cross examine plaintiff’s witnesses, if 
appropriate, and prepare post trial briefs, proposed findings 
of fact, and conclusions of law. If appeal is taken to the 
U.S. Court of Appeals in D. C., the Patent Office lawyer 
represents the Government. 


Aside from the aforementioned cases, other major court 
activity is in connection with suits challenging decisions by 
the Commissioner. Review is usually sought by bringing 
an'action for injunction or mandamus in the District Court 
in D. C., under Section 10 of the APA. 


BRIEF FOR APPELLEE 


United States Court of Appeals 


FOR THE DISTRICT OF COLUMBIA CIRCUIT 


Appeal No. 20,297 


FRANK PETER DOYLE, JOHN HERBERT CHARLES 
NAYLER, GEORGE NEWBOLT ROLINSON, APPELLANTS 


vu. 


EDWARD J. BRENNER, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the Judgment of the District Court of the 
United States for the District of Columbia 


JOSEPH SCHIMMEL, 
Solicitor, United States Patent Office, 
Attorney for Appellee, 


Appeal No. 20,297 


STATEMENT OF QUESTION PRESENTED 


In the opinion of appellee, the single question pre- 
sented by this appeal is: 


Did the District Court err in dismissing, upon mo- 
tion of appellee, appellants’ complaints in which entry 
of an order in the nature of mandamus was sought, 
to stay the regular and normal administrative review 
of an intermediate administrative decision denying 
appellants’ claim for a patent, and to compel the ap- 
pellee to institute an interference between their pat- 
ent application and a patent upon which their claims 
were refused, prior to the determination by the ap- 
propriate administrative tribunal that the claims 


appellants’ sought were patentable to them? 
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FoR THE DISTRICT OF COLUMBIA CIRCUIT 
Appeal No. 20,297 


FRANK PETER DOYLE, JOHN HERBERT CHARLES 
NAYLER, GEORGE NEWBOLT ROLINSON, APPELLANTS 


Vv. 


EDWARD J. BRENNER, COMMISSIONER OF PATENTS, 
APPELLEE 


Appeal from the Judgment of the District Court of the 
United States for the District of Columbia 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 


This is an appeal from the order (JA-46) of the 
United States District Court for the District of Co- 
lumbia dismissing, upon a motion by appellee, (JA- 
31), a complaint (JA-2) alleged to be brought under 
the provisions of 28 USC 1361, and an amended com- 
plaint (JA-20), alleged to be brought under the pro- 
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visions of 5 USC 1009 and 28 USC 1861, in which 
appellants sought the entry of a judgment in the na- 
ture of mandamus to compel the appellee-defendant, 
Commissioner of Patents (1) to declare an interfer- 
ence between certain claims of their patent applica- 
tion Serial No. 826,491 and claims of a Sheehan 
Patent No. 3,159,617, and (2) to stay the appeal on 
plaintiffs’ aforementioned application, now pending 
before the Patent Office Board of Appeals, until a 
final decision on the requested interference is rendered 
and all avenues of appeal or review have been ex- 
hausted. 


COUNTER STATEMENT OF THE CASE 


The “Statement of Case” set forth in appellants’ 
brief (pages 4 to 13 inclusive) includes so many seem- 
ingly unnecessary details, insofar as the simple issue 
of this appeal is concerned, and is so interwoven with 
argument, that a counter statement would appear to 
be indicated and necessary to place the relatively 
simple issue in proper perspective. The pertinent and 
salient facts are set forth in the following numbered 
paragraphs in chronological order. 


(1) On July 13, 1959, appellants filed an applica- 
tion for patent on “Substances Produced From Peni- 
cillin-Producing Moulds”, which application was given 
Serial No. 826,491, the application being identified 
as a division of a prior application of appellants, 
Serial No. 750,075, filed July 22, 1958, now Patent 
No. 2,941,995, which application corresponded to an 
applieation filed by appellants in Great Britain on 
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August 2, 1957, which subsequently became British 
Patent No. 870,395. Because of the provisions of 35 
USC 119 and 120, the effective filing date of appel- 
lants’ application Serial No. 826,491, involved in this 
proceeding, is the date the application was filed in 
Great Britain, namely, August 2, 1957. 

(2) Appellants’ application was examined and acted 
upon in the normal conventional manner, resulting in 
the allowance of some claims, and the final rejection 
of others, which were identical with claims of Sheehan 
Patent No. 3,159,617, granted December 1, 1964, on 
an application filed May 1, 1959, as a continuation in 
part of an application filed March 1, 1957, the latter 
claims having been allowed by the District Court 
in Civil Action 3392-62 (142 USPQ 125). These 
claims were rejected on the Sheehan Patent under 35 
USC 102(e). 

(3) On June 21, 1965 Appellants appealed the final 
rejection of the refused claims to the Patent Office 
Board of Appeals, and at the same time sought re- 
mand of their application to the examiner to set up 
an interference between their application and the 
Sheehan patent to determine who was the first in- 
ventor of the subject matter of the copies claims, 
urging that the examiner’s action rejecting on the 
Sheehan patent was erroneous, and contrary to law 
and Patent Office rules and regulations. 

(4) On October 21, 1965 appellants, having been 
unsuccessful in their efforts to have the Board of 
Appeals remand the case to the examiner, and to have 
the examiner set up an interference, petitioned the 
Commissioner under Patent Office Rule 181 to exer- 
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cise his supervisory authority to order the declara- 
tion of an interference. 

(5) On November 17, 1965 the Commissioner, 
through a delegatee, the Acting Director of the Chem- 
ical Examining Operation, denied appellants’ petition 
on the ground that Rule 181 was inapplicable, since 
rejections of claims were matters within the jurisdic- 
tion of the Board of Appeals. 

(6) On November 23, 1965, a complaint and motion 
for an order staying the appeal before the Board of 
Appeals was filed in the District Court. 

(7) On November 23, 1965, the District Court is- 
sued a temporary restraining order. On the same day 
appellants filed a motion for a preliminary injunction 
to stay the appeal before the Board of Appeals until 
such time as the complaint is decided. 

(8) On December 8, 1965, the District Court denied 
the motion for a preliminary injunction. 

(9) On January 25, 1966, defendant-appellee moved 
to dismiss appellants’ complaints because of lack of 
jurisdiction, and failure to state a claim upon which 
relief can be granted. 

(10) On March 25, 1966, the District Court 
granted the motion to dismiss and dismissed the com- 
plaint. 

(11) On May 23, 1966, the instant appeal was filed. 


STATUTES INVOLVED 


Inasmuch as the statute relating to interferences 
has not been included in either appellants’ brief or 
the appendix thereto, it is believed to be appropriate 
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and necessary to include the pertinent portions of that 
section in appellee’s brief. 

Title 35 United States Code Section 135—Inter- 
ferences. 


(a) Whenever an application is made for a 
patent which, in the opinion of the Commissioner, 
would interfere with any pending application, or 
with any unexpired patent, he shall give notice 
thereof to the applicants, or applicant and pat- 
entee, as the case may be. The question of prior- 
ity of invention shall be determined by a board 
of patent interferences (consisting of three ex- 
aminers of interferences) whose decision, if ad- 
verse to the claim of an applicant, shall consti- 
tute the final refusal by the Patent Office of the 
claims involved, and the Commissioner may issue 
a patent to the applicant who is adjudged the 
prior inventor. A final judgment adverse to a 
patentee from which no appeal or other review 
has been or can be taken or had shall constitute 
cancellation of the claims involved from the pat- 
ent and notice thereof shall be endorsed on copies 
of the patent there after distributed by the 
Patent Office. 

(c) Any discretionary action of the Commis- 
sioner under this subsection shall be reviewable 
under section 10 of the Administrative Procedure 
Act. (Amended October 14, 1962, Public Law 
87-831, 76 Stat. 958.) 


SUMMARY OF ARGUMENT 


1. The complaints make clear that the action in- 
stituted by appellants is in the nature of mandamus, 
seeking an order of the court directing the Commis- 
sioner of Patents to declare an interference between 
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appellants’ application, now on appeal to the Patent 
Office Board of Appeals, and a patent granted to 
Sheehan, and to stay further proceedings in the Pat- 
ent Office appeal. Since mandamus is an extraordi- 
nary remedy, applicable if at all, only when there is 
no other remedy, the District Courts’ agreement with 
appellee that the Court lacked jurisdiction of the sub- 
ject’ matter is amply supported by the facts and judi- 
cial precedent. The statutory scheme for reviewing 
examiner’s adverse decisions on applications for pat- 
ent is crystal clear; first, an appeal to the Patent 
Office Board of Appeals, and second if that tribunal’s 
decision is also adverse, court review by an appeal to 
the Court of Customs and Patent Appeals or a civil 
action in the District Court of the District of Colum- 
bia. 

The examiner’s adverse decision in appellants’ ap- 
plication is based upon his finding that the claims 
appellants seek are not patentable over the Sheehan 
patent, and that issue is presently before the Board 
of Appeals. If the examiner’s finding is incorrect, the 
claims will be allowed, and the interference appellants 
seek will be instituted. This issue of patentability 
of the claims to appellants must be decided first, be- 
fore any interference can be set up. Appellants’ com- 
plaints seek to circumvent the statutory scheme by 
asking the Court to order the institution of an inter- 
ference before the patentability of the claims to ap- 
pellant has been decided. Manifestly, the District 
Court is without jurisdiction to interfere by manda- 
mus in the administrative procedure at an intermedi- 
ate stage, before a final agency determination has 
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been made, particularly where the statute and agency 
rules afford the appellants adequate due process. 

2. Insofar as appellants rely upon 5 USC 1009, 
(The Administrative Procedures Act) the complaints 
fail to state a claim against appellee upon which relief 
can be granted. The Act does not apply to the instant 
situation; first, because it preserves the doctrine of 
exhaustion of administrative remedies, second, because 
it specifically excludes matters committed to agency 
discretion. The matter of declaring interferences is 
placed entirely within the discretion of the Commis- 
sioner by the language of 35 USC 135, namely, “in 
the opinion of the Commissioner”. In these matters 
it is the Commissioner who is to judge whether an 
interference exists, and, if so,-to set in motion the 
administrative machinery for determining who, among 
rival claimants, is the first inventor. The Commis- 
sioner acts in these matters in a quasi-judicial capac- 
ity, and the Courts cannot and should not direct or 
control his conduct of these matters. Ewing v. U. S. 
ex rel. Fowler Car Co. 244 U. 8. 1. 


ARGUMENT 


As the complaint (JA-2) and amended complaint 
(JA-20) make clear, the action instituted by appel- 
lants is in the nature of mandamus, whether con- 
sidered as based upon 28 USC 1361 or 5 USC 1009. 
Appellants were seeking primarily an order from the 
District Court directing the Commissioner of Patents 
to declare an interference between certain claims of 
their pending application, and claims 1 to 6 of a Shee- 
han Patent No. 3,159,617, despite the fact, as indi- 
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cated above, that their claims were under rejection 
as unpatentable to them, in view of the Sheehan pat- 
ent, which rejection had been appealed to the Board 
of Appeals of the Patent Office, and is now pending 
there. Secondarily appellants sought an order stay- 
ing the appeal before the Board of Appeals. Thus, 
the civil action, now under appellate consideration, 
the District Court, having agreed with the Commis- 
sioner’s contention (JA-31) that the court below had 
no jurisdiction of the subject matter of the complaint, 
by granting the Commissioner’s motion to dismiss 
(JA-46), is an attempt by appellants to have the 
District Court involve itself in that administrative 
process at an intermediate stage, and to decide issues 
which are still pending in the Patent Office before the 
agency tribunal authorized by law to decide the par- 
ticular issue. 

Congress by statute has established the adminis- 
trative agency, the Patent Office, whose administra- 
tive head is the Commissioner of Patents, to receive 
applications for patent, to cause an examination to be 
made of such applications, and to grant or issue pat- 
ents, if on such examination, it appears that an ap- 
plicant is entitled to a patent under the law (35 USC, 
sections 1, 6 and 131). However, if on such examina- 
tion, it appears that an applicant is not lawfully 
entitled to a patent, the claim for patent is rejected 
by the examiner with notice and the reasons therefor 
being given (35 USC 132); and if an applicant is 
dissatisfied with the rejection, he may continue the 
prosecution of the application, including an appeal 
to the Board of Apeals from the examiner’s adverse 
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decision (35 USC 134). Should the Board of Appeals 
agree with the examiner, an applicant dissatisfied 
therewith may appeal to the Court of Customs and 
Patent Appeals (35 USC 141), or seek review by civil 
action in the District Court for the District of Colum- 
bia (35 USC 145). 

Further, Congress, recognizing that there may be 
different applicants applying for patents on the same 
or substantially the same invention, made provision 
for administrative adversary proceedings, called in- 
terferences, authorized the Commissioner of Patents 
to notify such applicants, whenever, in his opinion, 
that situation exists, and established a board of patent 
interferences to determine the question of priority 
between rival claimants (35 USC 185). Under the 
authority granted the Commissioner (35 USC 6) to 
establish regulations for the conduct of proceedings 
in the Patent Office, rules relating to interferences 
have been promulgated, and some of these rules have 
been reproduced at various places in the appendix to 
appellants’ brief (See pages 34, 35, 70, 71 and 79). 

The statutory scheme and the underlying policy are 
crystal clear. The decision of the examiner, if ad- 
verse to the applicant for patent, is reviewable by the 
administrative tribunal, the Board of Appeals, and if 
that tribunal agrees with the examiner, then by ap- 
propriate appeal or civil action, to specifically desig- 
nated courts. Due process is thus accorded each and 
every applicant. 

The extraordinary remedy of mandamus, which 
appellants seek to invoke here cannot and should not 
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be used to perform the office or function of an appeal 
and should not be granted in any case where there is 
another adequate review procedure provided by law. 
As'indicated above, the examiner’s holding that the 
claims appellants seek are unpatentable to them is an 
intermediate ruling in the statutory scheme. If that 
ruling is incorrect, an adequate remedy for correction 
is available to appellants, as indicated above, and if 
the administrative Board of Appeals agrees with ap- 
pellants that the rejection is erroneous and improper, 
an interference with the Sheehan patent will be insti- 
tuted. But, the question of patentability to appellants 
must be first decided in the manner provided by law. 
Clearly, the statutory review procedure, including the 
administrative review provided by the Board of Ap- 
peals, affords appellants adequate due process, and 
should not be interfered with by the courts, under any 
guise, including that of mandamus. This principle 
was recognized by the District Court in granting 
appellee’s motion to dismiss, and this principle has 
been repeatedly approved as proper and appropriate 
by this Court in suits against the Commissioner of 
Patents and others. See Moore v. U. S. ex rel. Lind- 
mark, 33 App. D. C. 597; U. S. ex rel. Dunkley Co. 
and Dunkley v. Ewing, Commissioner of Patents, 42 
App. D. C. 176; U. S. ex rel. Searl v. Robertson, 
Commissioner of Patents, 57 App. D. C. 179 18 F.2d 
829; U.S. ex rel. Frey v. Robertson, 61 App. D.C. 
288 61 F.2d 1015; Min. Mining & Mfg. Co. v. Coe, 
79 App. D.C. 59 143 F.2d 12; United Elec. Radio & 
Mch. Workers of America v. Brownell, 98 U. S. App. 
D.C. 130, 232 F.2d 687. Also, where, as here, the 
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preliminary agency action (the examiner’s rejection) 
is not directly court reviewable this Court had held 
that such action is reviewable only upon review of 
the final agency action. In the instant situation, this 
means the decision of the Board of Appeals. See 
Wembley v. Commissioner, 122 U.S. App. D.C. 273, 
352 F.2d 941. Accordingly, it is submitted that the 
order of the District Court granting appellee’s motion 
to dismiss was proper and in accord with the settled 
and established norms of judicial review of agency 
actions, established by this Court as well as other 
courts as noted in the decision in the Wembley case. 

In the instant case, appellants are in the same 
position and subject to the same procedures as any 
appplicant whose claims are considered by the ex- 
aminer to be unpatentable over a prior patent or pub- 
lication, and who has available to him the adminis- 
trative appeal procedure for showing error in the 
examiner’s decision. The fact that the examiner has 
considered the Sheehan patent a novelty negativing 
patent, under the provisions of 35 USC 102(e), ‘by 
according that patent a filing date of May 1, 1957, 
the date of the Sheehan patent application which date 
is prior to the filing date accorded appellants’ appli- 
cation, does not change or affect the basic principle. 
Also, the fact that appellants disagree with the exam- 
iner’s conclusion that no interference may be set up 
until appellants remove that ground of rejection, does 
not’ justify relieving appellants of their obligation 
under the law and regulations of the Patent Office, of 
proving to the satisfaction of the Board of Appeals 
that the examiner’s rejection was erroneous.’ 
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Appellants’ criticism and contentions (Br. 38-43) 
with respect to the order of the District Court, par- 
ticularly as they relate to the citation therein of the 
Supreme Court’s decision in Brenner v. Manson, 383 
U. §. 519, and the allegation that the decision was 
“misused” by the Commissioner’s counsel, needs little 
discussion or comment. Suffice it to say that the deci- 
sion is unnecessary to a resolution of the only real 
issue presented by this appeal, namely whether man- 
damus lies under the facts and circumstances of this 
case. However, this statement is not to be construed 
as an admission that appellants’ characterization of 
the decision as completely irrelevant is correct; in 
point of fact, counsel for the Commissioner believes 
that the decision supports completely the examiner’s 
holding that before an interference may properly be 
declared, the claims in question must be held to be 
patentable to all the applicants. Appellants’ brief ap- 
pears to admit that the Supreme Court’s discussion 
approved this practice (Br-39). 

A further reason for approving the order of the 
District Court dismissing the complaints exists in the 
fact that it is well established that the question of 
instituting an interference, which is appellants’ main 
concern here, is one which has been placed entirely 
within the discretion of the Commissioner. Section 
135 of 35 USC, the only statutory provision relating 
to interferences, states that “whenever an application 
is made for a patent which, in the opinion of the Com- 
missioner, would interfere with any pending appli- 
cation, or with any unexpired patent, he shall give 
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notice thereof to the applicants, or applicant and pat- 
entee, as the case may be. * * *” (emphasis added). 
The Commissioner acts in these matters in a quasi- 
judicial capacity. It is the Commisioner who is to 
judge whether an interference exists, and, if so, to 
set in motion the administrative machinery, provided 
for by the rules established by him in accordance with 
the authority given in 35 USC 6, to have the deter- 
mination made as to priority of invention between 
rival claimants. Ewing v. U. S. ex rel. Fowler Car 
Co., 244 U. S. 1; U. S. ex rel. Trussed Concrete Steel 
Co. v. Ewing, Commissioner of Patents, 42 App. D. C. 
179. While it is recognized that the last paragraph of 
sub-section (c) of section 135 states that “any discre- 
tionary action of the Commissioner under this sub- 
section shall be reviewable under section 10 of the 
Administrative Procedure Act’, it must be noted that 
Section 10 does not render competent a court which 
lacks jurisdiction on any other ground. Blackmar v. 
Guerre, 342 U.S. 512; Almour v. Pace, 90 U. S. App. 
D. C. 63, 193 F.2d 699; Gustaveson Cont. Co. v. Flobe, 
(CA-2) 278 F.2d 912, and that the general principal 
that mandamus does not lie to control the action of 
the administrative agency or to compel reversal of a 
judgment made, has not been abrogated. Goldberg v. 
Hoffman et al., (CA-7) 225 F.2d 463. Further, since 
the purpose of Section 10 is to define the procedures 
and manner of judicial review rather than to confer 
jurisdiction, (Gustaveson v. Flote, supra), and since 
such review is usually limited to whether there has 
been substantial compliance with applicable law, regu- 
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lations and procedure—Fagan v. Schroeder, (CA-7) 
284 F.2d 666—, the courts should be extremely 
reluctant to disturb the agency decision. Though, as 
pointed out by this Court, in Commissariat A L’En- 
gerie Atomique v. Watson, 107 U. S. App. D.C. 85, 
274 F.2d 594, jurisdiction in the legal sense exists, 
the occasion for its exercise may only rarely arise. 
Where, as here, the Commissioner’s refusal to insti- 
tute an interference is based upon the rules and regu- 
lations established for the purpose, and the Commis- 
sioner’s interpretation thereof, which appellants did 
not show and cannot show to lack any basis in reason 
or common sense, mandamus cannot lie to compel the 
Commissioner to reverse the decision duly made in the 
discharge of his official duty by his delegatee. 


CONCLUSION 


It is respectfully submitted that the District Court’s 
order granting appellee’s motion to dismiss and dis- 
missing the complaints seeking action in the nature 
of mandamus, was proper and in full accordance with 
established judicial precedents. Affirmance of that 
order is merited and is requested. 


Respectfully submitted, 


JosEPH SCHIMMEL, 
Solicitor, United States Patent Office, 
Attorney for Appellee. 
September 1966. 
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ARGUMENT 


The Fact That Doyle, Nayler and Rolinson First Requested 
the Declaration of an Interference With the Patent Ap- 
plication Which Is Now Sheehan Patent No. 3,159,617 Be- 
fore That Patent Was Issued to Sheehan Is Not an “Un- 
necessary Detail” Which Should be Omitted and Is Per- 
tinent to Show That Administrative Remedies Have Been 
Exhausted Prior to the Bringing of This Civil Action 

On page 2 of the Commissioner of Patent’s Brief under 

CouNTERSTATEMENT OF THE Case, the Commissioner states 

that ‘‘many seemingly unnecessary details’? have been pre- 

sented in Doyle, Nayler, and Rolinson’s STATEMENT OF THE 

Case. While it is always preferable to deal with a short 

concise fact situation, Doyle, Nayler and Rolinson’s SraTe- 

MENT oF THE Cask presents to this Court, a clear statement 

of the essential and pertinent facts. These facts show the 

great effort which has been made to obtain a Declaration 

of an Interference with Sheehan patent No. 3,159,617. 


An Interference was first requested when the District 
Court for the District of Columbia reversed the Patent 
Office’s refusal to allow claims to Sheehan and before the 
Patent Office issued a patent to Sheehan. Thus, Doyle, 
Nayler and Rolinson’s initial request for the Declaration 
of an Interference was on August 13, 1964 (Br. 7), sub- 
stantially prior to the December 1, 1964 issue date of the 
Sheehan Patent. On October 21, 1964, the Patent Office 
Examiner handling Doyle, Nayler and Rolinson’s applica- 
tion Serial No. $26,491 stated that action on that applica- 
tion would be suspended for a period of six months in 
order to determine whether an Interference would be de- 
clared. The Examiner requested Doyle, Nayler and Rolin- 
son to call their case up for action at the end of that six- 
month period (JA 3, 21). 


A mere two months later, on December 22, 1964, the 
Patent Office issued a Final Rejection in Doyle, Nayler 
and Rolinson’s application Serial No. $26,491 and based 
that Final Rejection on the Sheehan application which the 
Patent Office issued on December 1, 1964 as patent No. 
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3,159,617 (JA 3, 22). The Patent Office made no mention 
of the requested Interference in the Final Rejection, nor 
did the Patent Office make any mention of the reasons 
why an Interference was not declared before the issuance 
of a patent to Sheehan. The Patent Office merely ignored 
the entire question and ever since that date has been seek- 
ing to cover its tracks and to blur the real issues in order 
to support its early mistake. 


The further facts pointed out in Appellants’ Appeal 
Brief, particularly on pages 9 through 13, indicate in detail 
the subsequent steps Doyle, Nayler and Rolinson took to 
ensure compliance with the governing Rules and to con- 
vince the Examiner that an Interference should be de- 
cleared. Doyle, Nayler and Rolinson have done all that 
they could reasonably be expected to do to obtain proper 
application of the Interference Rules and to obtain the 
Declaration of an Interference. 


The Appendix to Appellants’ Appeal Brief indicates the 


voluminous evidence presented to the Patent Office in sup- 
port of the request for a Declaration of an Interference 
and the Sections of the Manual of Patent Examining Pro- 
cedure referred to in Appellants’ Brief, namely Sections 
1101.02(a) (Appendix T) and 1102.01(a) (Appendix V), 
bear witness to the misconstruction and misapplication of 
the Patent Office Rules which has occurred. 


The Commissioner of Patents Has Attempted to Shift the Issue 
in This Case From the Actual Issue of Judicial Review of 
Administration Inaction and Failure to Correct Miscon- 
struction and Misapplication of Rules Laid Down by the 
Commissioner Himself to Make the Issue Appear to be 
One of Interfering in Normal Patent Procedure 


The question of whether a patent will be issued to Doyle, 
Nayler and Rolinson is very much a peripheral and second- 
ary issue in the entire proceedings to date. The question 
of patentability arises only insofar as Doyle, Nayler and 
Rolinson are obligated to show that if they prevail in an 
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Interference proceeding, there is nothing to prevent the 
issuance of a patent to them. The question sought to be 
ultimately resolved is whether Doyle, Nayler and Rolinson 
will be allowed to contest the question of who in fact was 
the first inventor of subject matter which Sheehan claims 
to be his and Doyle, Nayler and Rolinson claim to be theirs. 
As clearly spelled out in the Manual of Patent Examining 
Procedure, particularly Section 1101.02(a) (Appendix T) 
and Section 1102.01(a) (Appendix V), this question can 
only be resolved through an Interference proceeding be- 
fore the Board of Patent Interferences between Doyle, 
Nayler and Rolinson’s application Serial No. 826,491 and 
the prematurely issued patent to Sheehan U.S. patent No. 
3, 159, 617. It is clear under the Manual of Patent Exam- 
ining Procedure, Sections 1101.02(a) and 1102.01(a), supra, 
that if Doyle, Nayler and Rolinson presented the proof 
which the Patent Office asserts is necessary to overcome a 
Final Rejection based on the very Patent with which the 
Interference should be declared, the Patent Office must 


refuse to consider such evidence and require Doyle, Nayler 
and Rolinson to request the Declaration of an Interference. 
This, however, is what Doyle, Nayler and Rolinson have 
been pursuing for the last two years. 


The Present Case is a Civil Action Seeking Review of the 
Refusal of the Commissioner of Patents to Act in a Super- 
visory Capacity, to Interpret the Interference Rules Pro- 
mulgated by Him and His Refusal to Correct Misconstruc- 
tion and Misapplication of These Rules 


The present action seeks judicial review of administra- 
tive inaction on the part of the Commissioner of Patents. 
It is brought pursuant to Title 28 United States Code Sec- 
tion 1361 which governs actions in the nature of Mandamus 
and further is brought under the provisions of Title 5 
United States Code Section 1009 which governs judicial 
review of administrative proceedings. While the Com- 
missioner of Patents gratuitously indicates on page 5 of 
his Appeal Brief that Section 10 of the Administrative 
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Procedure Act seems to provide for review of any discre- 
tionary act of the Commissioner of Patents (subparagraph 
(ec) of Title 35 United States Code Section 135—Inter- 
ferences), study of the Congressional history of subsec- 
tion (c) shows that the Commissioner has cited only a por- 
tion of subsection (c) and the cited portion is re- 
produced out of context. Much as Doyle, Nayler and 
Rolinson would like to avail themselves of this seemingly 
clearcut authority, a study of the full text of 35 U.S.C. 135 
shows that subparagraph (c) really relates to the filing of 
any agreement or understanding between parties to an 
Interference. At the time this subsection was passed, some 
Congressional members were fearful lest arbitrary action 
on behalf of the Commissioner of Patents in requiring filing 
of agreements might prove to be unreviewable in the 
Courts and that parties who in good faith sought to settle 
Interferences would be unduly harassed. It was for this 
reason that the reviewability of discretionary action of the 
Commissioner in regard to requiring Interference settle- 
ment agreements to be filed, was added at the end of new 
subsection (c). It is clear from the Congressional history 
that this specific reference to Section 10 of the Adminis- 
trative Procedure Act Applies specifically only to subsection 
(c). It is, however, Doyle, Nayler and Rolinson’s conten- 
tion that the general wording of Section 1009 of the Ad- 
ministrative Procedure Act (Title 5) brings the present 
case clearly within the Congresssional intent of the Ad- 
ministrative Procedure Act and/or brings this case within 
the scope of an action in the nature of Mandamus as gov- 
erned by Title 28 United States Code Section 1361. 


The Commissioner of Patents would further have this 
Court believe that Doyle, Nayler and Rolinson are doing no 
more than appealing to this Court from a Final Rejection 
of the claims in their application. Such is manifestly er- 
roneous since patentability of the claims in the Doyle, 
Nayler and Rolinson application Serial No. 826,491 is purely 
a secondary consideration. Having complied with the re- 
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quirements of the prevailing Patent Office Rules governing 
the declaration of Interferences, the Patent Office has mani- 
festly erred in refusing to declare an Interference on the 
ground that Doyle, Nayler and Rolinson have not already 
proved prior inventorship over the very Patent with 
which they seek to contest first inventorship. 


The Order of the District Court for the District of Columbia 
Dismissing the Action and Underlying Complaints (J 46) 
Is Defective in That It Failed to State the Grounds for 
Dismissal and the Citation of Brenner v. Manson Will Not 
Sustain the Deficient Order Since That Case Is Completely 
Irrelevant to the Case Now Before This Court 


The Commissioner would have us believe in his Brief 
(page 6) that the District Court agreed with the Commis- 
sioner of Patents that the Court lacked jurisdiction and/or 
as indicated on page 7 of the Commissioner’s Brief, that 
no claim was stated upon which relief could be granted. 
However, if the Court below made such a finding, it is a 
fact known only to that Court because no such finding 
appears anywhere in the record or the Order. In fact, a 
consideration of the Transcript of the argument presented 
to the Court below on the Motion to Dismiss (JA 62 through 
72) clearly shows that the Court below failed to compre- 
hend the nature of the action before it and that at the trial 
stage, the Commissioner of Patents was successful in ob- 
seuring and obfuscating the real issues before the Court. 


This Proceeding Is a Novel Action and the Particular Facts In- 
volved Are Important to an Understanding of the Very 
Vital Issues at Stake 


Despite the substantial number of citations in the Com- 
missioner’s Brief, it is clear from a reading of those deci- 
sions, as well as from a consideration of the pertinent facts 
of this case, that this case presents a novel situation. 


Of the many cases cited by the Commissioner of Patents, 
none are applicable to the present fact situation. For 
example, (Commissioner’s Br. 10) Moore v. U.S. ex. rel. 
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Linmark, 33 App. D.C. 597 was concerned with a Mandamus 
action brought against the Commissioner of Patents be- 
cause he refused to set periods for taking testimony. U.S. 
ex. rel, Searle v. Robertson, Commissioner of Patents, 57 
App. D.C. 179, 18 F. 2d 829 is concerned with a Mandamus 
action brought against the Commissioner of Patents for 
his failure to set a period for rebuttal testimony. These 
cases have no bearing on the present case in which the Com- 
missioner of Patents has refused to act and has refused to 
interpret his own Rules. Minn. Mining and Mfg. Co. v. Coe, 
Commissioner of Patents, 79 App. D.C, 59, 143 F. 2d 12 
also cited on page 10 of the Commissioner’s Brief is con- 
cerned with a Mandamus proceeding brought against the 
Commissioner of Patents for the refusal of an Examiner to 
enter an amendment filed after the case was finally re- 
jected, which amendment sought to substantially change 
the claims in the case. This case similarly is completely 
irrelevant to the important fact situation involved in the 
present case. U.S. ex. rel. Frey v. Roberston, Commis- 
sioner of Patents, 61 App. D.C. 288, 61 F. 2d 1015 appears 
to be miscited and it is not possible therefore to determine 
just what fact situation is involved. On page 11, the Com- 
missioner’s Brief refers to Wembley v. Commissioner, 122 
App. D.C. 273, 352 F. 2d 941, which case is even further 
afield than the other cases relied upon since that particular 
case is concerned with an action brought against the Com- 
missioner of Patents in connection with the assertion of a 
compulsory counterclaim in a trademark proceeding. 


In short, the Commissioner of Patents has cited no cases 
relevant to the present situation where the Commissioner 
has refused to act after his authority was properly invoked 
by Petition according to his own Rules and further wherein 
the Commissioner of Patents has failed to act to correct a 
misinterpretation and misapplication of his own Inter- 
ference Rules. 


The present case is novel in two senses. Firstly, it is 
novel because in the past it has not been customary for the 
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Commissioner of Patents to fail to act after his Super- 
visory Authority has been invoked by Petition as in the 
present case. It has also not been the Patent Office’s prac- 
tice to misapply and misinterpret its own Rules. Secondly, 
this case is novel because Doyle, Nayler and Rolinson have 
taken Court action to force the Commissioner of Patents, 
inter alia, to take action and to interpret his own Rules. 
There is here a considerable variation in the type of relief 
which can be granted to Doyle, Nayler and Rolinson. For 
example, the Court below could order the Declaration of 
an Interference on the ground that the Commissioner of 
Patents has abdicated his responsibility and that Doyle, 
Nayler and Rolinson have, prima facie, complied with Com- 
missioner’s Interference Rules; the Court could order the 
Commissioner of Patents to interpret his own Interference 
Rules without necessarily telling him in what manner he 
must interpret them; or, the Court could merely find that 
Appellants have complied with the Interference Rules and 
order the Commissioner to take appropriate action. There 
is really then a substantial range of possible actions that 
the Trial Court could have taken had this case not been 
prematurely dismissed. 


Doyle, Nayler and Rolinson have no other remedy be- 
sides this Civil Action. The fact that their application is 
technically on appeal before the Board of Appeals is noth- 
ing more than a technicality. The Board of Appeals can- 
not order the Commissioner of Patents to declare an Inter- 
ference and it cannot order the Commissioner of Patents to 
interpret his own Interference Rules. Neither can the 
Board of Appeals interpret the Interference Rules itself. 
Interpretation of the Interference Rules must be done 
either by the Commissioner of Patents, by the Board of 
Patent Interferences or by the Federal Courts. 


Doyle, Nayler and Rolinson are not requesting this 
Court, nor were they requesting the Trial Court below, to 
interfere with the normal course of events in the Patent 
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Office. What they were requesting is that the Patent Office 
not be allowed to make a grave error and to cover that error 
by misconstruction and misapplication of the prevailing 
Rules laid down by the Commissioner of Patents, and that 
the Commissioner of Patents himself not be allowed to duck 
his responsibility and refuse to take any action or to even 
review the grave injustices done to Appellants. 


CONCLUSION 


Reversal of the premature dismissal of this action is un- 
equivocally indicated and this case should be allowed to 
proceed to a trial on the merits. 


Respectfully submitted, 


Apert L. Jacoss, JR. 
Albert L. Jacobs, Jr. 
Attorney for Applicants 
521 Fifth Avenue 
New York, New York 10017 


Of Counsel: 


James W. Dent 
Suite 1230 
Pennsylvania Building 
425 Thirteenth Street, N.W. 
Washington, D. C. 20004 


